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PATENT LAW CODIFICATION AND REVISION 


WEDNESDAY, JUNE 13, 1951 


Hovsr or RepreseNTATIVES, 
SupcoMMiITrexE No. 3 OF THE COMMITTEE ON THE J UDICIARY, 
Washington, D.C. 
The subcommittee met at 10 a. m. pursuant to notice, the Honorable 
Joseph R. Bryson (subcommittee chairman) presiding, for consider- 
ation of H. R. 3760, which is as follows: 


[H. R. 3760, 82d Cong., 1st sess. ] 


A BILL To revise and codify the laws relating to patents and the Patent Office, and 
to enact into law title 35 of the United States Code entitled “Patents” 


Be it enacted by the Senate and House of Representatives of the United 
States of America in Congress assembled, That title 35 of the United States 
Code, entitled “Patents”, is revised, codified, and enacted into law, and may be 
cited, “Title 35, United States Code, section—”, as follows: 


TITLE 35—PATENTS 


CHAPTER 


Sec 
1. Pager Gvgscd.....nensncecns Sitiadeeaeeitenines iments NN ee el Re 
2. PATENTABILITY OF INVENTIONS AND GRANT OF PATENTS__~_~~ SS en 101 
3. Pagtents ake Paoreacrion OF PATENT RIGUTS...........22. ooo cocccceccecnncso 201 
SE Ee a Se ene Sa any ae 301 


CHAPTER 1—PATENT OFFICE 


Sec. 
1. Establishment. 
2. Seal. 
3. Officers and employees. 
4. Restrictions on officers and employees as to interest in patents. 
5. Bond of Commissioner and other officers. 
6. Duties of Commissioner. 
7. Board of Appeals. 
8. Library. 
9. Classification of patents. 
0. Certified copies of records. 
1. Publications. 
2. Exchange of copies of patents with foreign countries. 
3. Copies of patents for public libraries. 
4. Annual report to Congress. 


PROCEEDINGS IN THE PATENT OFFICE 
21. Day for taking action falling on Saturday, Sunday, or holiday. 
22. Printing of papers filed. 
23. Testimony in Patent Office cases. 
24. Subpoenas, witnesses. 
PRACTICE BEFORE PATENT OFFICE 
31. Regulations for agents and attorneys. 
32. Suspension or exclusion from practice. 
33. Unauthorized representation as practitioner. 
PATENT FEES 


41. Patent fees. 
42. Payment of patent fees ; return of excess amounts. 


§ 1. Establishment 
The Patent Office shall continue as an office in the Department of Commerce 
where records, books, drawings, specifications, and other papers and things 
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pertaining to patents and to trade-mark registrations shall be kept and pre- 
served, except as otherwise provided by law. 


§ 2. Seal 

The Patent Office shall have a seal with which letters patent, certificates of 
trade-mark registrations, and papers issued from the Office shall be authenti- 
cated. 
§ 3. Officers and employees 

A Commissioner of Patents, one first assistant commissioner, two assistant 
commissioners, and nine examiners-in-chief, shall be appointed by the President, 
by and with the advice and consent of the Senate. The assistant commissioners 
shall perform the duties pertaining to the oflice of Commissioner assigned to 
them by the Commissioner, The first assistant commissioner, or the assistant 
commissioner senior in date of appointment in the event of a vacancy in the 
office of first assistant Commissioner, shall fill the office of Commissioner during 
a vacancy in that office until a Commissioner is appointed and takes office. All 
other officers, clerks, and employees shall be appointed by the Secretary of 
Commerce upon the nomination of the Commissioner in accordance with law. 


§ 4. Restrictions on officers and employees as to interest in patents 

Officers and employees of the Patent Office shall be incapable, during the period 
for which they hold their appointments and one year thereafter, of applying for 
a patent and of acquiring, directly or indirectly, except by inheritance or 
bequest, any patent or any right or interest in any patent, issued or to be issued 
by the Office. In patents applied for thereafter they shall not be entitled to 
any priority date earlier than one year after the termination of their appointment, 


§ 5. Bond of Commissioner and other officers 

The Commissioner and such other officers as he designates, before entering 
upon their duties, shall severally give bond, with sureties, the former in the sum 
of $10,000, and the latter in sums prescribed by the Commissioner, conditioned 
for the faithful discherge of their respective duties and that they shall render 
to the proper officers of the Treasury a true account of all money received by 
virtue of their offices. 


§ 6. Duties of Commissioner 

The Commissioner, under the direction of the Secretary of Commerce, shall 
superintend or perform all duties required by law respecting the granting and 
issuing of patents and the registration of trade-marks; and he shall have charge 
of property belonging to the Patent Office. He may, subject to the approval 
of the Secretary of Commerce, establish regulations, not inconsistent with law, 
for the conduct of proceedings in the Patent Office. 


§7. Board of Appeals 

The examiners-in-chief shall be persons of competent legal knowledge and 
scientific ability. The Commissioner, the assistant commissioners, and the 
examiners-in-chief shall constitute a Board of Appeals, which, on written appeal 
of the applicant, shall review adverse decisions of examiners upon applications 
for patents. Each appeal shall be heard by at least three members of the Board 
of Appeals, the members hearing such appeal to be designated by the Com 
missioner. The Board of Appeals has sole power to grant rehearings. 

Whenever the Commissioner considers it necessary to maintain the work of 
the Board of Appeals current, he may designate any patent examiner of the 
primary examiner grade or higher, having the requisite ability, to serve as 
examiner-in-chief for periods not exceeding six months each. An examiner 
so designated shall be qualified to act as a member of the Board of Appeals. 
Not more than one such primary examiner shall be a member of the Board of 
Appeals hearing an appeal. 

§ 8. Library 

The Commissioner shall maintain a library of scientific and other works and 
periodicals, both foreign and domestic, in the Patent Office to aid the officers 
in the discharge of their duties. 


§ 9. Classification of patents 

The Commissioner may revise and maintain the classification by subject 
matter of United States letters patent, and such other patents and printed 
publications as may be necessary or practicable, for the purpose of determining 
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with readiness and accuracy the novelty of inventions for which applications for 
patent are filed. 


§ 10. Certified copies of records 

The Commissioner may furnish certified copies of specifications and drawings 
of patents issued by the Patent Office, and of other records available either to 
the public or to the person applying therefor. 


§ 11. Publications 

(a) The Commissioner may print, or cause to be printed, the following: 

1, Patents, including specifications and drawings, together with copies of 
the same. The*Patent Office may multigraph the headings of the drawings for 
patents for the purpose of photolithography. 

2. Certificates of trade-mark registrations, including statements and drawings, 
together with copies of the same. 

3. The Official Gazette of the United States Patent Office 

4. Annual indexes of patents and patentees, and of trade-marks and registrants 

5. Annual volumes of decisions in patent and trade-mark cases 

6. Pamphlet copies of the patent laws and rules of practice, laws and rules 
relating to trade-marks, and circulars or other publications relating to the 
business of the Office 

(b) The Commissioner may exchange any of the publications specified in 
items 5, 4, 5, and 6 of subsection (a) of this section for publications desirable 
for the use of the Patent Office. 


§ 12. Exchange of copies of patents with foreign countries 
The Commissioner may exchange copies of specifications and drawings of 
United States patents for those of foreign countries, 


§ 13. Copies of patents for public libraries 

The Commissioner may supply printed copies of specifications and drawings 
of patents to public libraries in the United States which shall maintain such 
copies for the use of the public, at the rate for each year's issue established for 
this purpose in section 41 (a) 9 of this title. 


§ 14. Annual report to Congress 

The Commissioner shall report to Congress annually the moneys received 
and expended, statistics concerning the work of the Office, and other information 
relating to the Office as may be useful to the Congress or the public. 


PROCEEDINGS IN THE PATENT OFFIC! 
§ 21. Day for taking action falling on Saturday, Sunday, or holiday 


When the day, or the last day, for taking any action or paying any fee in the 
United States Patent Office falls on Saturday, Sunday, or a holiday within the 
District of Columbia, the action may be taken, or the fee paid, on the next sue- 
ceeding secular-or business day. 


§ 22. Printing of papers filed 

The Commissioner may require papers filed in the Patent Office to be printed 
or typewritten 
§ 23. Testimony in Patent Office cases 

The Commissioner may establish rules for taking affidavits and depositions 
required in cases in the Patent Office. Any officer authorized by law to take 
depositions to be used in the courts of the United States, or of the State where 
he resides, may take such affidavits and depositions. 


§ 24. Subpoenas, witnesses 

The clerk of any United States court for the district wherein testimony is to 
be taken for use in any contested case in the Patent Office shall, upon the appli- 
cation of any party thereto, issue a subpoena for any witness residing or being 
within such district, commanding him to appear and testify before an officer in 
such district authorized to take depositions and affidavits, at the time and place 
stated in the subpoena. The provisions of the Federal Rules of Civil Procedure 
relating to the attendance of witnesses and to the production of documents and 
things shall apply to contested cases in the Patent Office 

Every witness subpoenaed and in attendance shall be allowed the fees and 
traveling expenses allowed to witnesses attending the United States district 
courts 
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A judge of a court whose clerk issued a subpoena may, on proof of the neglect 
or refusal of a witness, after being duly served with such subpoena, to appear, 
or after appearing, to testify, enforce obedience to the process or punish the 
disobedience as in other like cases. No witness shall be deemed guilty of con- 
tempt for disobeying such subpoena unless his fees and traveling expenses in 
going to, and returning from, and one day’s attendance at the place of examina- 
tion, are paid or tendered him at the time of the service of the subpoena; nor for 
refusing to disclose any secret matter except upon appropriate order of the court 
which issued the subpoena. 


PRACTICE BEFORE PATENT OFFICE 


§ 31. Regulations for agents and attorneys 

The Commissioner, subject to the approval of the Secretary of Commerce, may 
prescribe regulations governing the recognition and conduct of agents, attorneys, 
or other persons representing applicants or other parties before the Patent Office, 
and may require them, before being recognized as representatives of applicants 
or other persons, to show that they are of good moral character and reputation, 
are possessed of the necessary qualifications to render to applicants or other 
persons valuable service, advice, and assistance in the presentation or prosecu- 
tion of their applications or other business before the Office. 


§ 32. Suspension or exclusion from practice 

The Commissioner may, after notice and opportunity for a hearing, suspend 
or exclude, either generally or in any particular case, from further practice 
before the Patent Office, any person, agent, or attorney shown to be incompetent 
or disreputable, or guilty of gross misconduct, or who does not comply with the 
regulations established under section 31 of this title, or who shall, with intent to 
defraud, deceive, mislead, or threaten any applicant or prospective applicant, 
or other person having immediate or prospective business before the Office. The 
reasons for any such suspension or exclusion shall be duly recorded. The 
United States District Court for the District of Columbia, under such conditions 
and upon such proceedings as it by its rules determines, may review the action 
of the Commissioner upon the petition of the person so refused recognition or 
so suspended or excluded. 


§ 33. Unauthorized representation as practitioner 
Whoever, not being recognized to practice before the Patent Office, holds him- 
self out or permits himself to be held out as so recognized, or as being qualified 
to prepare or prosecute applications for patent, shall be fined not more than 
$1,000 for each offense. 
PATENT FEES 


§ 41. Patent fees 

(a) The Commissioner shall charge the following fees : 

1. On filing each application for an original patent, except in design cases, $30, 
and $1 for each claim in excess of twenty. 

2. On issuing each original patent, except in design cases, $30, and $1 for 
each claim in excess of twenty. 

3. In design cases: For three years and six months, $10; for seven years, $15; 
for fourteen years, $30. 

4. On every application for the reissue of a patent, $30 and $1 for each claim 
in excess of twenty over and above the number of claims of the original patent. 

5. On filing each disclaimer, $10. 

6. On an appeal for the first time from the examiner to the Board of Appeals, 
$25. 

7. On filing each petition for the revival of an abandoned application for a 
patent or for the delayed payment of the fee for issuing each patent, $10. 

8. For certificate of correction of applicant’s mistake under section 205 of 
this title, $10. 

9. For uncertified printed copies of specifications and drawings of patents 
(except design patents), 25 cents per copy ; for design patents, 10 cents per copy; 
special rate for libraries specified in section 13 of this title, $50 for patents issued 
in one year. 

10. For recording every assignment, agreement, or other paper not exceeding 
six pages, $3; for each additional two pages or less, $1; for each additional patent 
or application included in one writing, where more than one is so included, 50 
cents additional 
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11. For each certificate, $1. 
(b) The Commissioner may establish charges for copies of records, publica- 
tions, or services furnished by the Patent Office, not specified above. 


§ 42. Payment of patent fees; return of excess amounts 


All patent fees shall be paid to the Commissioner who shall deposit the same 
in the Treasury of the United States in such manner as the Secretary of the 
Treasury directs, and the Commissioner may refund any sum paid by mistake 
or in excess of the fee required by law. 


CHAPTER 2—PATENTABILITY OF INVENTIONS AND GRANT OF PATENTS 


DEFINITIONS 


Sec. 
100. Definitions. 
PATENTABILITY OF INVENTIONS 
101. Inventions patentable. 
102. Conditions for patentability : novelty and loss of right to patent. 
103. Conditions for patentability ; non-obvious subject matter. 
104. Invention made abroad. 


APPLICATION FOR PATENT 


_ 


. Application for patent. 

. Specification. 

Drawings. 

Models, specimens. 

Oath of applicant. 

Joint inventors. 

Death or incapacity of inventor. 

. Filing by other than inventor. 

9. Benefit of earlier filing date in foreign country; right of priority. 
0. Benefit of earlier filing date in the United States. 
1. Divisional applications. 

22. Confidential status of applications. 


D> Ot de SOO 
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EXAMINATION OF APPLICATION 


1. Examination of application. 

2. Notice of rejection ; reexamination. 
33. Time for prosecuting application. 
34. Appeal to the Board of Appeals. 

35. Interferences. 


REVIEW OF PATENT OFFICE DECISION 


141. Appeal to Court of Customs and Patent Appeals. 
142. Notice of appeal. : 

143. Proceedings on appeal. 

144. Decision on appeal. 

145. Civil action to obtain patent. 

146. Civil action in case of interference. 


ISSUB OF PATENT 


51. Time of issue of patent. 

52. Issue of patent to assignee. 
3. How issued. 

54. Contents and term of patent. 


DEFINITIONS 

§ 100. Definitions 

When used in this title unless the context otherwise indicates— 

(a) The term “invention” includes discoveries. 

(b) The term “process” includes method, and a new use of a known process, 
machine manufacture, composition of matter or material. 

(c) The terms “United States” and “this country” mean the United States of 
America, its territories and possessions. 

(d) The word “patentee” includes not only the patentee to whom the patent 
was issued but also the successors in title to the patentee. 


PATENTABILITY OF INVENTIONS 


§ 101. Inventions patentable 
Whoever invents or discovers any new and useful process, machine, manu- 
facture, or composition of matter, or any new and useful improvement thereof, 
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may obtain a patent therefor, subject to the conditions and requirements of this 
title. 
§ 102. Conditions for patentability; novelty and loss of right to patent 

A person shall be entitled to a patent unless— 

(a) the invention was known or used by others in this country or patented 
or described in any printed publication in this or any foreign country, before 
the invention thereof by the applicant for patent, or 

(b) the invention was patented or described in any printed publication in 
this or any foreign country or in public use or on sale in this country, more 
than one year prior to the date of the application for patent in the United 
States, or 

(c) he has abandoned the invention, or 

(d) the invention was first patented or caused to be patented by the 
inventor or his legal representatives or assigns in a foreign country prior 
to the date of the application for patent in this country on an application 
filed more than six months in design cases or twelve months in other cases be- 
fore the filing of the application in the United States, or 

(e) the invention was described in an application for patent by another 
filed in the United States before the invention thereof by the applicant for 
patent, which first-mentioned application issued as a patent, or 

(f) he did not himself invent the subject matter sought to be patented, or 

(g) before the applicant’s invention thereof the invention was in fact 
made in this country by another who had not abandoned it and who was 
using reasonable diligence in this country in reducing it to practice or had 
reduced it to practice. 

§ 103. Conditions for patentability; non-obvious subject matter 

A patent may not be obtained though the invention is not identically disclosed 
or described in the prior art set forth in section 102 of this title, if the differ- 
ences between the subject matter sought to be patented and that prior art such 
that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 


§ 104. Invention made abroad 

In proceedings in the Patent Office and in the courts, an applicant for a patent, 
or a patentee, may not establish a date of invention by reference to knowledge or 
use thereof, or other activity with respect thereto, in a foreign country, except 
as provided in section 119 of this title. Where an invention was made by a 
person, civil, or military, while domiciled in the United States and serving in a 
foreign country in connection with operations by or on behalf of the United States, 
he shall be entitled to the same rights of priority with respect to such invention 
as if the same had been made in the United States. 


APPLICATION FOR PATEN1 


§ 111. Application for patent 

Application for patent shall be made by the inventor, except as otherwise pro- 
vided in this title, in writing to the Commissioner. Such application shall in- 
elude: (1) a specification as prescribed by section 112 of this title; (2) a draw- 
ing as prescribed by section 113 of this title: and (3) an oath by the applicant 
as prescribed by section 115 of this title. The application must be signed by 
the applicant and accompanied by the fee required by law. 


§ 112. Specification 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using jt, in such full, clear, concise, and 
exact terms as to enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make and use the same, and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The specification shall conclude with one or more claims particularly pointing 
out and distinctly claiming the subject matter which the applicant regards as 
his invention. 

An element in a claim for a combination may be expressed as a means or step 
for performing a specified function without the recital of structure or acts in 
support thereof and such claim shall be construed to cover the corresponding 
structure, material, or acts described in the specification and equivalents thereof. 


| 
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§ 113. Drawings 
When the nature of the case admits, the applicant shall furnish a drawing 


§ 114. Models, specimens 

The Commissioner may require the applicant to furnish a model of convenient 
size to exhibit advantageously the several parts of his invention 

When the invention relates to a composition of matter, the Commissioner may 
require the applicant to furnish specimens or ingredients for the purpose of 
inspection or experiment. 


£115. Oath of applicant 

The applicant shall make oath that he believes himself to be the original and 
first inventor of the process, machine, manufacture, or Composition, or improve- 
ment thereof, for which he solicits a patent; and shall state of What country 
he is a citizen. Such oath may be made before any person within the United 
States authorized by law to administer oaths, or, when made in a foreign country, 
before any diplomatic or consular officer of the United States authorized to 
administer oaths, or before any officer having an official seal and authorized to 
administer oaths in the foreign country in which the applicant may be, whose 
authority shall be proved by certificate of a diplomatic or consular officer of 
the United States, and such oath shall be valid if it complies with the laws 
of the state or country where made. When the application is made as provided 
in this title by a person other than the inventor, the oath may be so varied in 
form that it can be made by him. 


§ 116. Joint inventors 

When an invention is made by two or more persons jointly, they shall apply 
for patent jointly and each sign the application and make the required oath, 
except as otherwise provided in this title. 

If a joint inventor refuses to join in an application for patent or cannot be 
found or reached after diligent effort, the application may be made by the 
other inventor on behalf of himself and the omitted inventer. The Commis 
sicner, on proof of the pertinent facts and after such notice to the omitted 
inventor as he prescribes, may grant a patent to the inventor making the appli 
cation, subject to the same rights which the omitted inventor would have had if 
he had been joined. The omitted inventor may subsequently join in the appli 
cation. 

Whenever a person is joined in an application for patent as jeint inventor 
through error, or a joint inventor is not included in an application through error, 
and such error arose without any deceptive intention, the Commissioner may 
permit the application to be amended accordingly, under such terms as he 


prescribes, 
§ 117. Death or incapacity of inventor 

The Commissioner may receive applications of and issue patents to legal repre 
sentatives of deceased inventors and of those under legal incapacity, upon com 
pliance with the requirements and on the same terms and conditions applicable 
to the inventor. 


§ 118. Filing by other than inventor 

Whenever an inventor refuses to execute an application for patent, or cannot 
be found or reached after diligent effort, a person to whom the inventor has 
ussizgned or agreed to assign the invention in writing, or who otherwise shows 
sufficient proprietary interest in the matter justifying such action, may make 
application for patent on behalf of and as agent for the inventor on proof of the 
pertinent facts and a showing that such action is necessary to preserve the 
rights of the parties or to prevent irreparable damage; and the Commission 
may grant a patent to such inventor upon such notice to him as the Commis 
sioner deems sufficient, and on compliance With such regulations as he prescribes 


§ 119. Benefit of earlier filing date in foreign country; right of priority 

An application for patent for an invention filed in this country by any person 
who has, or whose legal representatives or assigns have, previously regularly 
filed an application for patent for the same invention in a foreign country 
which affords similar privileges in the case of applications filed in the United 
States or to citizens of the United States, shall have the same effect as the san 
application would have if filed in this country on the date on which the applica 
tion for patent for the same invention was first filed in such foreign country 
if the application in this country is filed within twelve months from the earlies 


t 











8 PATENT LAW CODIFICATION AND REVISION 


date on which such foreign application was filed; but no patent shall be granted 
on any application for patent for an invention which had been patented or de- 
scribed in a printed publication in any country more than one year before the 
date of the actual filing of the application in this country, or which had been 
in public use or on sale in this country more than one year prior to such filing. 

No application for patent shall be entitled to this right of priority unless a 
claim therefor and a certified copy of the original foreign application, specifica- 
tion and drawings upon which it is based are filed in the Patent Office before 
the patent is granted, or at such time during the pendency of the application as 
required by the Commissioner, not earlier than six months after the filing of 
the application in this country. Such certification shali be made by the patent 
office of the foreign country in which filed and show the date of the application 
and of the filing of the specification and other papers. The Commissioner may 
require a translation of the papers filed if not in the English language and such 
other information as he deems necessary. 


§ 120. Benefit of earlier filing date in the United States 


An application for patent for an invention disclosed in the manner provided 
by the first paragraph of section 112 of this title in an application previously 
filed in the United States by the same inventor shall have the same effect, as 
to such invention, as though filed on the date of the prior application, if filed 
before the patenting or abandonment of or termination of proceedings on the 
first application or any application similarly entitled to the benefit of the filing 
date of the first application and if it contains or is amended to contain a specific 
reference to the earlier filed application. 


§ 121. Divisional applications 

If two or more independent and distinct inventions are claimed in one applica- 
tion, the Commissioner may require the application to be restricted to one of 
the inventions; and the other invention or inventions may be made the subject 
of divisional applications. A divisional application shall be entitled to the 
benefit of the filing date of the original application if it complies with the require- 
ments of section 120 of this title. A patent issuing on an application with respect 
to which a requirement for restriction under this section has been made, or on 
an application filed as a result of such a requirement, shall not be used as a 
reference either in the Patent Office or in the courts against a divisional applica- 
tion or against the original application or any patent issued on either of them, 
for the purposes of section 103 of this title if the divisional application is filed 
before the issuance of the patent. If a divisional application is directed solely 
to subject matter described and claimed in the original application as filed, the 
Commissioner may dispense with signing and execution by the inventor. The 
validity of a patent shall not be questioned for failure of the Commissioner to 
require the application to be restricted to one invention. 


§ 122. Confidential status of applications 

Applications for patents shall be kept in confidence by the Patent Office and 
no information concerning the same given without authority of the applicant or 
owner unless necessary to carry out the provisions of any Act of Congress or 
in such special circumstances as may be determined by the Commissioner. 


EXAMINATION OF APPLICATION 


§ 131. Examination of application 

The Commissioner shall cause an examination to be made of the application 
and the alleged new invention; and if on such examination it appears that the 
applicant is entitled to a patent under the law, the Commissioner shall issue 
a patent therefor. 


§ 132. Notice of rejection; reexamination 

Whenever, on examination, any claim for a patent is rejected, or any objec- 
tion or requirement made, the Commissioner shall notify the applicant thereof, 
stating the reasons for such rejection, or objection or requirement, together with 
such information and references as may be useful in judging of the propriety 
of continuing the prosecution of his application; and if after receiving such 
notice, the applicant persists in his claim for a patent, with or without amend- 
ment, the application shall be reexamined. No amendment shall introduce new 
matter into the disclosure of the invention. 
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§ 133. Time for prosecuting application s 

Upon failure of the applicant to prosecute the application within six months 
(or such shorter time, not less than thirty days, as shall be fixed by the Com- 
missioner, and the applicant notified thereof in writing) after any action therein, 
of which notice shall have been given or mailed to the applicant, the applica- 
tion shall be regarded as abandoned by the parties thereto, unless it be shown 
to the satisfaction of the Commissioner that such delay was unavoidable. 


§ 134. Appeal to the Board of Appeals 

An applicant for a patent, any of whose claims has been twice rejected, may 
appeal from the decision of the examiner to the Board of Appeals, having once 
paid the fee for such appeal. 


§ 135. Interferences 

Whenever, an application is made for a patent which, in the opinion of the 
Commissioner, would interfere with any pending application, or with any un- 
expired patent, he shall give notice thereof to the applicants, or applicant and 
patentee, as the case may be. ‘The question of priority of invention shall be 
determined by a board of three examiners of interferences whose decision, if 
adverse to the claim of an applicant, shall constitute the final refusal by the 
Patent Office of the claims involved, and the Commissioner may issue a patent 
to the applicant who is adjudged the prior inventor. A final judgment adverse 
to a patentee from which no appeal or other review has been or can be taken 
or had shall constitute cancellation of the claims involved from the patent, 
and notice thereof shall be endorsed on copies of the patent thereafter distributed 
by the Patent Office. 

No claim which is the sam@ as, or for the same or substantially the same 
subject matter as, a claim of an issued patent may be made in any application 
unless such a claim is made within one year from the date on which said patent 
was granted. 


REVIEW OF PATENT OFFICE DECISIONS 


§ 141. Appeal to Court of Customs and Patent Appeals 

An applicant dissatisfied with the decision of the Board of Appeals may appeal 
to the United States Court of Customs and Patent Appeals, thereby waiving his 
right to proceed under section 145 of this title. A party to an interference 
dissatisfied with the decision of the board of interference examiners on the ques- 
tion of priority May appeal to the United States Court of Customs and Patent 
Appeals, but such appeal shall be dismissed if any adverse party to such inter- 
ference shall, within twenty days after the appellant has filed notice of appeal ac- 
cording to section 142 of this title, files notice with the Commissioner that he 
elects to have all further proceedings conducted as provided in section 146 of this 
title. Thereupon the appellant shall have thirty days thereafter within which to 
file a civil action under section 146, in default of which the decision appealed from 
shall govern the further proceedings in the case. 


§ 142. Notice of appeal 

When an appeal is taken to the United States Court of Customs and Patent 
Appeals, the appellant shall give notice thereof to the Commissioner, and shall 
file in the Patent Office his reasons of appeal, specifically set forth in writing, 
within such time after the date of the decision appealed from, not less than sixty 
days, as the Commissioner appoints. 


§ 143. Proceedings on appeal 

The United States Court of Customs and Patent Appeals shall, before hearing 
such appeal, give notice of the time and place of the hearing to the Commissioner 
and the parties thereto. The Commissioner shall transmit to the court certified 
copies of all the necessary original papers and evidence in the case specified by the 
appellant and any additional papers and evidence specified by the appellee and 
in an ex parte case the Commissioner shall furnish the court with the grounds of 
the decision of the Patent Office, in writing, touching all the points involved by 
the reasons of appeal. 
§ 144. Decision on appea) 

The United States Court of Customs and Patent Appeals, on petition, shall hear 
and determine such appeal on the evidence produced before the Patent Office, and 
the decision shall be confined to the points set forth in the reasons of appeal. 
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Upon its determinationghe court shall return to the Commissioner a certificate of 
its proceedings and decision, which shall be entered of record in the Patent Office 
and govern the further proceedings in the case. 


§ 145. Civil action to obtain patent 

An applicant dissatisfied with the decision of the Board of Appeals may, unless 
appeal has been taken to the United States Court of Customs and Patent Appeals, 
have remedy by civil action against the Commissioner in the United States District 
Court for the District of Columbia if commenced within such time after such de- 
cision, not less than sixty days, as the Commissioner appoints. The court may 
adjudge that such applicant is entitled to receive a patent for his invention, as 
specified in any of his claims involved in the decision of the Board of Appeals, 
us the facts in the case may appear and such adjudication shall authorize the 
Commissioner to issue such patent on compliance with the requirements of law. 
All the expenses of the proceedings shall be paid by the applicant. 


§ 146. Civil action in case of interference 

Any party to an interference dissatisfied with the decision of the board of 
interference examiners on the question of priority, may have remedy by civil ac- 
tion, if commenced within such time after such decision, not less than sixty days, 
aus the Commission appoints or as provided in section 141 of this title, unless he has 
appealed to the United States Court of Customs and Patent Appeals, and such 
appeal is pending or has been decided. In such suits the record in the Patent 
Office shall be admitted on motion of either party upon the terms and conditions 
as to costs, expenses, and the further cross-examination of the witnesses as the 
court imposes, without prejudice to the right of the parties to take further testi- 
mony. The testimony and exhibits of the record in the Patent Office when ad- 
mitted shall have the same effect as if originally taken and produced in the suit. 

Such suit may be instituted against the party in interest as shown by the rec- 
ords of the Patent Office at the time of the decision complained of, but any party 
in interest may become a party to the action. If there be adverse parties resid- 
ing in a plurality of districts not embraced within the same state, or an adverse 
party residing in a foreign country, the United States District Court for the Dis- 
trict of Columbia shall have jurisdiction and may issue summons against the 
adverse parties directed to the marshal of any district in which any adverse 
party resides. Summons against adverse parties residing in foreign countries 
may be served by publication or otherwise as the court directs. The Commis- 
sioner shall not be a necessary party but he shall be notified of the filing of the 
suit by the clerk of the court in which it is filed and shall have the right to inter- 
vene. Judgment of the court in favor of the right of an applicant to a patent 
shall authorize the Commissioner to issue such patent on the filing in the Patent 
Office of a certified copy of the judgment and on compliance with the require- 
ments of law. 


ISSUE OF PATENT 


§ 151. Time of issue of patent 

The patent shall issue within three months from the date of the payment of 
the final fee, which shall be paid not later than six months after written notice 
to the applicant of allowance of the application, but the Commissioner may 
accept the final fee if paid within one year after the six months’ period for pay- 
ment, and the patent shall issue. 


£152. Issue of patent to assignee 

Patents may be granted to the assignee of the inventor of record in the Patent 
Office, upon the application made and the specification sworn to by the inven- 
tor, except as otherwise provided in this title. 


§ 153. How issued 

Patents shall be issued in the name of the United States of America, under 
the seal of the Patent Office, and shall be signed by the Commissioner or have his 
signature placed thereon and attested by an officer of the Patent Office designated 
by the Commissioner, and shall be recorded in the Patent Office. 


§ 154. Contents and term of patent 

Every patent shall contain a short title of the invention and a grant to the 
patentee, his heirs or assigns, for the term of seventeen years, of the right to 
exclude others from making, using, or selling the invention throughout the United 
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States, referring to the specification for the particulars thereof. A copy of the 
specification and drawings shall be annexed to the patent and be a part thereof. 


CHAPTER 3—PATENTS AND PROTECTION OF PATENT RIGHTS 


AMENDMENT AND CORRECTION OF PATENTS 

Sec 
201. Reissue of defective patents. 
202. Effect of reissue 
203. Disclaimer 
204. Certificate of correction of Patent Office mistake 
205. Certificate of correction of applicant's mistake 
206. Misjoinder of inventor 

OWNERSHII AND ASSIGNMENT 
211. Ownership : assignment 
212. Joint owners 

GOVERNMENT INTERESTS IN PATI rs 

221. Issue of patents without fees to Government employees 
222. Time tor taking action in Government applications 


INFRINGEMENT OF PATENTS 


31. Infringement of patent 
32. Temporary presence in the United States 


REMEDIES FOR INGRINGEMENT OF PATENT, AND OTHER ACTIONS 


241. Remedy for infringement of patent 

242. Presumption of validity ; defenses 

243. Injunction 

244. Damages 

245. Attorney fees 

246. Time limitation on damages 

247. Limitation on damages ; marking and notice 
248. Action for infringement of a patent containing an invalid claim 
249. Notice of patent suits 

250. Interfering patents 

251. False marking 

252. Nonresident patentee, service and notice 


AMENDMENT AND CORRECTION OF PATENTS 


§ 201. Reissue of defective patents 

Whenever any patent through error is deemed wholly or partly inoperative 
or invalid, by reason of a defective specification or drawing, or by reason of the 
patentee claiming more or less than he had a right to claim in the patent, without 
any deceptive intention, the Commissioner shall, on the surrender of such patent 
and the payment of the fee required by law, reissue the patent for the invention 
disclosed in the original patent, and in accordance with a new and amended ap 
plication, for the unexpired part of the term of the original patent. No new 
matter shall be introduced into the application for reissue. 

The Commissioner may issue several reissued patents for distinct and separate 
parts of the thing patented, upon demand of the applicant, and upon payment 
of the required fee for a reissue for each of such reissued patents. 

The provisions of this title relating to applications for patent shall be ap 
plicable to applications for reissue of a patent, except that application for re 
issue may be made and sworn to by the assignee of the entire interest if the 
application does not seek to enlarge the scope of the claims of the original 
patent 

No reissued patent shall be granted enlarging the scope of the claims of the 
original patent unless applied for within two years from the grant of original 
patent. 


§ 202. Effect of reissue 

The surrender of the original patent shall take effect upon the issue of the 
reissued patent, and every reissued patent shall have the same effect and opera 
tion in law, on the trial of actions for causes thereafter arising, as if the same 
had been originally granted in such amended form, but in so far as the claims 
of the original and reissued patents are identical, such surrender shall not 
affect any action then pending nor abate any cause of action then existing, 
and the reissued patent, to the extent that its claims are identical with the 
original patent, shall constitute a continuation thereof and have effect continu 
ously from the date of the original patent 

No reissued patent shall abridge or affect the right of any person or his 
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successors in business who made, purchased or used prior to the grant of a 
reissue anything patented by the reissued patent, to continue the use of, or to sell 
to others to be used or sold, the specific thing so made, purchased or used, if 
the making, using or selling of such thing does not infringe a valid claim of the 
reissued patent which was in the original patent. 

The court before which such matter is in question may provide for the con- 
tinued manufacture, use or sale of such thing made, purchased or used as specified 
in the preceding paragraph hereof, or for the manufacture, use or sale of which 
substantial preparation was made before the grant of the reissue, and it may 
also provide for the continued practice of any process patented by the reissue, 
practiced, or for the practice of which substantial preparation was made, prior 
to the grant of the reissue, to the extent and under such terms as the court deems 
equitable for the protection of investments made or business commenced before 
the grant of the reissue. 


§ 203. Disclaimer 

Whenever, without any deceptive intention, a claim of a patent is invalid 
the remaining claims shall not thereby be rendered invalid, and the patentee, his 
heirs or assigns, whether of the whole or any sectional interest therein, may, on 
payment of the fee required by law, make disclaimer of any complete claim, 
stating therein the extent of his interest in such patent. Such disclaimer shall 
be in writing, and recorded in the Patent Office; and it shall thereafter be 
considered as part of the original patent to the extent of the interest possessed 
by the disclaimant and by those claiming under him. 

In like manner any patentee or applicant may disclaim or dedicate to the 
public the entire term, or any terminal part of the term, of the patent granted 
or to be granted. 


§ 204. Certificate of correction of Patent Office mistake 

Whenever a mistake in a patent, incurred through the fault of the Patent 
Office, is clearly disclosed by the records of the Office, the Commissioner may 
issue a certificate of correction stating the fact and nature of such mistake, 
under seal, without charge, to be recorded in the records of patents. A printed 
copy thereof shall be attached to each printed copy of the patent, and such certifi- 
cate shall be considered as part of the original patent. Every such patent, 
together with such certificate, shall have the same effect and operation in law 
on the trial of actions for causes thereafter arising as if the same had been 
originally issued in such corrected form. The Commissioner may issue a cor- 
rected patent without charge in lieu of and with like effect as a certificate of 
correction. 


§ 205. Certificate of correction of applicant’s mistake 

Whenever a mistake of a clerical or typographical nature, or of minor char- 
acter, which was not the fault of the Patent Office, appears in a patent and a 
showing has been made that such mistake occurred in good faith, the Com- 
missioner may, upon payment of the required fee, issue a certificate of correc- 
tion, if the correction does not involve such changes in the patent as would 
constitute new matter or would require re-examination. Such patent, together 
with the certificate, shall have the same effect and operation in law on the trial 
of actions for causes thereafter arising as if the same had been originally 
issued in such corrected form. 


§ 206. Misjoinder of inventor 

Whenever a patent is issued on the application of persons as joint inventors 
and it appears that one of such persons was not in fact a joint inventor, and 
that he was included as a joint inventor by error and without any deceptive 
intention, the Commissioner may, on application of all the parties and assignees, 
with proof of the facts and such other requirements as may be imposed, issue a 
certificate deleting the name of the erroneously joined person from the patent. 

Whenever a patent is issued and it appears that a person was a joint inventor, 
but was omitted by error and without any deceptive intention, the Commissioner 
may, on application of all the parties and assignees, with proof of the facts and 
such other requirements as may be imposed, issue a certificate adding his name 
to the patent as a joint inventor. 

The misjoinder or nonjoinder of joint inventors shall not invalidate a patent, 
if such error can be corrected as provided in this section. The court before 
which such matter is called in question may order correction of the patent on 
notice and hearing of all parties concerned and the Commissioner shall issue a 
certificate accordingly. 
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OWNERSHIP AND ASSIGNMENT 


§ 211. Ownership; assignment 

Subject to the provisions of this title, patents shall have the applicable rights 
of personal property. 

Aplications for patent, patents, or any interest therein, shall be assignable 
in law by an instrument in writing. The applicant, pateitee, or his assigns or 
legal representatives may in like manner grant and convey an exclusive right 
under his application for patent, or patents, to the whole or any specified part 
of the United States. 

A certificate of acknowledgment under the hand and official seal of a person 
authorized to administer oaths within the United States, or, in a foreign country, 
of a diplomatic or consular officer of the United States or an officer authorized to 
administer oaths whose authority is proved by a certificate of a diplomatic or 
consular officer of the United States, shall be prima facie evidence of the execu- 
tion of an assignment, grant er conveyance of an application for patent or patents. 

An assignment, grant or conveyance shall be void as against any subsequent 
purchaser or mortgagee for a valuable consideration, without notice, unless it 
is recorded in the Patent Office within three months from its date, or prior to the 
date of such subsequent purchase or mortgage. 


§ 212. Joint owners 

In the absence of any agreement to the contrary, each of the joint owners of 
a patent may make, use or sell the patented invention without the consent of 
and without accounting to the other owners, but neither of the owners may grant 
licenses or assign his interest, or any part thereof, without the consent of the 
other owners or without accounting to them. 


GOVERNMENT INTERESTS IN PATENTS 


§ 221. Issue of patents without fees to Government employees 

The Commissioner may grant, subject to the provisions of this title, to any 
officer, enlisted man, or employee of the Government, except officers and em- 
ployees of the Patent Office, a patent without the payment of fees, when the 
head of a department or agency certifies the invention is used or likely to be 
used by or for the Government and the applicant in his application states that 
the invention described herein, if patented, may be manufactured and used by 
or for the Government for governmental purposes without the payment to him 
of any royalty thereon, which stipulation shall be included in the patent. 


§ 222. Time for taking action in Government applications 

Notwithstanding the provisions of sections 133, 145, and 151 of this title, the 
Commissioner may extend the time for taking any action to three years, when 
an application has become the property of the United States and the head of the 
appropriate department or agency of the Government has certified to the Com- 
missioner that the invention disclosed therein is important to the armament or 
defense of the United States. 


INFRINGEMENT OF PATENTS 


§ 231. Infringement of patent 

(a) Except as otherwise provided in this title, whoever without authority 
makes, uses or sells any patented invention, within the United States during 
the term of the patent therefor, infringes the patent. 

(b) Whoever actively induces infringement of a patent shall*be liable as an 
infringer. 

(c) Whoever knowingly sells a component of a patented machine, manufacture, 
combination or composition, or a material or apparatus for use in practicing a 
patented process, constituting a material part of the invention, especially made 
or especially adapted for use in an infringement of such patent, and not a staple 
article or commodity of commerce suitable for substantial noninfringing use 
shall be liable as a contributory infringer. 

(d) No patent owner otherwise entitled to relief for infringement or contribu- 
tory infringement of a patent shall be denied relief or deemed guilty of misuse 
or illegal extension of the patent right by reason of his having done one or more 
of the following: (1) derived revenue from acts which if performed by another 
without his consent would constitute contributory infringement of the patent; 
(2) licensed or authorized a person to perform acts which if performed without 
his consent would constitute contributory infringement of the patent; (3) sought 
to enforce his patent rights against infringement or contributory infringement. 
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§ 232. Temporary presence in the United States 

The use of any invention in any vessel, aircraft, or vehicle of any country 
which affords similar privileges to vessels, aircraft, or vehicles of the United 
States, entering the United States temporarily or accidentally, shall not consti- 
tute infringement of any patent, if the invention is used exclusively for the needs 
of the vessel, aircraft, or vehicle and is not sold in or used for the manufacture 
of anything to be sold in or exported from the United States. 


REMEDY FOR INFRINGEMENT OF PATENT, AND OTHER ACTIONS 


§ 241. Remedy for infringement of patent 
A patentee shall have remedy by civil action for infringement of his patent. 


§ 242. Presumption of validity; defenses 

A patent shall be presumed valid. The burden of establishing invalidity of a 
patent shall rest on a party asserting it. 

The following shall be defenses to any action involving the validity or infringe- 
ment of a patent and shall be pleaded : 

(1) Noninfringement or absence of liability for infringement, 

(2) Invalidity of the patent or any claim thereof on any ground specified in 
chapter 2 of this title as a condition for patentability, 

(3) Failure to comply with any requirement of sections 112 or 201 of this title, 

(4) Any other fact or act made a defense by this title. 

In actions involving the validity of infringement of a patent the party asserting 
invalidity or noninfringement shall give notice in the pleadings or otherwise in 
writing to the adverse party at least thirty days before the trial, of the country, 
number, date, and name of the patentee of any patent, the title, date, and page 
nunibers of any publication to be relied upon as anticipations of the patent in suit 
or, except in actions in the United States Court of Claims, as showing the state 
of the art, and the name and address of any person who may be relied upon as 
the prior inventor or as having prior knowledge of or as having previously used 
or offered for sale the inyention of the patent in suit. In the absence of such 
notice proof of the said matters may not be made at the trial except on such terms 
us the court requires, 


§ 243. Injunction 

The several courts having jurisdiction of cases under this title may grant 
injunctions in accordance with the principles of equity to prevent the violation 
of any right secured by patent, on such terms as the court deems reasonable, 


§ 244. Damages 

Upon adjudging a patent valid and infringed, the court shall award the claim- 
ant damages adequate to compensate for the infringement, but in no event less 
than a‘reasonable royalty for the use made of the invention by the infringer, 
together with interest and costs as fixed by the court. 

When the damages are not found by a jury the court shall assess them. In 
either event the court may increase the damages up to three times the amount 
found or assessed. 

The court may receive expert testimony as an aid to the determination of dam- 
ages or of what royalty would be reasonable under the circumstances. 


§ 245. Attorney fees 

The court in exceptional cases may award reasonable attorney fees to the 
prevailing party. 
§ 246. Time lim#ation on damages 

Except as otherwise provided by law, no recovery shall be had for any infringe- 
ment committed more than six years prior to the filing of the complaint or coun 
terclaim for infringement in the action. 
§ 247. Limitation on damages; marking and notice 

atentees, and persons making or selling any patented article for or under 
them, may give notice to the public that the same is patented, either by fixing 
thereon the word “patent” or the abbreviation “pat.”, together with the number 
of the patent, or when, from the character of the article, this cannot be done, by 
fixing to it, or to the package wherein one or more of them is contained, a label 
containing a like notice. In the event of failure so to mark, no damages shall be 
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recovered by the patentee in any action for infringement, except on proof that the 
infringer was notified of the infringement and continued to infringe thereafter, 
in which event damages may be recovered only for infringement occurring after 
such notice. Filing of an action for infringement shall constitute such notice. 


§ 248. Action for infringement of a patent containing an invalid claim 

Whenever, without deceptive intention, a claim of a patent is invalid, an 
action may be maintained for the infringement of a claim of the patent which 
may be valid. The patentee shall recover no costs unless a disclaimer of the 
invalid claim has been entered at the Patent Office before the commencement 
of the suit. 
§ 249. Notice of patent suits 

The clerks of the courts of the United States, within one month after the 
filing of an action under this title shall give notice thereof in writing to the 
Commissioner, setting forth so far as known the names and addresses of the 
parties, name of the inventor, and the designating number of the patent upon 
which the action has been brought. If any other patent is subsequently included 
in the action he shall give like notice thereof. Within one month after the 
decision is rendered or a judgment issued the clerk of the court shall give 
notice thereof to the Commissioner, and the Commissioner shall, on receipt 
of such notice, forthwith, enter the same in the file of such patent. 
§ 250. Interfering patents 

The owner of an interfering patent may have relief against the owner of 
another by civil action, and the court may adjudge the question of the validity 
of any of the interfering patents, in whole or in part. The provisions of the 
second paragraph of section 146 of this title shall apply to actions brought 
under this section. 
§ 251. False marking 

(a) Whoever, without the consent of the patentee, marks upon, or affixes 
to, or uses in advertising in connection with anything made, used, or sold by 
him, the name or any imitation of the name of the patentee, the patent number, 
or the words “patent,” “patentee,” or the like, with the intent of counterfeiting 
or imitating the mark of the patentee, or of deceiving the public and inducing 
them to believe that the thing was made or sold by or with the consent of the 
patentee; or 

Whoever marks upon, or affixes to, of uses in advertising in connection with 
any unpatented article, the word “patent” or any word or number importing 
that the same is patented, for the purpose of deceiving the public; or 

Whoever marks upon, or affixes to, or uses in advertising in connection with 
any article, the words “patent applied for,” “patent pending,” or any word 
importing that an application for patent has been made, when no application for 
patent has been made, or if made, is not pending, for the purpose of deceiving 
the public 

Shall be fined not more than $500 for every such offense. 

(b) Any person may sue for the penalty, in which event one-half shall go to 
the person suing and the other to the use of the United States. 
§ 252. Nonresident patentee; service and notice 

Every patentee not residing in the United States may file in the Patent Office 
a written designation stating the name and address of a person residing within 
the United States on whom may be served process or notice of proceedings 
affecting the patent or rights thereunder. If the person designated cannot be 
found at the address given in the last designation, or if no person has been 
designated, the United States District Court for the District of Columbia shall 
have jurisdiction and summons shall be served by publication or otherwise as the 
court directs. The court shall have the same jurisdiction to take any action 
respecting the patent or rights thereunder that it would have if the patentee 
were personally within the jurisdiction of the court. 


CHAPTER 4—PLANTS AND DESIGNS 
PLANTS 
Sec. 
301. Patents for plants 
302. Description, claim 
303. Grant 
304. Assistance of Department of Agriculture 
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Sec. DESIGNS 


811. Patents for designs. 

312. Right of priority. 

313. Term of design patent. 

314. Additional remedy for infringement of design patent. 


PLANTS 


§ 301. Patents for plants 

Whoever invents or discovers and asexually reproduces any distinct and new 
variety of plant, other than a tuberpropagated plant, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

The provisions of this title relating to patents for inventions shall apply to 
patents for plants, except as otherwise provided. 


§ 302. Description, claim 

No plant patent shall be declared invalid for noncompliance with section 112 
of this title if the description is as complete as is reasonably possible. 

The claim in the specification shall be in formal terms to the plant shown and 
described. 


§ 303. Grant 
In the case of a plant patent the grant shall be of the right to exclude others 
from asexually reproducing the plant or selling the plant so reproduced. 


§ 304. Assistance of Department of Agriculture 

The President may by Executive order direct the Secretary of Agriculture, in 
accordance with the requests of the Commissioner, to carry into effect the pro- 
visions of this title with respect to plants, (1) to furnish available information 
of the Department of Agriculture, (2) to conduct through the appropriate bureau 
or division of the Department research upon special problems, or (3) to detail 
to the Commissioner officers and employees of the Department. 


DESIGNS 
§ 311. Patents for designs 
Whoever invents any new, original, and ornamental design for an article of 
manufacture may obtain a patent therefor, subject to the conditions and require- 
ments of this title. 
The provisions of this title relating to patents for inventions shall apply to 
patents for designs, except as otherwise providde. 


§ 312. Right of priority 
The right of priority provided for by section 119 of this title shall be six months 
in the case of designs. 


§ 313. Term of design patent 

Patents for designs may be granted for the term of three years and six months, 
or for seven years, or for fourteen years, as the applicant, in his application, 
elects. 

§ 314. Additional remedy for infringement of design patent 

Whoever during the term of a patent for a design, without license of the owner, 
(1) applies the patented design, or any colorable imitation thereof, to any article 
of manufacture for the purpose of sale, or (2) sells or exposes for sale any article 
of manufacture to which such design or colorable imitation has been applied 
shall be liable to the owner to the extent of his total profit, but not less than 
$250, recoverable in any United States district court having jurisdiction of the 
parties. 

Nothing in this section shall prevent, lessen, or impeach any other remedy 
which an owner of an infringed patent has under the provisions of this title, but 
he shall not twice recover the profit made from the infringement. 

Sec. 2. Section 21 of the Act approved July 5, 1946, 60 Stat. 485 (United States 
Code, title 15, sec. 1071, 1946 ed.), is amended by changing “Revised Statutes 
4911” appearing in said section to read “35 United States Code, section 141”; by 
changing “section 4915, Revised Statutes,” appearing in said section to read “35 
United States Code, sections 145 and 146”; and by changing “Revised Statutes 
4915” appearing twice in said section to read “35 United States Code, section 146.” 
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Sec. 3. If any provision of Title 35, as enacted by section 1 hereof, is declared 
unconstitutional or is held invalid, the validity of the remainder of this title 
shall not be affected. 

Sec. 4. (a) This Act shall take effect on January 1, 1952, and shall apply to 
all applications for patent filed on or after such date and to all patents granted 
on such applications. It shall apply to further proceedings on applications pend 
ing on such date and to patents granted on such applications except as other- 
wise provided. It shall apply to unexpired patents granted prior to such date 
except as otherwise provided. 

(b) Section 102 (d) of Title 35, as enacted by section 1 hereof, shall not apply 
to existing patents and pending applications, but the law previously in effect, 
namely, the first paragraph of R. S. 4887 (U. S. Code, title 35, sec. 32, first 
paragraph, 1946 ed.), shall apply to such patents and applications. 

(c) Section 119, second paragraph, of Title 35, as enacted by section 1 hereof, 
shall not apply to existing patents. 

(d) The period of one year specified in section 102 of Title 35 as enacted 
by section 1 hereof shall not apply in the case of applications filed before August 
5, 1940, and patents granted on such applications, and with respect to such 
applications and patents, said period is two years instead of one year. 

(e) Nothing contained in Title 35, as enacted by section 1 hereof, shall operate 
to nullify any judicial finding on the validity of any patent by a court of com 
petent jurisdiction. 

(f) Nothing in Title 55, as enacted by section 1 hereof, shall affect any provi 
sion of the Atomic Energy Act of 1946 (Aug. 1, 1946, ch. 724, 60 Stat. 755). 

Sec. 5. The sections or parts thereof of the Revised Statutes or Statutes at 
Large enumerated in the following schedule are hereby repealed. Any rights or 
liabilities now existing under such sections or parts thereof shall not be affected 
by this repeal. 





U. 8. Code, 1946 edition U.S. Code, 1946 edition 
Revised Statutes semitones . — Revised Statutes ~ = 
Title Section Vith Section 
Section Section—Continued 

75 35 1 4899 _ : 35 48 
476. 35 2 4900. _ 35 49 
478 35 3 4901 35 A) 
479 35 5 4903 __. 35 51 
480 35 4 4904 35 5 
481 35 6 4905 35 
482 35 7 4906 35 
483 35 6 4907 35 55 
486 a5 10 4908 35 56 
487 35 11 4909 35 57 
488 35 12 4911 35 5¥a, 
480 35 13 4912 a5 60 
493 35 78 4913 35 61 
44 35 20 4914__ 5 62 
iiuseasee 35 17 4915 $5 63 
496. 35 19 4916 35 4 
4883 3 39 4917 a5 65 
4884 35 40 4918 $5 ft 
4885 35 41 4919 35 67 
4886 35 3 4920 35 69 
4887 35 32 4921 35 70 
4888 35 33 4922... ‘ 35 71 
4889 35 34 4923 a5 72 
4890 35 34 4929 35 73 
4891 35 34 4930 35 76 
4892 35 35 4931 35 77 
4893 35 36 4933 35 73 
4894 35 37 4934 35 78 
4895 3 44 4935 35 79 
4896, 35 16 4936. 35 79 
4898 35 47 








1883 


1887- 


1888 
1891 
1896 
1897 


1898 
1899 
1902 


1903 


1908 


1915 


1916 
1916 
1919 
1920. 
1921 


1922 


1925 
1927 





1927 
1928 


1929 
1930 


1932 


Date 


-Mar. 3 
-Feb. 4 


Feb. 18 
Mar. 3 
May 19 
Mar. 3 


June 10 
Feb, 28 
Apr. 11 
May 9 
Mar. 3 


May 23 
May 23 
May 27 
Jan. i4 


Mar. 3 
Apr. 30 
May 24 
May 31 


Mar. 2 


Apr. 11 


May 23 


June 30 
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Statutes at Large 


Chapter 


Pub. 
61 


143 
105 


15 
541 
204 
391 


O4 


126 


i6H4 
160) 
730 
QQ? 


4N8 


See footnotes at end of table 
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1 part 5 
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44 
44 
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Statutes at Large U. S. Code, 1946 edition 
Date Chapter Section Volume Page Tith Section 
1936—June 19 94 49 
1938— May 9 188 52 
1939—Aug. 5 10) 1 53 
? | 
Aug. 5 451 ] 2 
; i 
4 63 
Aug. 5 452 l g 
Aug. 7 5S 
Aug. 9 619 | 2 53 1205 
1208 q 
1941—Aug. 18 370 55 634 iE 17 
1946—July 5 541 301 part 7 60 471 5 | 78 
Aug. 1 7 io 778 ; 7 
Aug. 8 910 9 i 4 
1950— Mar. 4 0 t4 11 
June 15 249 o4 21 is 


rhe part relating to the granting of patents to Government employe 
? The part relating to certified copies of-drawings and specifieatior 
The part relsting to fees for recording assignments 
4 The part amending R. 8S. 4894 
’ The part releting to the price of copies of patents. 
* The part relating to payment of fees 
? The part relating to the fee for copies of specifications and drawings of patents 

Present: Representatives Bryson, Ramsay, Boggs, Rogers, Crum- 
packer, and Bakewell. 

Also present: Charles J. Zinn, law revision counsel, Committee on 
the Judiciary; L. James Harris, committee counsel, Committee on the 
Judiciary. 

Mr. Bryson. Gentlemen, the committee will come to order, and as 
our friend Congressman Jennings used to say, “We hate to find our- 
selves like an Egyptian mummy, pressed for time.” 

We received a telegram this morning from the Democratic whip, 
Hon. Percy Priest, that we would be expected to be on the floor, and 
the House meets at 12 o’clock. We will try to make some arrange 
ments about it, however. 

We are pleased to note the interest in this hearing: and we will pro- 
ceed as expeditiously as possible. 

The first witness on the schedule is our law revision counsel, Mr. 
Charles J. Zinn, who will now make a brief statement. 

The acoustics in this room are not too good, and if some of you 
gentlemen have difficulty in hearing you might move up here and 
occupy some of the seats nearer to the front. 


All right, Mr. Zinn. 


STATEMENT OF CHARLES J. ZINN, LAW REVISION COUNSEL, 
COMMITTEE ON THE JUDICIARY 


Mr. Zinn. Mr. Chairman, I will make a brief preliminary state- 
ment regarding the background and objectives of this bill. As its title 
indicates the bill, H. R. 3760, is intended to revise and codify the laws 
relating to patents and enact into law title 35 of the United States 
Code entitled “Patents.” 

By a fortunate distribution of committee functions your subcom 
mittee is charged both with the revision of the laws and with the con- 
sideration of bills relating to patents. 
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This bill is part of the comprehensive program of revising and 
enacting into law all the titles of the United States Code. Up to the 
present time 9 out of the 50 titles of the code have been revised and 
enacted into law and the committee is now engaged in the considera- 
tion or preparation of bills relating to a number of additional titles. 

The present patent laws consist of about 60 sections of the Revised 
Statutes of 1874, together with over 60 acts of Congress passed since 
that date amending various sections of the Revised Statutes or making 
new enactments not related to any section of the Revised Statutes. 

Since the sections of the Revised Statutes relating to patents were 
merely a compilation of the act of 1870, our present patent law, which 
is set out in title 35 of the United States Code, is essentially the act of 
1870 with subsequent enactments. 

The last general revision of the patent laws was the act of July 8, 
1870, which was part of a program to revise and consolidate all the 
laws of the United States. In 1866 Congress passed a law providing 
for the revision and consolidation of the statutes of the United States. 
The Commission which was appointed to perform this work prepared 
a preliminary draft of the part relating to patents and copyrights in 
1868, and a second preliminary draft in 1869. The following year 
the statutes relating to patents and copyrights as revised, simplified, 
arranged, and consolidated by the Commission was reported to Con- 
gress, and at the same time referred to the Committee on Patents and 
a bill was introduced by the chairman a few days later. 

The object of the Commission on Revision of the Laws was only to 
revise, arrange, and consolidate the statutes in force and the draft 
reported from the Commission presumably was for this purpose only. 

The probable reason for referring the matter to the Gontnittes on 
Patents was that during this same period there had been many sug- 
gestions for amending the patent laws in substance, and it appears 
that the Committee on Patents studied the draft of the Commission 
and changed it by various amendments on matters of substance. The 
bill thus introduced was enacted on July 8, 1870, 16 United States 
Statutes 198, and included the subjects of copyrights and trade-marks 
as well as patents. 

When the Revised Statutes as in force on December 1, 1873, were 
enacted on June 22, 1874, the sections of the act of 1870 were dis- 
tributed in various parts of the Revised Statutes. 

For many years there was considerable agitation for a complete 
restatement and codification of all the laws of the United States 
inasmuch as the only such codification—the Revised Statutes of 1873— 
had become generally outmoded on all subjects. 

In 1926, in response to widespread recognition of the need there- 
for, and after nearly 7 years’ effort on the part of the Committee 
on the Revision of the Laws, the Congress adopted the United States 
Code, which was a codification of the existing general and permanent 
laws of the United States arranged in 50 titles according to subject 
matter, and which was declared to be prima facie evidence of the law. 

Because of the enormity of that code Congress decided that it should 
undergo a testing period before it was enacted into positive law. 

The code has now been subjected to such a testing period lasting 25 
years, and the program of your committee enacting the titles into law 
has been in progress for several years. 
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About 2 years ago it was suggested that since this subcommittee 
had jurisdiction over both the revision of the laws and the subject 
of patents we ought to undertake the preparation of the present bill. 

The work was initiated by the preparation of a preliminary draft 
of a Proposed Revision and Amendment of the Patent Laws, which 
was printed and distributed in February of last year. 

The preliminary draft included a collection of a large number of 
proposed amendments which had come to the attention of the Congress, 
as well as the codification itself. The preliminary draft was widely 
distributed with a request for criticisms and suggestions. As a result 
of the comments received, the committee decided to eliminate numerous 
proposed changes from the bill and defer them for later consideration, 
and to limit the bill to the main purpose of codification and enacting 
title 35 into law, with the further object of making a number of minor 
procedural and substantially noncontroversial changes. 

Numerous suggestions were received by the committee from the 
patent bar and the public. Taking into consideration the suggestions 
and criticisms and other comments which had been received by the 
committee, a bill was prepared and introduced in the Eighty-first 
Congress, H. R. 9133, dated July 17, 1950. This bill was widely dis- 
tributed and again comments were received by the committee from 
the patent bar and others. As a result of this material, the bill was 
reintroduced in revised form as the bill before us, H. R. 3760. 

In the preparation of the draft leading to the present bill, all acts 
of Congress relating to or mentioning patents which have been enacted 
since 1874 were collected and studied, and those acts which had not 
been specifically repealed were used in preparing the drafts. 

The changes introduced in the bill were obtained mainly by a study 
of all the bills relating to patents which had been introduced in 
Congress since 1925, and in addition the reports of various committees 
making studies of the patent laws, reports and recommendations of 
private groups, and other miscellaneous sources. 

The committee as a matter of policy for a number of years has been 
calling on official and unofficial experts in the field to assist the com- 
mittee, and our committee has been very fortunate in receiving the 
assistance of various persons like Mr. P. J. Federico of the Patent 
Office, and Captain Robillard of the Department of Defense; and the 
coordinating committee of the bar has rendered invaluable service 
to the committee in the preparation and study of the bill, and the 
report which will follow. 

Mr. Bryson. Thank you. Are there any questions? 


STATEMENT OF HENRY R. ASHTON, REPRESENTING THE COORDI- 
NATING COMMITTEE ON REVISION AND AMENDMENT OF THE 
PATENT LAWS OF THE NATIONAL COUNCIL OF PATENT LAW 
ASSOCIATIONS 


Mr. Bryson. Mr. Ashton, will you give the reporter your full name 
and address and in what capacity you now appear ¢ 

Mr. Asuton. My name is Henry R. Ashton. 

I appear in support of H. R. 3760 on behalf of the Coordinating 
Committee on Revision and Amendment of the Patent Laws, of which 
I am chairman. 
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Mr. Bryson. You may be seated if you like, Mr. Ashton, 


Mr. Asutron. Thank you. 


Mr. Bryson. Do you have a prepared statement ? 
Mr. Asnuron. Yes, I have, of which 40 copies have been supplied to 
you, and I have additional copies here if anyone wishes a copy. 


Mr. Bryson. Do you have any 


preference as to whether you be 


permitted to make your complete statement before any questions are 
asked, or would you like to have questions propounded as you go 


along? 


Mr. Asuron. I have no objection whatsoever to having questions 


asked as I go along. 
they were withheld to the end. 


However, we might expedite it a little more if 


Mr. Bryson. We do want to conserve time because we have a num- 
ber of witnesses to be heard this morning. 


Mr. Asuton. Yes, sir. 


Mr. Bryson. And we have to be as rapid as possible; so you may 


proceed, 
Mr. Asuron. Thank you. 
8, 1950. 


The committee was organized February 
The following patent law associations, patent committees of 


general bar associations, and industrial associations have been regu- 
larly represented on or have otherwise participated in the work of this 


committee: 


National Council of Patent Law Asso- 
ciations 
American Patent Law Association 
American Bar Association, Patent See- 
tion 
American 
ciation 
Association of the Bar of City of New 
York, Patent Committee 
Boston Patent Law Association 
Chicago Patent Law Association 
Cincinnati Patent Law Association 
Cleveland Patent Law Association 
Colorado Bar Association, Patent Sec- 
tion 
Columbus’ Bar 
Committee 
Connecticut Patent Law Association 
Dayton Patent Law Association 


Drug Manufacturing Asso- 


Association, Patent 





District of Columbia Bar Association, 
Patent Section 
Los Angeles Patent Law Association 
Manufacturing Chemists Association 
Michigan Patent Law Association 
Milwaukee Patent Law Association 
Minnesota Patent Law Association 
National Association of Manufacturers 
New Jersey Patent Law Association 
New York Patent Law Assciation 
Oregon Patent Law Association 
Philadelphia Patent Law Association 
Pittsburgh Patent Law Association 
Rochester Patent Group 
St. Louis Bar Association, Patent Sec- 
tion 
San Francisco Patent Law Association 
Seattle Patent Law Association 
Toledo Patent Law Association 


You will recall, Mr. Bryson, that on May 23, 1950, on the floor of 


the House of Representatives, you formally 
the undertaking by your committee to revise 
You called the attention of the House to your committee’s now 


laws. 


advised the House of 
and codify the patent 


well-known committee print, which was prepared for and was issued 
by your committee on January 10, 1950, and which has served as 
the basis of all the work that has since been done, culminating in H. R. 
3760 now under consideration. At the same time you very graciously 
made the following statement : 


I am heartened by the manner in which the organized patent bar has come 
forward in a commendable and constructive fashion to help Congress in under- 
taking this formidable assignment. Your instantaneous cooperation has been 
one of the most dramatic evidences of the democratic process that I have had 
the pleasure of witnessing. With the attitude you have adopted I am confi- 
dent that we shall perform a painstaking, objective study of the subject that will 
ultimately produce a body of laws which will serve our future as well as the 
present ones have served our past. 


ee 
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And you further said with reference to the patent bar: 

If you learned gentlemen feel disposed to question the diligence of your legis- 
lators in considering your patent problems, lay it not to our lack of interest but 
rather to your own talented disagreement. 

We in the National Council of Patent Law Associations were 
familiar with the much too frequent inability of the patent bar to 
agree on various proposals to amend the patent laws. Although it 
may be an overstatement to refer to some of our disagreements as 
“talented disagreements,” they were nevertheless disagreements and 
sometimes made it exceedingly difficult if not impossible for your 
committee to obtain the enactment of construetive patent legislation. 

Encouraged by the experience of the Trade-Mark Coordinating 
Committee which worked on the Lanham Act, the officers of National 
Council of Patent Law Associations, whose membership includes the 
19 principal patent law associations in the country, called a meeting in 
Washington on February 8, 1950, for the purpose of forming a coordi 
nating committee to coordinate the views of the patent law associa 
tions, other organizations, and individuals with respect to the pro 
posed revision and amendment of the patent laws contained in your 
committee print. 

Nearly all of the member associations sent representatives to this 
first meeting, and those present voted unanimously to form the coordi- 
nating committee. A drafting committee, consisting of Giles S. Rich. 
of New York, and Paul A. Rose, of Washington, D. C., was appointed 
at the same meeting and instructed— 
to prepare a revision and amendment of the patent laws based upon the com 
mittee print containing only such changes in existing laws as in the judgment 
of the drafting committee would meet with substantial approval of the patent 
profession. 

A number of industrial associations then joined in the work of 
the coordinating committee. The committee print was subjected to 
thorough study by all the associations represented, and numerous 
reports and suggestions were sent to the drafting committee. These 
reports and suggestions were studied by the drafting committee which 
prepared a careful redraft representing its best judgment of those 
provisions that would meet with general approval. Seven hundred 
and fifty copies of this redraft were printed by our committee and 
distributed on April 14, 1950, to the legislative committees of the 
represented associations, At a second meeting of the coordinating 
committee held on May 9 and 10, 1950, this redraft was carefully 
considered section by section, was reprinted with the changes adopted 
at this 2-day meeting, and was then submitted to your committee. 
With the assistance of this redraft, H. R. 9133 was prepared by your 
committee and introduced in the House on July 17, 1950. 

H. R. 9133 was widely distributed, our committee alone having 
distributed 4,000 copies to the patent profession and industry. H. R. 
9133 was then subjected to close study by the legislative committees 
of our associations and by the associations themselves over a period 
of 6 months, which again submitted their reports to our drafting 
committee. The drafting committee not only studied these reports 
but also earlier bills to amend the patent law, such as the Wiley bill, 
S. 2518. In addition, it carefully examined the patent laws of other 
countries, including those of Great Britain and Canada. Based upon 
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this thorough study, the drafting committee submitted proposals for 
changes in H. R. 9133 to a third meeting of the erin ae com- 
mittee held on December 6 and 7, 1950. At this meeting H. R. 9133 
was considered and voted upon section by section, and our resulting 
final draft was presented to your committee. 

During the early spring of this year, and I think this is of great 
significance, this draft was subjected to the most thorough and care- 
ful scrutiny at a 3-day meeting here in Washington of the patent 
section of the American Bar Association, the results of which were 
also reported to your committee. 

I may say a number of the most able patent lawyers in the country 
not only attended that meeting, but vigorously participated in it. As 
is well known to you, much additional work was then done by your 
law revision counsel, Mr. Zinn, and your counsel, Mr. Harris, which 
culminated in the introduction on April 18, 1951, of H. R. 3760, now 
under consideration 

H. R. 3760 was promptly distributed to the 5,428 patent lawyers 
and agents registered to practice before the Patent Office, to the in- 
dustrial associations, and other interested persons. Since April 18, 
1951, H. R. 3760 has been carefully studied by the legislative commit- 
tees of the several associations on our committee preparatory to a 
fourth coordinating committee meeting held in Washington on May 
22,1951. Thirty persons representing 27 associations attended this 
meeting. H. R. 3760 was considered section by section, and the rela- 
tively few changes which were favored have been communicated to 
your committee. 

It should also be stated that all of the reports which have come to 
the coordinating committee or its drafting committee during the year 
and one-half of its existence have been made available to your com- 
mittee through your committee’s counsel. 

It is my understanding that one of the “talented disagreements” 
of the patent bar on legislative matters prompted your committee to 
initiate this important program of revising and codifying the patent 
laws. In so doing your committee rendered a most valuable service 
to our country. You have afforded those most interested in a sound 
patent system an opportunity to demonstrate that they also have 
talent for a large measure of agreement, when the matter involved is 
of major importance. It is our earnest hope and belief that the Na- 
tional Council of Patent Law Associations, to which our coordinating 
committee owes its origin and whose good offices it employs, will in 
future stand ready to support the work of your committee by coordi- 
nated effort like that employed in helping to develop the bill now 
under consideration. 

It can at least be said that in this instance we have worked effectively 
among ourselves and with your committee. Certainly no other piece 
of patent legislation has ever received such thorough consideration 
by as many qualified persons over such an extended period of time. 

There is submitted herewith a list of the approximate membership 
of the several patent-law associations which have been represented 
on our committee or have otherwise cooperated with it. The total 
membership of these associations is nearly 5,000. I do not have avail- 
able the number or names of the companies which are members of the 
industrial associations which have worked with our committee. Of 
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the total companies represented in these associations, the small com- 
panies far outnumber the larger ones. 

Several of our associations expect to present at these hearings their 
own reports and resolutions in support of H. R. 3760. However, I 
have been asked to present letters or resolutions from the other asso- 
ciations, copies of which are attached to my statement. 

These resolutions are 18 in number. I have an extra copy of them 
which I can hand up to the committee. I would like to ole them, 
and with the chairman’s permission I would like quickly to refer to 
two or three of them so that the committee will see exactly the char- 
acter of them, if I may have that permission. 

Mr. Bryson. You may do that. 

Mr. Asnron. I woud like first to call attention to the resolution of 
the Chicago Patent Law Association. The letter is addressed to me, 
and it is dated June 6,1951. It states: 

At a board meeting of our association today we unanimously passed the fol 
lowing resolution: 

“Resolved, That H. R. 3760 with the changes recommended by the coordinating 
committee of the National Council of Patent Law Associations at its meeting on 
May 22, 1951, be approved as a whole.” 

As you may know, the present bill H. R. 3760 and its predecessor H. R. 9133 
have been the subject of very intensive study by the Patent Law Association of 
Chicago. We conducted a series of symposia last year under the direction of 
several subcommittees appointed to consider various sections of the bill, which 
symposia were well attended by members of our association. Copies of the 
reports of each subcommittee were printed and distributed to all members of 
the association, and the final reports of our legislative committee and the board 
of managers were also printed and distributed to all our members. 

Similar subcommittees were again appointed this year for consideration of 
H. R. 3760. The above resolution therefore may be considered as representing 
the results of a most careful study by our association. 

Now, that is a direct statement of the type of work which was con- 
ducted by every one of these associations. 

The particular resolutions which I wish to present are the resolution 
of the Boston Patent Law Association, in addition to the Chicago 
resolution which I just read, the resolution of the Cleveland Patent 
Law Association; the resolution of the Colorado Bar Association; 
the resolution of the Columbus Bar Association; the resolution of the 
Connecticut Patent Law Association; the resolution and letter of the 
Dayton Patent Law Association; the resolution of the Los Angeles 
Patent Law Association; the resolution of the Michigan Patent Law 
Association, of the Milwaukee Patent Law Association, and the Min- 
nesota Patent Law Association. 

I do not know whether Mr. Levy plans to present the resolution of 
the New Jersey Patent Law Association. He apparently is not here, 
so I present, as I am authorized to do, the New Jersey Patent Law 
Association’s resolution. 

It may be that Mr. Neave later will have the opportunity to and 
wish to present the resolution of the New York Patent Law Associa- 
tion. I might quickly refer to that at this time. It is a resolution 
passed by the board of governors of that association on May 24, 1951, 
and states : . 

Resolved, That the president of the New York Patent Law Association, acting 
on behalf of its board of governors, is authorized to endorse and to testify in 
support of the Bryson bill, H. R. 3760; he is also similarly authorized to endorse 
and support the recommendations finally made by the coordinating committee 
as valuable suggestions for improvement in the bill which should be included 
in it if possible. 
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I also have the resolutions of the Philadelphia Patent Law Associa- 
tion; of the Pittsburgh Patent Law Association; of the St. Louis 
seas section of its bar association, and the resolution of the San 

“ancisco Patent Law Association and of the Toledo Patent Law 
Association, which I now offer to the committee. 

Mr. Bryson. They will be included in the record. 

(The matter referred to is as follows:) 

THE Boston PATENT LAw ASSOCIATION, 
Boston, Mass., June 6, 1951. 
Henry R. Asuton, Esq., 
New York, N. Y. 

Dear Str: At a meeting of the executive committee of the Boston Patent Law 
Association on June 5, 1951, it was— 

“Resolved, That the executive committee of the Boston Patent Law Association 
fully supports the passage of H. R. 3760, preferably with the proposed changes 
adopted at the meeting of the coordinating committee on May 22, 1951.” 

Respectfully, 
M. R. JENNEY, Secretary. 


THE PATENT LAW ASSOCIATION OF CIIICAGO, 
June 6, 1951. 
Mr. Henry R. ASHTON, 
New York, N. Y. 

DEAR Mr. AsHTon: At a board meeting of our association today we unani- 
mously passed the followjng resolution : 

“Resolved, That H. R. 3760 with the changes recommended by the coordinating 
comtnittee of National Council of Patent Law Associations at its meeting on 
May 22, 1951, be approved as a whole.” 

As you may know, the present bill H. R. 3760 and its predecessor H. R. 9133 
have been the subject of very intensive study by the Patent Law Association of 
Chicago. We conducted a series of symposia last year under the direction of 
several subcommittees appointed to consider various section of the bill, which 
symposia were well attended by members of our association. Copies of the 
reports of each subcommittee were printed and distributed to all members of 
the association, and the final reports of our legislative committee and the board 
of managers were also printed and distributed to all our members. 

Similar subcommittees were again appointed this year for consideration of 
H. R. 3760. The above resolution therefore may be considered as representing 
the results of a most careful study by our association, 

Yours very truly, 
CLARENCE F. POOLE, 
Representative of the Patent Law Association of Chicago, 


THE B. F. Goopricu Co.. 
tkron, Ohio, May 31, 1951. 
Cleveland Patent Law Association. Approval of H. R. 3760. 
Henry R, ASHTON, Esq., 
New York, N. Y. 

Drar Mr. ASHTON: At its annual meeting on May 29, 1951, the Cleveland Patent 
Law Association approved the following resolution : 

“Resolved, That the Patent Law Association approves in principle the recodi- 
fication of the patent laws set forth in the bill H. R. 3760 now pending in the 
House of Representatives subject to such corrections as are being made by the 
coordinating committee of the Council of Patent Law Associations.” 

I believe that this will give the assurance which you will wish to have for 
presentation to the House Judiciary Committee, while permitting correction of 
the various errors and ambiguities on which your committee has been working. 

Very truly yours, 


Haroip S. MEYER, 
Chairman, Legislative Committee, the Cleveland Patent Law Association. 
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WHITEHEAD & VoGL, 
Denver, Colo., May 25, 1951. 
AMERICAN PATENT LAW ASSOCIATION, 

Washington, D.C. 

GENTLEMEN: The report of the Laws and Rules Committee on H. R. 3760. 

Kighty-second Congress was fully discussed by the patent section of the Colorado 

sur Association at its meeting held on May 24, 1951, and the report was unani 
mousiy approved. 

I was instructed by the meeting to advise you to this effect. 

Yours very truly, 
CARLE WHITEHEAD, 
Secretary, Patent Section, Colorado Bur Association. 


THE JEFFREY MANUFACTURING Co., 
Columbus, Ohio, June 7. 195] 
Henry R. Asnton, Esq., 
New York, N.Y. 


DEAR Stk: The patent committee of the Columbus Bar Association, by uwnan 
mous action, recommends the passage of H. R. 3760, with those changes approved 
by the coordinating committee of the National Council of Patent Law Associ 
ations 

Very respectfully 
Harker H. Hirrson, 


Chairman, Patent Committee, Columbus Bar Association 


RESOLUTION UNANIMOUSLY ADOPTED aT A Fut MEETING oF THE CONNECTICUT 
PATENT LAW ASSOCIATION ON May 24. 1951 


Resolved, That the advisory committee of the coordinating committee on re 
vision and amendment of the patent laws be empowered to represent the Con 
necticut Patent Law Association in behalf of the support of H. R. 38760 with 


such appropriate changes as in the discretion of said committee seem necessary 
in view of the activities of the coordinating committee and such opposition as 
may develop from unexpected and unanticipated sources as miay be necessary to 


accomplish acceptance of this bill by Mr. Bryson’s subcommittee. 


THE CONNECTICUT PATENT LAW ASSOCIATION, 
THOMAS A. JOHNSON, President 


THe DAYTON PATENT LAW ASSOCTATION, 
Dauton, Ohio, June 8. 1951 
Henry R. ASHTON, Esq., 
Vew York, N.Y 
Dear Mr. Asriron: At the regularly scheduled meeting of the Dayton Patent 
Law Association which was held on June 8, the recommendations of the coord 
nating committee with respect to proposed changes in H. R. 3760 were considered 
and approved in their entirety 
In other words, our association has gone on record as favoring the support 
of H. R. 38760 at the coming hearings, whether or not all of the changes proposed 
by the coordinating committee are made, but with the understanding that every 
effort should be made to have these changes adopted 
Yours very truly, 
Epwin S. Dyrvic. Secretar: 


PATENT LAW ASSOCIATION OF LOS ANGELES, 
June 5, 1951 
Henry R. Asuron, Esq., 
Vational Council of Patent Law Associations, 
Washington, D. ¢ 

DeAR Mr. ASHTON: Our legislature committee has recommended, and I have 
been authorized by our board of governors to say, that: 

(1) The Patent Law Association of Los Angeles supports the passage of H. R. 
3760 of the Eighty-second Congress ; and 
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(2) The Patent Law Association of Los Angeles approves the changes ap- 
proved by your coordinating committee at its meeting in Washington on May 22, 
1951, but délegates full authority to your committee to negotiate those changes. 

Very truly yours, 
LYNN L. STEELE. 


RESOLUTION OF THE BOARD OF DIRECTORS OF THE MILWAUKEE PATENT LAW AS 
SOCIATION, ADOPTED JUNE 8, 1951 


Resolved, That the Board of Directors of the Milwaukee Patent Law Associa- 
tion adopt the following policy with respect to the Bryson bill (H. R. 3760) : 

That our association present a united front with the other patent organiza- 
tions of America before the House Committee on the Judiciary, in endorsement 
of the Bryson bill, and that Henry R. Ashton, Esq., be authorized in his dis- 
cretion, to so inform the House committee. 

That advocacy of alternative legislation by our association, be for the present 
withheld, at least until the House develops its attitude toward the Bryson 
bill. 

That, so long as the Bryson bill is treated as a mere “revisor’s bill,” largely 
noncontroversial, and thus appears likely to pass the House substantially in its 
present form, advocacy of alternative legislation continue to be withheld. 

That, if the Bryson bill passes the House in substantially its present form, 
then advocacy of alternative legislation continue to be withheld, so long as final 
passage seems likely, but that we reserve the right to attempt to obtain the 
adoption by the Senate of such amendments as our legislative committee (subject 
to control by our board of directors) may deem necessary, however keeping 
such amendments to the smallest possible number. 

That, if the Bryson bill be defeated in either the House or the Senate, or 
even merely becomes a controversial measure with serious opposition in either 
the House or the Senate, then we reserve the right to work for the introduction 
of alternative legislation. 

And that the secretary be instructed to mail a copy of his resolution at once to 
Mr. Ashton. 


THE MINNESOTA PATENT LAW ASSOCIATION, 
June 7, 1951. 


’ 


NATIONAL COUNCIL OF PATENT LAW ASSOCIATIONS, 
Washington, D. C. 
(Attention of Mr. Francis D. Stephens, chairman of committee on patent 
legislation. ) 

DEiR MR. STEPHENS: At the annual meeting of the Minnesota Patent Law As- 
sociation on May 17, 1951, at which time the writer took over as president 
for the coming year, the resolution was passed approving H. R. 3760, now being 
considered by Congress. 

In picking up the loose ends, the writer notes that no notification of this was 
forwarded to you; hence, this letter. 

Yours very truly, 
THe MINNESOTA PATENT LAW ASSOCIATION, 
Ralph F. Merchant, President. 


RESOLUTION OF THE NEW JERSEY PATENT LAW ASSOCIATION, NEWARK, N. J., 
JUNE 1, 1951 


Resolved, That the New Jersey Patent Law Association approves in principle 
the provisions of H. R. 3760 and the various sections therein, and, moreover, 
approves and adopts as its own views such modifications in H. R. 3760 as may 
be presented by the coordinating committee on revision and amendment of the 
patent laws of the National Council of Patent Law Associations; and be it 

Resolwed further, That spokesmen for said coordinating committee, in express- 
ing the views of the coordinating committee at hearings with respect to said bill, 
are specifically recognized as setting forth the official views of the New Jersey 
,atent Law Association ; and be it 
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Resolwed further, That the chairman of the legislation committee of the New 
Jersey Patent Law Association is hereby authorized to present this resolution 
in behalf of the New Jersey Patent Law Association. 

Mavrice W. Levy, 

Chairman of the Legislation Committee, New Jersey Patent Law Association, 


THE PHILADELPHIA PATENT LAw ASSOCIATION, 
Philadelphia, Pa., June 8, 1951. 
HENRY R. ASHTON, Esq. 
National Council of Patent Law Associations, 
Washington, D. C. 

Dear Mr. ASHTON: H. R. 3760, together with the amendments proposed by 
the coordinating committee in its most recent session, has been considered in 
detail by the legislative committee of this association, and in general by the 
board of governnors. All members of both groups approve the bill as a whole. 
Eleven members of the legislative committee and five members of the board of 
governors approve it without qualification. The three remaining members of 
the legislative committee and the two remaining members of the board of gov- 
ernors, though approving the measure as a whole, express some reservation as 
to one or more specific points. 

There has not been sufficient time to procure a vote from the entire member- 
ship of this association. 

The only sections queried specifically were: As to substantive provision, 
sections 203, 231, and 248. As to matters of terminology, sections 100, 102, 116, 
and 122. Mr. Klein, chairman of the legislative committee, is writing to you 
with reference to these sections. 

Yours very truly, 
ARTHUR SYNNESTVEDT, President. 


PITTSBURGH PLATE GLASs Co., 
Pittsburgh, Pa., June 4, 1951. 
HENRY R. ASHTON, Esq., 
Chairman of Coordinating Committee, 
National Council of Patent Laws Associations, New York, N. Y. 

DeEAR Mr. ASHTON: The Patent Law Association of Pittsburgh cannot as a body 
act in time to pass a resolution supporting the passage of H. R. 3760. 

Under the circumstances, I have polled the members of the board of managers 
of the association, and they have authorized me to write you this letter for use 
at the hearings before the subcommittee of the Judiciary Committee as showing 
that the governing body of this association supports the passage of H. R. 3760. 

Very truly yours, 
Oscar L. SPENCER, 
President, the Patent Law Association of Pittsburgh. 


Sr. LovutIs, Mo., June 12, 1951. 
NATIONAL COUNCIL OF PATENT LAW ASSOCIATIONS, 
Washington, D. C.: 

Patent section of St. Louis Bar Association approves H. R. 3760 of Fighty 
second Congress but expressed strong sentiment for more direct and stronger 
definition of invention and suggest restudy of paragraph B of section 231 to 
more accurately define tortuous inducement of infringement. 

NEAL E. WILLIs, 
Secretary, Monsanto Chemical Co 


PATENT LAW ASSOCIATION OF SAN FRANCISCO, 
June 8S, 1957. 


Mr. Henry R. ASHTON, 
Chairman, Coordinating Committee on Revision and Amendment 
of the Patent Laws, New York City, N.Y. 
Dear. Mr. ASHTON: The Patent Law Association of San Francisco, acting 
through its board of governors, endorses H. R. 3760 and urges approval and 
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early enactment thereof. It is hoped that the changes in H. R. 3760 suggested by 
the Coordinating Committee on Revision and Amendment of the Patent Laws 
will be incorporated in the bill. 
Very truly yours, 
PATENT LAW ASSOCIATION OF SAN FRANCISCO, 
STEPHEN S. TOWNSEND, President. 


RESOLUTION OF THE TOLEDO PATENT LAW ASSOCIATION 

Resolved, That the Executive Committee of the Toledo Patent Law Associa- 
tion approves the passage of H. R. 3760 as amended by the suggestions made and 
presented by the coordinating committee of the National Council of Patent Law 
Associations ; and that the secretary be, and hereby is, directed to transmit copies 
of this resolufion to the National Council of Patent Law Associations. 

Certified to be a true copy of a resolution adopted by the executive committee 
of the Toledo Patent Law Association at a meeting held Thursday, May 31, 1951. 

Henry K. LEonarp, Secretary. 


Mr. Bryson. Incidentally, those resolutions to which you have made 
reference apparently represent the larger associations in the country. 

Mr. Asnron. The ones I have presented at the moment represent 
at least two-thirds or more of all the patent law associations in the 
country, including a number of the smaller associations, as you will 
see from the list of membership at the back of my statement. 

Mr. Bryson. Yes. 

Mr. Asuton. There were included in our group all of the patent law 
associations in the country. In fact they all worked with us, so they 
include all of the large ones, and also all of the small ones. 

In conclusion, I wish to thank the chairman, the other members of 
this committee and the committee’s counsel for the opportunity we 
have had to assist in this important work. It also seems appropriate 
to record here our thanks to the officers and members of the legislative 
committees of our associations and other individuals who have worked 
so diligently, and finally to thank Messrs. Federico, Rich, and Rose 
without whose untiring and invaluable help the work of the coordi- 
nating committee could not have been carried on. 

At the last meeting of the coordinating committee on May 22, 1951, 
an advisory committee was appointed to act for the coordinating com- 
mittee at these hearings. Several members of this advisory commit- 
tee, in addition to myself, are present. They will be glad to testify 
and to answer questions on any part of the bill if your committee so 
desires. 

I thank you. 

Mr. Rogers. May [ask a question, Mr. Chairman / 

Mr. Bryson. Congressman Rogers desires to propound a question. 

Mr. Asuton. Yes. sir. 

Mr. Rogers. You made a statement, I think, on page % of your 
statement 

Mr. Asuton. Yes, sir. 

Mr. Rogers. In which you said 
only such changes in existing law as in the judgment of the drafting committee 
would meet with substantial approval of the patent profession. 


Of course, we would infer from that that it was not unanimous as to 
all of the terms and conditions of this latest recodified law; that is 
correct, is it not 7 

Mr. Asnuron. You see, Mr. Rogers, at the time that resolution was 
passed by our coordinating committee at the very first meeting we 
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had before it your committee print which contained a number of new 
proposals in the law as well as codifications, and there were a number 
of proposals in that which everyone recognized at once would be 
controversial. 

This group organized itself, therefore, on the basis of having a 
redraft made on which we thought we could get substantial agree 
ment, and this committee included industrial associations, and so 
forth, and the drafting committee worked up and brought into the 
committee a revision leaving out the controversial matters, m4 which, 
in its judgment it felt would meet with general approval, but you 
must bear in mind that the whole project is primarily codification, 

Mr. Rogers. We appreciate the good work that the committee has 
done and, of course, we are trying to arrive at what may have been 
controversial matters therein. 

Mr. Asuron. Are you inquiring as to within the committee itself, 
on various phases of the bill? 

Mr. Rogers. Let me ask you this question: I understand the pres- 
ent bill, H. R. 3760, is one that has been more or less agreed upon 
among members of the Patent Attorneys’ Associations, subject to some 
of the recommendations in May. 

Mr. Asuron. The coordinating committee met May 22 and adopted 
a list of suggestions, and they were suggestions to your committee. 
They were adopted by most of the associations as changes which they 
would like to see made in the bill. Most of them feel that the bill as 
a whole is a desirable bill, and they hope that these changes which 
are clarifying and not controversial matters in any way shouk l be 
made. 

It is not at all strange that there should be some suggestions for 
changes which would develop. Also the bill was prepared by your 
committee and changed in a number of respects so that it had to be 
thoroughly considered again. 

Mr. Rogers. Then do I understand that concerns the proposed 
clarifying amendments you have filed here with the clerk ¢ 

Mr. Asnron. That is so. 

Mr. Rogers. That you have filed with the clerk of the committee? 

Mr. Asuvon. That is right. 

Mr. Rogers. And as a result they will be discussed by the various 
members who appear here, and pointed out from time to time by those 
representing the committee that has gone through all of this work? 

Mr. Asuton. Well, they can be discussed by me, for exiunple, or 
someone else. They are of such a character that we have not been 
thinking of them as requiring much discussion, because they are pretty 
apparent on their face. 

Mr. Rogers. That is, they are clarifying amendments / 

Mr. Asuvron. That is right. 

I might add that we are continuing this policy which we have had 
throughout of transmitting all of the suggestions that come to us to 
your committee counsel. I should add in that connection that sug 
gestions of improvement in language and some substantive sugges 
tions that should not meet with any opposition at all ave been pro- 
posed, and that material is being sent to your counsel for this com 
mittee as soon as it is received by us. 

Mr. Rogers. Do I understand also that your committee has received 
suggestions from others than the members of the Patent Law <Asso- 
ciations concerning the provisions of this bill ? 
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Mr. Asuton. Yes, sir. I should say we have all of these industrial 
associations as well in our organizations, and, of course, they repre- 
sent industry, as I have stated, and these associations, of course, around 
the country have received suggestions from a very large cross section 
of the country. 

The way the association worked was this: for example, in Chicago 
they received suggestions from various people, and they took all of 
those together and considered them in their open meetings, and then 
made their report and sent their representatives to our committee. 
So, in order to inquire as to the scope of the study and the suggestions 
which have been made we have also to reach out to these associations 
which held all of these meetings, and all of the material, I repeat, 
that has come to us has been regularly supplied to your committee. 

Mr. Bryson. Are there any further questions? 

Our counsel has just handed me a letter from the Michigan Patent 
Law Association, dated June 11, in which they state that the Michigan 
Patent Law Association endorses and recommends the enactment of 


H. R. 3760. 


THe MICHIGAN Patent LAW ASSOCIATION, 
Detroit, Mich., June 11, 1951. 
Mr. Henry R. ASHTON, 
Chairman of the Coordinating Committee On Revision and Amendment of 
the Patent Lavs, 
Care of The National Council of Patent Law Associations, Washington, 
D. C. 

Deak Mr. Asnton: The Board of managers of the Michigan Patent Law 
Association having been duly empowered to act for the association in the matter 
of the revision and amendment of the United States patent laws, have under 
date of June 11, 1951 passed the following resolution: 

“Whereas there is now pending in Congress a bill to revise and codify the 
patent laws, H. R. 3760; and 

“Whereas this association’s patent law revision committee has studied that 
bill and its predecessor and has participated in the joint study thereof with 
representatives of other patent law associations and trade associations con- 
ducted by the Coordinating Committee on Revision and Amendment of the Patent 
Laws; and 

“Whereas the membership of this association in open meeting have considered 
the predecessor bill H. R. 9133 of the Eighty-first Congress and have expressed 
approval of that bill; and 

“Whereas the patent law revision committee has reported that H. R. 3760 with 
changes proposed by the said coordinating committee is similar in principle 
to H. R. 9133 and is a desirable bill: Now, therefore, be it 

“Resolved, That the Michigan Patent Law Association endorses and recom- 
mends to the Congress the passage of H. R. 3760 preferably with the clarifying 
changes recommended by the coordinating committee on revision and amendment 
of the patent laws; that the chairman of the said coordinating committee be 
authorized to represent this association at the congressional hearings on the 
bill and; that the secretary send copies of this resolution to Michigan Senators 
and Representatives, to the Subcommittee No. 3 of the House Judiciary Com- 
mittee and to the chairman of the coordinating committee.” 

It is assumed that you will take the necessary action to see that this resolution 
is brought to the attention of all interested parties. It would be appreciated if 
copies could be forwarded to the undersigned of any decisions, minutes of meet- 
ings, testimony or hearing reports that may be subsequently published relative 
to the proposed congressional bill, H. R. 3760. 

Very truly yours, 


Grorce W. TALBurtTT, 
Secretary-Treasurer. 
Mr. Asuron. Yes, I just received a copy of it this morning, and I 
include it in with those papers I handed up to the committee. 








PATENT LAW CODIFICATION AND REVISION 33 


Mr. Bryson. If there are no further questions, we will call Mr. 
Federico at this time. 

Mr. Fepverico. Yes, sir. 

(The matter above referred to is as follows :) 


CHANGES IN H. R. 3760 Mabe at THE COORDINATING COMMITTEE MEETING IN 
WASHINGTON, May 22, 1951 


Chapter 1, section, 1 page 2: Line 10, strike out “clerks”. 

Chapter 2, section 100, page 8: Line 2, after “includes” insert “, but is not 
limited to,”. 

Line 3, after “includes” insert “, but is not limited to,”. 

Line 4, after “machine” insert a comma and after “matter” insert a comma. 

Chapter 2, section 102, page 9: Line 1, strike out “A person shall be entitled to 
a patent unless—” and insert “An invention shall not be patentable if—”. 

Line 12, change “inventor” to “applicant”. 

Paragraph (g): The coordinating committee was not satisfied with either the 
language of the Bill or the suggested changes proposed at the meeting since none 
of them wholly took care of the situation. The matter was left to Mr. Federico 
to prepare a redraft. After consultation with others Mr. Federico recommends 
the following paragraph which is intended to codify the existing law: 

““(g) before the applicant’s invention thereof the invention was made in 
this country by another who had not abandoned, suppressed, or concealed it. 
In determining priority of invention there shall be considered not only the 
respective dates of conception and reduction to practice of the invention, but 
also the reasonable diligence of one who was first to conceive and last to 
reduce to practice, from a time prior to conception by the other.” 

Chapter 2, section 103, page 9: Line 1, strike out “obtained though” and insert 
“refused or declared invalid when”’. 

Line 2, strike out “in the prior art’’ and insert “as”. 

Line 3, strike out “if” and insert “unless”. 

Line 4, change the first “that” to “‘the’”’. 

Chapter 2, section 112, page 10: Line 12, after “structure” insert “, material”. 

Line 14, after “thereof” cancel period and insert “, whether or not known at 
the time the invention was made.” 

Chapter 2, section 116, page 12: Line 2, after “intention” insert “on the part 
of the omitted inventor”. 

Chapter 2, section 118, page 12: Line 3, after “agreed” insert “in writing” and 
after “invention” strike out “in writing”. 

Chapter 2, section 121, page 13: Line 12, after “title” insert a comma. 

Line 13, after “patent” insert “on the other application.” 

Chapter 2, section 135, page 15: Line 12, change “No” to “Any”. 

Line 13, after “may” insert “not’’. 

Line 14, strike out “is made” and insert “has been made in such application 
prier to the issuance of said patent or”. 

Chapter 2, section 141, page 15: Line 9, change “files” to “file”. 


Chapter 2, section 146, page 16: 
Line 4, change “Commission” to “Commissioner”. 
Chapter 3, section 201, page 18: 
Line 1, after “patent” strike out “through error”. 
Line 4, after “patent” insert “through error and”. 
Chapter 3, section 202, page 19: 
Line 15, change “if” to “unless”. , 
Line 16, strike out “does not” and change “infringe” to “infringes”. 
Line 19, strike out “such thing” and insert “like things”. 
Chapter 8, section 203, page 20: 
Line 2, insert a period after “invalid” and change “and” to “A”. 
Line 3, strike out “the” before “patentee”. 
Chapter 3, section 206, page 21: 
Line 9, after “intention” insert “on the part of the omitted inventor”. 
Chapter 3, section 211, page 21: 
Line 16, change “patents” to “patent”. 
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Chapter 8, section 212, page 22: 
Strike out entire paragraph and substitute the following: 

“Whenever two or more persons own a patent jointly, either by the issuing 
of the patent to them jointly or by reason of the assignment of an undivided 
interest in the patent or by reason of succession in title to such interest, 
each of the joint owners, in the absence of any agreement to the contrary, 
shall be entitled to make, use or sell the patented invention, or license others 
so to do, or assign or encumber his interest without accounting to the other 
joint owners.” 

Chapter 8, section 231, page 23: 

Line 1, after “liable” insert “for infringement”. 

Line 9, strike out “a person” and insert “another”. 
Chapter 8, section 241, page 23: 

Line 2, after “patent” insert “with the right to a trial by jury except in cases 
heretofore cognizable only in a court of equity.” 
Chapter 3, section 242, page 238: 

Line 6, change “any claim” to “the claims” and after “thereof” insert “in 
suit”. 

Line 11, change “of” after “validity” to “or”. 
Chapter 3, section 244, page 24: 

Line 1, strike out “the court” and insert “damages”; after “shall” insert “be” 
and change “award” to “awarded”. 

Line 2, strike out “damages”. 
Chapter 3, section 251, page 25: 

Line 10, after “patented” insert “or made by a patented process”. 


STATEMENT OF P. J. FEDERICO, EXAMINER IN CHIEF, UNITED 
STATES PATENT OFFICE, WASHINGTON, D. C. 


Mr. Bryson. Mr. Federico, will you please identify yourself for 
the record ? 

Mr. Fepertco. Mr. Chairman and gentlemen of the committee, my 
name is P. J. Federico. I am an Examiner in Chief in the Patent 
Office, and I am appearing at the request of the chairman and with 
the consent of the Commissioner to give an explanation of the back- 
ground of the bill, and to supply any information relating to the patent 
laws that the committee might ask for. 

Mr. Bryson. You may be seated, Mr. Federico. 

Mr. Feprrico. Mr. Zinn, in his statement, referred to the Patent 
Act of 1870 with subsequent enactments adding to or changing various 
sections of that original act. The first patent law was enacted in the 
second session of the First Congress in 1790. As a matter of fact, 
when the First Congress met one of its very first items of business 
was the consideration of patents and copyrights, and the first patent 
bill was H. R. 10 of the First Congress. 

These patent laws are enacted by Congress in accordance with the 
provisions of the Constitution in article I, section 8, which provides 
that: 

The Congress shall have power * * * to promote the progress of science 
and useful arts, by securing for limited times to authors and inventors the 
exclusive right to their respective writings and discoveries. 


This provision was unanimously adopted by the Constitutional 
Convention following suggestions for Federal jurisdiction over pat- 
ents and over copyrights which had been made in the Convention by 
James Madison, of Virginia, and Charles Pinckney, of South Carolina, 
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Each of these gentlemen proposed separate provisions relating to 
patents and copyrights which were merged into the general statement 
we now have by the Drafting Committee of the Convention, and was 
then adopted w ithout any dissenting voice. 

The provision merits more study than has actually been given to it, 
particularly in the matter of the language used. 

The background shows that it was a merging of two sugvges- 
tions for patents and copyrights, the balanced construction and the 
usage current then and later indicates that it is really two provisions 
written into one sentence. 

The first provision would be to promote the progress of science by 
securing for limited times to authors the exclusive right to their writ- 
ings. The word “science” in this connection, has the meaning of 
knowledge in general, which is one of its meanings today. 

The other provision would be that Congress has the power to pro 
mote the progress of useful arts by securing for limited times to in- 
ventors the exclusive right to their discoveries. The first patent law 
and all patent laws up to quite a good time later were entitled “Acts to 
promote the progress of useful arts.” 

The first law which was enacted, on April 10, 1790, vested the juris 
diction to issue patents in a Board consisting of the Secretary of State, 
the Attorney General, and the Secretary of War. The person prin 
cipally interested and the leader of the group was the Secretary of 
State, Thomas Jefferson, who was greatly interested in the subject 
matter of patent law. 

Mr. Bryson. He was a patentee himself. 

Mr. Freprertco. He was not actually a patentee, but he was the in- 
ventor of a number of different devices, most of them being gadgets. 
Jefferson has been called a lover of gadgets, and I think there is even 
a poem about it. 

Mr. Bryson. He had a few good qualities too. 

Mr. Frperitco. The law made their power absolute, and also | 
vided for the various things that would be necessary in the patent law. 

While the Board, and particularly Thomas Jefferson, was quite 
favorable to the granting of patents, and granted them with great 
consideration, the other duties of the members of this Board, in view 
of their high offices. made it impossible for them to devote too much 
time to this work, and as a result of suggestions the law was changed 
in 1793 to make the granting of patents a clerical function. Patents 
were granted to anyone who applied on fulfilling the formal require 
ments and filing the necessary papers and fees. 

This law continued on the books until 1836 when the dissatisfaction 
with the free granting of patents without any examination as to 
novelty or other matters led to the appointment of a select committee 
by the Senate which introduced a bill that became the new law which 
was enacted on July 4, 1836. 

This new law contains the fundamental principles of our present 
patent law. It created a Patent Office with a Commissioner of Pat- 
ents at the head, and examiners with the function of examining appli 
cations for patents and the power to refuse patents, which was not 
present in the previous law. 

Then, of course, the law had a great many other provisions in it 
relating to details of procedure, enforcement of patents, and matters 
of that sort. 


ro- 
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Amendments were made to this act of 1836 at various times until 
in 1870 the law was completely revised by the Commission and the 
committee that Mr. Zinn has referred to. 

The present bill in a sense, then, is the second combined revision 
of the patent laws by the Committee on the Revision of the Laws and 
the committee in charge of patents. 

I will describe the bill, endeavoring to give the over-all picture of 
the structure of the bill and its provisions. 

Of course, the main thing in the bill is difficult to describe, because 
to do so it would have to be compared with the Revised Statutes of 
1874 and its language and arrangement, and the various acts passed 
since. The organization, language, arrangement, and matters of that 
sort which make the present bill seem comparatively simple cannot 
be appreciated without comparison with the existing statutes. 

The bill divides the sections into four chapters. The subject of 
patents has been divided into three main topics. 

The first chapter contains the sections of the law relating to the 
Patent Office generally, its powers and duties and some ancillary 
matters of that kind. 

The second chapter collects the sections relating to the conditions 
under which a patent may be obtained and the procedure in obtaining 
patents. 

The third chapter has the sections relating to patents themselves and 
the protection of rights under patents, and matters relating to that 
phase of the subject. 

Stated generally, the three chapters relate to, first, the Patent Office: 
second, obtaining a patent; and third, the patent itself. Of course, 
it has not been possible to maintain this three-part division strictly, 
and there may be a slight amount of overlapping of the three phases 
of the subject. 

In addition to the three chapters mentioned, a further chapter col- 
lects the laws relating to patents for plants and to patents for designs, 
which are treated as supplementary topics. 

The organization of the bill and the arrangement of the sections 
is such that many new topics relating to the patent Jaws which have 
come up through the past, or which have not been considered at the 
moment, can readily find their place in the organization. 

I will now try to give a bird’s-eye view of the sections themselves. 

The sections are divided into several groups of more or less homo- 
geneous subject matter with unnumbered subheadings. 

The first subgroup in chapter 1 relates to the Patent Office and its 
sections: the establishment of the Patent Office; the seal; officers and 
employees, restrictions on officers and employees as to interest in pat- 
ents; bond of the Commissioner; duties of the Commission ; the Board 
of Appeals, and the Patent Office Library. Very little change is in- 
troduced in these sections; there is a-change in section 3 relating to a 
successor of the Commissioner when the office is vacant, filling a gap 
in the present law. 

There is a change in section 4 on the ability of Patent Office em- 
ployees to obtain patents. 

Of course, the sections in this chapter apply to the Patent Office as 
such and include trade-marks, as well as patents, when they go to 
organizational and procedural matters. 
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Then there is this section on classification of patents, which is one 
of the functions of the Patent Office; supplying certified copies of 
records; the listing of publications put out by the Patent Office; the 
exchange of copies of patents with foreign countries; copies of pat- 
ents for public libraries, and the annual report to Congress. 

There is very little change in these sections other than language 
matters, and possibly other minor changes. 

The next group of sections collect some of the details relating to 
procedure in the Patent Office which apply generally, and have little 
or no changes in them. 

The next group, sections 31, 32, and 33, relate to practice before the 
Patent Office. In them the language has been rearranged and divided 
into several sections. 

There has been no change of substance in these sections, except in 
the third of this group which is a criminal provision for unauthorized 
practice. The language has been considerably simplified, and the 
maximum fine has been raised from $100 to $1,000. 

In the next group of sections, relating to Patent Office fees, there 
have been a few readjustments in some minor fees, and one change 
in the fee for an appeal to the Board of Appeals. 

That concludes the description of chapter 1, which, in the main, 
represent purely formal changes, with only a few changes over the 
present law. 

Chapter 2 relates to patentability of inventions and grant of patents, 
some of the sections of which might require a little more explanation. 

Referring to section 101 first, this section specifies the type of ma- 
terial that can be the subject matter of a patent. 

The present law states that any person who has invented any new 
and useful art, machine, manufacture, or composition of matter, or 
any now or useful improvement thereof may obtain a patent. 

That language has been preserved except that the word “art” whic h 
appears in the present statute has been changed to the word “process.’ 

“Art” in this place in the present statute has a different meaning 
than in the phrase “useful arts” in the Constitution, and a different 
meaning from that of the word “art” in other places in the statutes, 
and it is interpreted by the courts to be synony sie with “process” or 

“method”. The word “process” has been used to avoid the nec essity 
of explaining every time the word “art” as used in this place means 

“process or method,” and it does not mean the same thing as the word 
“art” in other places. 

The definition of “process” has been added in section 100 to make it 
clear that process or method is meant, and also to clarify the present 
law as to certain types of methods as to which some doubts have been 
expressed, although not very substantial doubts. 

Section 101 says, “subject to the conditions and requirements of 
this title” after stating the subject matter that can be patented. 
The conditions under which a patent may be obtained must follow, 
and section 102 selects the conditions relating to novelty. 

Now, under section 101 a person may have invented a machine or 
a manufacture, which may include anything under the sun that is 
made by man, but it may not necessarily be patentable unless the con- 
ditions are fulfilled. 

Section 102 in paragraphs (a), (b), and (c) repeat the conditions 
in the present statutes relating to novelty; if the invention was known 
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or used before, or described in any printed publication, et cetera, it 
cannot be patented. 

Subsection (a) is the present language, although the interpretation 
by the courts excludes various kinds of private knowledge not known 
to the public. 

Paragraph (d) relates to a bar to patentability when the inventor 
has previously obtained a patent in a foreign country, which repre- 
sents a change, a liberalizing change, in the present law. 

Paragraph (e) is another condition that has been expressed in a 
decision of the Supreme Court that is now expressed in the statute. 

Paragraph (f) merely emphasizes that it is the inventor who ap- 
plies for the patent, and it is probably unnecessary. 

Paragraph (g¢) relates to the question of priority of invention be- 
tween rival inventors. 

Now, section 102 in general may be said to describe the statutory 
novelty for an invention, that it must be new in the manner described. 

Section 103 does something attempted for the first time in our 
statute, and that is to write down a condition which exists in the law 
and has existed for well over 100 years, but only by decisions of the 
courts. 

We have an invention which has been made and which is new in 
the sense that the same thing has not been made or described before. 
It still may not necessarily be patentable if the difference between this 
new thing and what was before known is not considered sufficiently 
great to warrant a patent. 

That has been expressed in a large variety of ways in decisions of 
the courts and in writings. 

Section 103 is an attempt to state it in the statute. It refers to the 
difference between the subject matter to be patented and the prior art, 
meaning what was known before; if this difference is such that the 
subject matter as a whole would have been obvious at the time to a 
person skilled in the art, then this new thing cannot be patented. 

That language paraphrases language which has been used quite 
often in decisions of the courts, and the section was added with the 
thought that having it expressed would be a good thing to do rather 
than having it deductible from a large number of decisions of the 
courts. This section may introduce more definiteness and have some 
stabilizing effect. and may prevent great departures which have ap- 
peared in some cases. 

Section 104 is merely a section of the present law which need not 
be described. 

The next group of sections relates to the application for a patent. 
They describe the requirements of the application where only a few 
minor changes have been made. 

Sections 116 and 118 introduce a new thing in our law. Our stat- 
ute is very strict in requiring that only the inventor may apply for a 
patent. These two sections provide for certain types of situations 
where it may be impossible for the inventor to apply, or in the case 
of a joint invention one of the joint inventors has been inadvert- 
ently included or excluded; the sections provide all of the safeguards 
necessary for the inventor. 

Section 119, the first paragraph is the provision in the present law, 
with an added requirement in the second paragraph. 
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Sections 120 and 121 express in the statute certain things which 
exist in the law today that have not been written into the statue, and in 
so doing make some changes in the concepts involved. 

Section 122 places into the statute the secrecy of patent applica- 
tions, Which has existed in the Patent Office ever since any of us 
remember. 

The next group of sections relate to the examination in the Patent 
Office of the application; rejection by the examiner; the mght to 
reconsideration; the time within which an applicant must reply to 
actions: time for prosecuting application : appeal to the Board and 
interferences between rival claimants for a patent. 

Very little has been changed in this group of sections except a minor 
revision in the interference section. 

The next group of sections relates to the review of Patent Office 
decisions. 

The act of 1836 provided for the first time for the refusal of 
patents by officials known as examiners. The Senators working on the 
bill were quite jealous of the rights of the public and provided very 
ample means of reviewing the action of the Patent Office. In fact, 
there are two types of review. ‘The applicant may appeal to a court 
of appeals especially provided, or he may file suit in the district court 

gainst the Commissioner to get his right adjudicated by the court. 

This group of sections makes no fundamental change in the various 
appeals and other review of Patent Office action, but has made a few 

changes in the procedure in various instances to correct some of the 
seedling which have appeared in the past and which have appeared in 
bills presented and considered by the committee, particularly in 
section 146. These details need not be described, except to state that 
they are mainly procedural. 

The next group of sections relate to the issuance of a patent and 
the time and manner of issue. 

Section 154 relates to the contents of the patent and the grant. The 
present statute corresponding to this section states that the patent 
grants the exclusive right to make, use, and vend the invention. That 
phrase has led to considerable difficulty in page because the 
statute does not grant the right to make, use, or sell, but only the 
exclusive part of it, and in numerous decisions, particularly decisions 
of the Supreme Court, it has been stated that all the patent does is 
grant the right to exclude others from making, using, or selling the 
invention, and the language used by the Supreme Court corresponding 
to what the old language means has been inserted in this particulan 
section. 

That finishe none r2. Ifthetime is short I might stop and resume 
discussion of ch: apter > later if necessary. 

Mr. Bryson. That suggestion might be best, Mr. Federico, in view 
of the fact that you will he here right along, and we do have it number 
of out-of-town witnesses here today. 

Mr. Feperico. Yes. 

Mr. Bryson. Your analysis of the bill up to now has been excellent, 
and we appreciate it. 

Mr. Rocrers. I want to ask him some questions later on. 

Mr. Bryson. You will be available, will you, Mr. Federico ? 
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Mr. Feperico. Yes; I will be here right along, if any questions 
arise. 

Mr. Bryson. Thank you. 

Mr. Paul Rose. 

Mr. Rose. Yes, sir. 


STATEMENT OF PAUL A. ROSE, WASHINGTON, D. C., CHAIRMAN OF 
THE LAWS AND RULES COMMITTEE OF THE AMERICAN PATENT 
LAW ASSOCIATION 


Mr. Bryson. Mr. Rose, will you identify yourself for the record? 

Mr. Roser. My name is Paul A. Rose, of Washington, D. C. I am 
appearing here as chairman of the laws and rules committee of the 
American Patent Law Association by authority of the board of 
managers of the association to present to the committee the recom- 
mendations of the association with respect to H. R. 3760. 

Mr. Bryson. All right, sir, you may proceed. You may sit down 
if you like. 

Mr. Rose. Mr. Chairman, the American Patent Law Association 
endorses H. R. 3760, Eighty-second Congress, and recommends its 
passage when amended to include the proposals contained in the 
report of its laws and rules committee, a copy of which is attached 
hereto. 

Mr. Bryson. That is a printed copy # 

Mr. Rose. Yes, sir; of which I have supplied 25 copies for the 
committee’s use. 

The association has followed with interest the proceedings which 
have resulted in the drafting and introduction of H. R. 3760, begin- 
ning with the committee print, mentioned by Mr. Zinn and Mr. Fed- 
erico, issued by the Judiciary Committee in January 1950, and has 
been actively represented on the Coordinating Committee sponsored by 
the National Council of Patent Law Associations to assist and advise 
the Judiciary Committee in the task of codifying the patent laws. 

When H. R. 3760 was introduced, the laws and rules committee 
of the American Patent Law Association immediately undertook to 
examine it in detail and, after having done so, rendered a report which 
was considered and approved by the board of managers of the associa- 
tion. This report was then submitted to the entire membership of the 
association, and each member was given the opportunity to approve 
the report of the laws and rules committee without modification or to 
state in detail where and in what respects this report should be 
changed. ‘The membership of the association has now voted by 
written ballot to adopt the report of its laws and rules committee by 
an overwhelming majority of those voting. 

Of 1,370 members in the United States qualified to vote 524 returned 
signed ballots. 

I might interpolate here, Mr. Chairman, to say that we consider 
that a very poe: return on the basis of past referenda that we have 


undertaken to conduct of the association. 

Of this group 520 approved adoption of the report of the laws and 
rules committee, either without reservation or with definitely stated 
reservations, and 4 disapproved the report in its entirety and hence 
wholly disapproved the 


ill. Of the 520 approvals of the report, 388 
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were without reservation and 132 included statements disapproving 
or advocating modification of 1 or more of the recommendations con- 
tained in the report. 

Those recommendations of the committee, as set forth in the com- 
mittee report, which evoked the greatest comment from those who 
voted were with respect to the sections of the bill which are listed 
below. The vote upon the corresponding committee recommendations 
in each case is also given. It will be understood that reference to the 
committee report for a full and complete understanding of the nature 
of the vote received will be necessary. 

In this table which we have included in our statement, we have elim- 
inated single suggestions from various members, where only one sug- 
gestion or disapproval was received because that would make the table 
too long, but have selected those which are most numerous. 

I would like to read this table because it shows how few people really 
are in disagreement with the general feeling in favor of the bill or 
with our recommendations with respect to it for amendment. They 
are very few. 

On section 4 of the bill there were 512 votes favorable, and only 8 
opposed. We had a very slight clerical change in that section, and 
the 8 opposition votes went to the 1-year limitation on the filing of 
applications by examiners after leaving the office. Those eight 
thought that 1 year was a little too harsh. 

On section 102 (g) there were 507 votes favorable to the recom- 
mended revision; 7 were opposed, and 6 proposed other changes. 

On section 103 there were 510 favorable votes, and 10 opposed, but 
clarified their opposition with suggestions for further amendment to 
the section to strengthen it, rather than being disapprovals of the 
principle. 

On section 112 there were 510 favorable and 10 opposed, but with 
accompanying suggestions for amendment indicating approval in 
principle. 

On section 119 there were 515 favorable and 5 opposed with accom- 
panying suggestions for amendment. 

On section 135, 512 were favorable, and 8 were opposed with accom- 
panying suggestions for amendment. 

On section 212, the committee recommended a substitute section for 
section 212, and that was approved by 505 votes in favor of it, and 15 
opposed who wished to retain the section as is in the bill. 

On section 231 there were 501 favorable, and 19 opposed to one or 
more subsections or proposed clarifying amendments. 

We proposed an additional section to the bill calling for publicat ion 
by the Commissioner at the request of applicants for patents which 
may or may not thereafter mature into patents. 

On that proposed additional section 474 votes were in favor of its 
addition, and 46 were opposed to the addition. 

No other section of the bill received more than four comments or 
suggestions for amendments. So, I think this table illustrates that 
the membership of the American Patent Law Association is over- 
whelmingly in favor of the bill with the amendments proposed by 
its laws and rules committee. 

The specific suggestions end comments received from the members 
as a result of the referendum have been omitted from this statement, 


( 
7 








42 PATENT LAW CODIFICATION AND REVISION 


but will be made available to the committee or its counsel upon 
request. 

Mr. Bryson. We would like to have you submit them to our counsel 
as other agencies of Government do. 

Mr. Rose. We have done that in the past in working with the co- 
ordinating committee and we will make those available to the counsel. 

(The statement submitted by Mr. Rose is as follows:) 


STATEMENT OF THE AMERICAN PATENT LAW ASSOCIATION ON H. R. 3760 


The American Patent Law Association endorses H. R. 3760, Eighty-second 
Congress, and recommends its passage when amended to include the proposals 
contained in the report of its laws and rules committee, a copy of which is at- 
tached hereto. 

The association has followed with interest the proceedings which have re- 
sulted in the drafting and introduction of H. R. 3760, beginning with the com- 
mittee print issued by the Judiciary Committee in January 1950, and has been 
actively represented on the coordinating committee sponsored by the National 
Council of Patent Law Associations to assist and advise the Judiciary Com- 
mittee in the task of codifying the patent laws. 

When H. R. 3760 was introduced, the laws and rules committee of the 
American Patent Law Association immediately undertook to examine it in 
detail and, after having done so, rendered a report which was considered and 
approved by the board of managers of the association. This report was then 
submitted to the entire membership of the association, and each member was 
given the opportunity to approve the report of the laws and rules committee 
without modification or to state in detail where and in what respects this re- 
port should be changed. The membership of the association has now voted by 
written ballot to adopt the report of its laws and rules committee by an over- 
whelming majority of those voting. 

Of 1.370 members in the United States qualified to vote 524 returned signed 
ballots. Of this group 520 approved adoption of the report of the laws and rules 
committee, either without reservation or with definitely stated reservations, 
and 4 disapproved the report in its entirety and hence wholly disapproved the 
bill. Of the 520 approvals of the report, 388 were without reservation and 132 
included statements disapproving or advocating modification of one or more of 
the recommendations contained in the report. 

Those recommendations of the committee, as set forth in the committee report, 
which evoked the greatest comment from those who voted were with respect 
to the sections of the bill which are listed below. The vote upon the corre 
sponding committee recommendations in each case is also given. It will be 
understood that reference to the committee report for a full and complete under- 
standing of the nature of the vote received will be necessary. 


Vote on the committee’s recommendation 


Section of H. R. 5760: 
Section 4; 512 favorable, 8 opposed. 
Section 102g: 507 favorable, 7 opposed to proposed change, 6 proposals for 
further change. 
Section 103: 510 favorable, 10 opposed, with accompanying suggestions for 
amendment. 
Section 112: 510 favorable, 10 opposed, with accompanying suggestions for 
amendment. 
Section 119: 515 favorable, 5 opposed, with accompanying suggestions for 
amendment. 
Section 135: 512 favorable, 8 opposed, with accompanying suggestions for 
amendment. 
Section 212: 505 favorable, 15 opposed to proposed substitute section. 
Section 231: 501 favorable, 19 opposed to one or more subsections or pro- 
posed clarifying amendments. 
Proposed additional section (p. 12 of report): 474 favorable, 46 opposed. 


No other section received more than four comments or suggestions for 


amendments. 
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The specific suggestions and comments received from the members as a result 
of the referendum have been omitted from this statement, but will be made 
available to the committee or its counsel upon request. 

Respectfully submitted. 

AMERICAN PATENT LAW ASSOCIATION, 
° By Pauw A. Rose, 
Chairman, Committee on Laws and Rules 


Report OF THE LAWS AND RULES COMMITTEE OF THE AMERICAN PATENT LAW 
ASSOCIATION ON H. R. 3760. EIGHTY-SECOND CONGRESS 


DULY ADOPTED AT A MEETING OF THE COMMITTER ON MAY 11, 1951, ATTENDED ALSO 


BY rit BOARD OF MANAGERS, AMERICAN PATENT LAW ASSOCIATION WHICH 
APPROVED THE REPOR' 


Pursuant to instructions from the board of managers, the laws and rules con 
mittee has considered H. R. 3760, Eighty-second Congress, a bill to revise and 
codify the laws relating to patents and the Patent Office, and to enact into law 
title 35 of the United Stutes Code entitled “Patents,” and presents herewith its 
report and recommendations with respect thereto 

Your committee favors passage of the bill, amended as hereinafter noted, and 
f the association 


recommends that the association adopt as the official position « 
that it favors passage of the bill as so amended, and that the appropriate com 
mittees of the Congress be informed of such official position 

At the outset, in order that the bill be viewed in proper perspective, a brief 
review of the evolution of the bill is appropriate 

In considering this bill it should be borne in mind that the primary objective 
from the standpoint of the House committee is to restate the patent laws, which 
have not been examined as a whole since 1IS70, to improve the language and 
arrangement and enact as law title 35 of the United States Code, while an 
additional objective is to make specific changes which may be considered 
desirable and substantially noncontroversial! 

The bill is the culmination of more than 2 years of intensive study and effort 
on behalf of the subcommittee of the House Judiciary Committee charged with 
codification of the laws and also with patent and trade-mark matters, the com 
mittee staff, the coordinating committee sponsored hy the National Council of 
Patent Law Associations (upon which were represented most of the patent law 
associations and groups throughout the country, and also a number of industrial 
and manufacturers’ associations), and others interested in the patent law 

The bill had its genesis in a committee print issued by the Judiciary Committee 
of the House of Representatives January 10, 1950, entitled “Proposed revision 
und amendment of the patent laws.” l 
solely for purpose of discussion and comment, received wide distribution. It 


. 
a hl . . * , 
This committee print, which was issued 


] 


included a number of controversial proposals and evoked a great deal of discus 


f suggestions for revision of the various proposals 


sion and a very large number « 
presented therein At a meeting in Washington on February 8, 1950, of the 
National Council of Patent Law Associations, a coordinating committee was 
established for the purpose of giving direction and purpose to (1 
a workmanlike and sound revision of the law of patents As indicated above, 
a number of industrial and manufacturers’ associations accepted invitations to be 
represented on the coordinating committee, so that it had the bene ‘t of the counse! 
of a very wide cross section of the patent bar and American business, large 





ie ellort to effect 


and small 

At the first meeting of the coordinating committee, a drafting committee was 
appointed to prepare a redraft of the committee print to be based on the comments 
and suggestions received from the associations, their members and others. The 
drafting committee received a very large number of suggestions and from these 
prepared a redraft of the committee print which was submitted to a second 
meeting of the coordinating Committee in Washington on May 9 and 10, 1950 
This redraft received very careful consideration and section-by-section actior 
and revision and the resulting redraft was submitted to the House committee 
With this redraft as a basis, a bill was prepared by the House committee stat 
and was introduced into the House as H. R. 91338 of the Eighty-first Congress 

H. R. 9133 was given wide distribution to the patent bar and industry and it 
the light of further,.suggestions and comments received thereon the drafting 
committee prepared another redraft which was presented to a third meeting of 
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the coordinating committee in Washington on December 6 and 7, 1950. Again 
the bill received thorough consideration by the coordinating committee and a 
final draft of a proposed bill for presentation in the Eighty-second Congress was 
prepared. The drafting subcommittee presented this redraft to the House com- 
mittee and it was made the subject of a number of conferences between com- 
mittee counsel and representatives of the major departments of Government. As 
the culmination of this effort, the draft of the present bill was finally completed 
and introduced in the House of Representatives on April 18, 1951 as H. R. 3760. 
Most of the controversial proposals have been eliminated from this bill. 

From the above discussions it will be observed that the proposals contained in 
the present bill have received careful consideration by a large cross section of the 
bar, industry, and others interested in the patent system. It therefore is the 
hope and expectation of those most closely associated with this important effort 
to codify and revise the patent laws, that the bill will have the general and whole- 
hearted support of the patent bar and industry, with a minimum of revisions 
and objections. 

While there has been a great deal of rewriting in the interest of clarification 
and modernization of language, the bill in large measure represents codification 
of existing law. 

In the interest of brevity this report can and will be confined to specific 
mention only of those sections that embody some important change in, or addi- 
tion to, existing law which should be brought to the attention of the membership. 


CHAPTER 1 


This chapter deals with the establishment and organization of the Patent 
Office, admission and conduct of attorneys and Patent Office fees. 

Section 8 provides for the continued issue of patents in the event of a vacancy 
in the office of Commissioner, thus correcting a deficiency in the present law. In 
line 10 it is recommended that “clerks,” be canceled as superfluous and to agree 
with “officers and employees” in section 4. 

Section 4 extends the restrictions of the filing of applications by former em- 
ployees of the Patent Office to a period of 1 year from the severance of their 
employment, instead of during their term of employment as now provided. 

Section 7 retains the authority of the Commissioner to utilize primary exam- 
iners on the Board of Appeals for limited periods in order to keep the work of the 
Board current. 

Section 21 provides that when the last day for taking any action in the Patent 
Office falls on Saturday, as well as on Sunday or a holiday within the District of 
Columbia, the action mnay be taken on the next secular or business day. The 
inclusion of Saturday is in keeping with the close of the Patent Office on that 
day. 

Section 41 includes in the provision for reissue applications a fee of $1 for each 
claim in excess of 20 over and above the number of claims in the original patent. 
This is coordinate with the additional fee for excess claims in original applica- 
tions. This section also raises the appeal fee from $15 to $25. 

Your committee recommends approval of chapter I, subject to correction of 
section 3. 

CHAPTER 2 


This chapter deals with definitions, patentability, the application and its 
prosecution, appeals and issue of the patent. 

Section 100. In the definition of “process”, 100 b. positively recognized that 
a new use may be patentable and represents a desirable clarification of the 
law and Patent Office practice in this regard. 

Section 102, paragraph (d) makes a desirable change from existing law in 
permitting the issue of a corresponding foreign patent before the issue of the 
United States patent in those cases where the United States application is filed 
outside the Convention, but before issue of the foreign patent. 

The committee disapproves paragraph (g) because it may be interpreted to 
constitute a secret reduction to practice an anticipation of an issued patent, and 
recommends that the following language be substituted in lieu thereof: 


“g. before the applicant’s invention thereof the invention was in fact 
made by another who in this country was using reasonable diligence in 
reducing it to practice or had reduced it to practice, provided such other 
had not abandoned, suppressed or concealed the invention, and had exer- 
cised diligence in putting it into use or in otherwise making knowledge 
thereof available to the public.” 








PATENT LAW CODIFICATION AND REVISION 45 


Section 103 is a statutory declaration of the requisites for invention over 
prior art and is considered of importance in the statutory declaration of the 
requirement relative to the skill of the art at the time the invention was made, 
thereby accentuating that the invention must be viewed in the light of the state 
of the art as it existed at the time of the invention, rather than in retrospect 
after the disclosure thereof. The last sentence of this section is of particular 
importance as it will have a salutory influence by expressing congressional dis- 
approval of the inclination of many courts since the Cuno case to judge an in- 
vention not upon its merits but upon collateral considerations such as the man- 
ner or route by which it was achieved. 

Seetion 112 in the last paragraph recognizes the validity of combination claims 
wherein the novelty is expressed in functional terms and while offsetting the 
much criticized theory of the Halliburton case is advisedly drafted so as not 
to extend to the point of permitting the use of single means claims. 

Section 115 provides for modification of the oath when made by other than 
the inventor, this being necessary in view of sections 116 and 118. 

Section 116 liberalizes the treatment of applications of joint inventors by per- 
mitting the addition as well as the deletion of a nonjoined or misjoined in- 
ventor and represents a realistic treatment of the many problems arising in 
the handling of joint inventions. 

Section 118 is a new provision providing for the filing by a person in interest 
when the inventor cannot be found or will not or cannot sign the application 
and the filing of an application is necessary to prevent loss of rights, such as the 
running of a public use or the like. The rights of the inventor are safeguarded 
by providing that the patent will issue to him so that the section will not invite 
indiscriminate filing by others than the inventor and the Commissioner of Pat- 
ents will not be required to decide any questions as to the title or rights of an 
alleged assignee or other person in interest. 

Section 119 contains a new provision in the requirement that the right of 
priority of a first filed foreign application may be obtained only if a certified 
copy of the foreign application is filed during the pendency of the United States 
application. This is in keeping with the requirements of most foreign patent 
laws and is of importance in providing a complete record in the Putent Office 
from which interested parties can determine the true date to which a patent is 
entitled without being put to the necessity of independently obtaining from a 
foreign country a copy of a claimed priority application which in many cases is 
found to be unavailable to him. In line 10 it is recommended that “such” be 
changed to “the first” to make it clear that the priority of only the first filed 
foreign application may be claimed. 

Section 120 codifies the present practice relative to the right to the filing date 
of an earlier application for common subject matter in a continuation applica- 
tion. 

Section 121 gives statutory expression to division practice and specifically 
forbids the use of either the original or the division as a reference against the 
other, dispenses with signing of a true division and provides that a patent will 
not be questioned for failure of the Commissioner to require division. 

Section 135 provides for the automatic cancellation of the claims involved from 
a losing patent in an interference. The second paragraph is intended to ex 
press no change from the existing law. 

Sections 145 and 146 change the time for filing a civil action (old R. 8S. 4915) to 
conform to the time for appeal to the CCPA. 

Section 146 also enables a losing patentee in an interference to file a civil 
action, and eliminates the old troubles with respect to unrecorded assignees. 

Section 154 prevides for stating the patent grant in terms of the right to ex 
clude and in this respect is more accurate and realistic in language than exist- 
ing law. 

Your committee recommends approval of chapter 2, subject to the suggested 
revision of section 102g and the correction of section 119. 


CHAPTER 3 


This chapter deals with amendment and reissue of patents, intervening rights, 
assignment, Government interests in patents, infringement and remedies for 
infringement. 

Section 201 represents a liberalization of the reissue practice, providing spe- 
cifically for broadened reissues and in view thereof places a definite limit of 
2 years on the time within which application may be made for a broadened 
reissue. 
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Section 202 in the second and third paragraphs would enact into the law a 
protection of intervening rights arising before grant of the reissue, and the 
continuation thereof, and includes protection of the investments of those who 
have made substantial preparation for manufacture which would not infringe 
any claim of the original patent which is also included in the reissue. This last 
provision makes it possible to determine the question of intervening rights by 
reference to the reissue alone as no claim of the original patent not included in 
the reissue need be considered. 

Section 203 eliminates disclaiming of part of a claim and omits the penalty of 
invalidity of the whole patent for delay in disclaiming and in the second para 
graph introduces a new thought in providing for a disclaimer of the entire or any 
terminal part of the term of a patent. This last provision should be of value in 
eliminating questions of double patenting. 

Section 205 provides for correction of applicant’s mistake and fills a long-felt 
need in this respect. A fee of $10 is provided for a certificate of correction in 
such cases. 

Section. 206 provides for deletion or addition of a misjoined or nonjoined 
inventor in the case of an issued patent and provides that a patent cannot be 
held invalid for inadvertent misjoinder or nonjoinder. These are salutory 
innovations in the law since there is no valid reason why a patent should not be 
corrected the same as an application in this regard. 

Section 211 includes a specific declaration that patents are personal prop 
erty. It is recommended that “applications for patent” be inserted after “pat- 
ents” in line 1 of the first paragraph. In the third paragraph, last line “patents” 
should be singular 

Section 212 is a new provision in providing that joint owners either must join 
in an assignment or license or account to each other in the absence of an agree 
ment to the contrary. The commmittee disapproves this section because it is 
believed that the attempt to restrict the rights of joint owners in that manner 
will create more difficulties and evils than arise under existing law, and recom- 
mends that the following language of section 212 of H. R. $133, Eighty-first 
Congress, be substituted : 

“Whenever two or more persons own a patent jointly, either by the issuing 
of the patent to them jointly or by reason of the assignment of an undivided 
interest in the patent or by reason of succession in title to such interest, 
each of the joint owners, in the absence of any agreement to the contrary, 
shall be entitled to make, use or sell the patented invention, or license 
others so to do, or assign or encumber his interest without accounting to 
the other joint owners.” 

Section 251 relates to infringement and contributory infringement Para 
graph (b) makes one who actively induces infringement liable as an infringer 
Paragraph (¢) defines contributory infringement and returns this doctrine to 
its proper place in the patent law, while safeguarding the right to make and vend 
staple materials and articles of commerce in the normal course of business 
Paragraph (d) recognizes legitimate exercises of the patent right which have 
been unduly curtailed or condemned in recent decisions and it is hoped that a 
congressional declaration in this respect will restore this doctrine to its proper 
place in the law. 

Section 252 enacts into law treaty provisions governing the freedom from 
patent infringement of the use of inventions in ships and vehicles engaged in 
international trade, 

Section 242 in the first paragraph includes a positive declaration of the pre 
sumption of validity and places the burden of proving invalidity on the party 
asserting it. In view of the growing tendency in the recent past for courts to 
ignore or pay little more than lip service to the doctrine of presumption of 
validity, it is hoped that this positive declaration by the Congress will be of 
real Value in strengthening the patent system. The third paragraph extends the 
30-day notice requirement to references to be relied upon in district courts as 
showing the state of the art and is calculated to correct an abuse, which has 
been too prevalent. of the right to introduce without notice surprise references 
under the guise of “showing the state of the art.” Provision is made for the 
proof of such matters within the discretion of the court even in the absence of 
the required notice 

In the second paragraph, subparagraph (2), line 1, it is recommended that 
“any claim thereof” be changed to read “the claims thereof in suit” as invalidity 
of a claim not in suit should not be a defense. In the third paragraph, line 1, 


” 


“of” should be “or. 
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Section 246 clarifies the application of the statute of limitations in the case 
of counterclaims, 

Section 247 clarifies the dates from which recovery may be had in cases where 
notice is and is not given by marking and in the last sentence realistically makes 
filing of an action notice of infringement 


Section 248 is companion to section 203 and eliminates any necessity to dis 
Claim invalid claims to save the remainder of the patent 

Section 251 provides a maximum penalty of $500 for false or fraudulent 1 rk 
ing and extends the same to improper marking “patent pending” or “patent ap- 
plied for.” 

Section 25v provides for designation by patentees resident outside the 1 ted 
States of a domestic representative for the acceptance of service, a n trade 
mark cases, and for service by publication in the absence of such desis tio 

Your committee recommends approval of chapter 5, subject to the suggested 
revision of sections 211, 212, and 242 


This chapter deals with patents for plants and designs and is mer 
enactment of existing law in this regard, this bill not purporting to make 
vision with respect to these subjects, except section 3028 which clarifies ‘ 
tends infringement of plant patents to include selling 

Your committee recommends approval of chapter 4 

The bill includes four terminal sections, numbered 2, 3, 4, and 5. of formal 
character which appear on page 28 and which relate to amendments of exist- 
ing statutes, applicability and savings provisions and repeal of existing 

Your committee recommends approval of sections 2, 8, 4, and 5 

There appears to be a possible duplication of numbering between sections 101 
114 and unrepealed sections of present tithe 55 of the code, but it is assumed that 
this conflict will be corre ted. 


PROPOSED ADDITIONAT Sir 


It is believed by your committee that one of the origina proposals whicl 


eived widespread support and was included in the rst redrafts and in H. R 
9155, but which was eliminated from the redrafts at the coordinating co ‘ 
meeting in December 1950, by a close vote, should be added to the b by way of 
amendment This is the section authorizing the public of applieati ~ 
applicants’ request and expense In H. R. 9133, the se on was e second para 
graph of section 121 and read as follows 
Pending ip ications for | tt ts \ e pl ‘ | hed by 
Commissioner, at the request and at the expe of the ay tor aw 
Such publication shall have the same effect as issue patent f he pu 
Poses of section 102 (e) of this title.’ 
Phis proposal would extend the present practice of printing absti s but g 
further in recognizing the right to carry the date 1 st the 1 gy date f 
poses of anticipation. If this proposal were adopted the appli: wou be 
printed in full and classitied for se« irch yy rposxes 
Your ! ttee re mmends app il of this p | ed 
the pene bill 


Respec tfullvy submitted 
Committee on Laws and Rules, Paul A. Rose. Chairman. Jame ke 
Archer, George C. Arved . Stephen Cerstvik, Mau e A. ("re 
Laurence B. Dodds, Elwood Hansmann, Ford W. Harris. C. W 
lard Hayes, Joseph G. Jackson, Harry W. Lindsey, Jr., Alexander 
(. Neave, N. Douglas Parker, .Jr., Rowland V. Patrick. Andrew lI 
Schmeltz, Samuel B. Smith, Richard K. Stevens. Richard Whi 
J. Russell Wilson 
Mr. Bryson. Are there any questiol Sf 
Mr. RoGers. Do | understand that these recommenced eha ves are 
the same as those referred to here by Mr. Ashton al 7 the pres OuUs 
witness ¢ 
Mr. Roser. Mr. Rogers, some of them are. and some of them are not. 


There Is no great variance bet ween them. The coordinating ec Mi 


mittee made more suggestions for change than we did. 
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In one respect, in our proposed substitute for section 212, dealing 
with accounting by joint inventors to one another in the licensing or 
sale of a patent, the recommendations in the American Patent Law 
Association report are identical with those of the coordinating com- 
mittee. The only other matter of real substance or change “where 
we suggested an amendment, as I recall now, was in section 102 (g). 
The suggestions of the coordinating committee and of our committee 
vary in language, but they are aimed at the same result. So that, I 
think we could say that we are in substantial agreement as to the 
substance of our recommendations with the coordinating committee, 
although in acting on the bill the laws and rules committee of the 
American Patent Law Association and its board of managers, and 
then the membership voting on it, was not bound by the action of the 
coordinating committee. In fact, our action was taken prior to the 
coordinating committee meeting, so that we did not have at that time 
the full benefit of all of the discussion which went on at that time. 

Mr. Rocers. What I was getting at is this: As I understand it, you 
represent the American Patent Law Association as a group, and their 
recommendations are set forth in your statement here. Did not your 
group also constitute a part of the coordinating committee / 

Mr. Rose. Yes, sir. 

Mr. Rogers. And you are in substantial agreement with them, but 
due to the fact that you adopted this before the coordin: iting com- 
mittee had made its final report you were not able to get together on 
everything. Was there any substantial difference between your com- 
mittee and the coordinating committee ? 

Mr. Rosr. The only substantial difference between our committee 
action and the coordinating committee’s recommendations is that we 
have recommended the addition of the publication section. The co- 
ordinating committee thoroughly considered that question and voted 
against the addition of such a section. On that proposal our mem- 
bers voted, as the table here will show, 474 in favor of the addition 
of the publication section and 46 opposed. 

Mr. Bryson. So more of your own members voted against that pro- 
posal than voted against any of the others / 

Mr. Rosr. Yes; more voted against it than against any of the oth- 
ers. That 46 votes opposed to the additional section was twice as 
many votes as there were against any other proposal or section in the 
bill. 

I might add here for the benefit of the committee that the Ameri- 
can Patent Law Association is a thoroughly national group in that 
it has 1.370 members who are spread all over the country and cover 
most all of the States of the Union as well as the District of Columbia 
and that the members of the various committees of the asseciation 
are selected not only from Washington, where I happen to be from, 
but our membership includes, or my particular committee includes, 
members from various sections of the country, i including Los Angeles, 
New York, Chicago, and so forth. 

Mr. Rogers. Is this association a part of the American Bar Asso- 
ciation, or is that a separate group 4 

Mr. Rose. It is not a part of the American Bar Association, but 
it is affiliated with the American Bar Association, as I understand it. 
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Mr. Rogers. The American Bar Association does have a patent 
section 4 

Mr. Rose. Yes, sir. 

Mr. Rogers. As do most States / 

Mr. Rose. Yes, sir. 

Mr. Rogers. Many of the members your association may be in 
the other associations; that is, individual members may be members 
of the State patent section of the American Bar Association and your 
association ¢ 

Mr. Rose. As a matter of fact, Mr. Rogers, I think over half of 
our members are members of the American Bar Association—that is, 
the patent section—and the reverse is also true, that a great number 
of the members of the various patent law associations throughout the 
country, local groups, and State goups are also members of thi 


association. 
Mr. Rogers. Thank you. 
Mr. Bryson. All right; thank you very much, sir. 


STATEMENT OF GEORGE E. FOLK, ADVISER TO THE COMMITTEE ON 
PATENTS OF THE NATIONAL ASSOCIATION OF MANUFACTURERS 


Mr. Bryson. Now, we have Mr. George E. Folk as the next witness. 
I believe Mr. Folk has lately had an operation on his eyes, and he has 
asked that someone read his statement for him. 

Mr. Fouk. Yes, sir. 

Mr. Bryson. Mr. Folk, will you identify yourself for the record? 

Mr. Foutx. Mr. Chairman and members of the committee, the 
information you ask for is contained in the first paragraph of the 
statement which I filed and will be read to you by Mr. Fred Foulk, 
so that you will get the information. 

Mr. Bryson. <All right. 

Mr. Fouik (reading) : 


Mr. Chairman and members of the committee, my name is George E. Folk. I 
am adviser to the committee on patents of the National Association of Manu 
facturers, and I am speaking today for that association, a voluntary organization 
of more than 16,000 manufacturers, 83 percent of Whose members have less than 
500 employees each. 

The NAM favors this bill, although it has several recommendations, mostly 
of minor importance, which it would like to see incorporated in the bill 

The committee on patents of the National Association of Manufacturers cor 
sists of approximately 150 members representing all classes of industry; the 
large size, the medium size, and the small companies. I am submitting herewith 
a list of the membership of the committee which states the names of the members 
and the companies they represent. 

To my own knowledge the National Association of Manufacturers for many 
years has given continued and intensive study to our patent system with the view 
of improving it wherever possible. It has recognized the importance of inventions 
and patents in our economy. In 1938, at the time the Temporary National Eco 
nomic Committee began its investigations, I was retained by the NAM as a 
consultant with respect to the investigations of the TNEC relating to patents 
When the final report of the TNEC was submitted, I was requested to make an 
analysis and evaluation of the record insofar as it pertained to patents. This 
report was published in book form in 1942 under the title of “Patents and In 
dustrial Progress”. and was given wide distribution. 

I continued my relationship as consultant to the NAM committee on patents, 
and that relationship still exists. 

In 1942 our committee on patents undertook to make a survey and suggest 
constructive reforms that should be inaugurated in the patent system. In other 
words, the committee desired to take an affirmative stand which would reflect 
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its earnest wish to advance proposals for corrective legislation on patents. With 
this in view, a letter was sent to all of the members of the association's Ccommit- 
tee on patents for suggestions with respect to improving the patent system and 
also for suggestions on any other items that should be given consideration. The 
response was gratifying, and some fifty-odd suggestions were submitted for 
consideration, 

These suggestions covered every phase of our patent system. As a result 11 
proposals were made by our committee for improving the patent system, and the 
proposals were approved by the NAM board of directors. This report was given 
wide publicity and was distributed to the members of the association in April 1948, 

A continuing study of the patent system by our committee fully prepared it to 
cooperate with the National Patent Planning Commission, which was at the 
same time also studying the subject. This National Patent Planning Commis- 
Sion was appointed by President Roosevelt. It consisted of five eminent men 
representing research, industry, labor, agriculture, and the general public. We 
met with this Planning Commission and were in a position to answer its inquiries 
on different phases of the system and also at the request of the Commission sub- 
mitted a written report on some nine items in which the Commission manifested 
special interest, 

Our committee continued during the subsequent vears its consideration of 
the patent system, especially the reports of the Government-appointed agencies 
Which had made studies and recommendations on the subject These agencies 
were: 

1. The Science Advisory Board, which had made a report in 1935. (This 
report Was made an exhibit at the hearings of the TNEC. ) 

2. The Temporary National Economic Committee 

3. The National Patent Planning Commission. 

The recommendations made by these agencies were classified by our com- 
mittee as consisting of (a) desirable rislation; (6) legislation which was 
advantageous or disadvantageous, depending on the form in which it was emn- 
bodied; and (¢) undesirable legislation. The report of our committee on this 
subject was published and distributed to the entire membership of the asso 
ciation in July 1944. 

Under date of April 20, 1945, President Truman requested Secretary of Com- 
merce Wallace to undertake a study of the operation and effectiveness of the 
patent laws and to submit recommendations respecting legislative proposals, 
The committee appointed by Secretary Wallace submitted for consideration an 
system. 






agenda containing several hundred questions bearing on the patent 
These were give careful consideration by our cominittee and a reply thereto was 
submitted to Secretary Wallace's committee on December 21, 1945, in pamphlet 
form entitled “Comments on the Agenda of the Secretary of Commerce's Patent 
Survey Committee.” 

Our committee continued its interest and study of proposals for revision of 
the patent system and under date of June dS, 1946, made a review which was 
printed in pamphlet form entitled “A Review of Proposals for Revision of the 
United States Patent System.” This pamplet and the afore-mentioned one re 
ceived wide distribution 

Continuing its intensive study of the patent system and anticipating possible 
bills for a complete codification and revision of the patent system, our committee 
in 1948S prepared and submitted to the NAM beard of directors a comprehensive 
report entitled “Recommendations on Proposals for Statutory Revision of the 
Patent System.” This report was approved by the board of directors of the 
NAM. 

Upon the introduction of the Wiley bill, S. 2518S of the Eighty-first Congress, 
our cotimittee appointed a special subcommittee to consider this bill and its 
various features were given serious and extensive consideration 

Our committee at various times considered and passed upon a large number 
of other bills pertaining to patents and research. As an example of the more 
important ones, we called attention to the National Science Foundation bill, 
Which was enacted into law; the atomic-energy bill, which was also enacted into 
law: and a bill for defining damages and profits in infringement suits, which was 
likewise enacted inte law 

On January 10, 1950, Representative Joseph R. Bryson, chairman of Sub- 
committee No, 4 of the House Judiciary Committee, submitted a committee print 
for the use of the Committee on the Judiciary of the House of Representatives. 
In the foreword of the committee print, Mr. Bryson stated : 

“The draft presented is intended primarily to serve as a basis for the expres- 
sion of opinions. Criticisms and suggestions for improvement of anything con- 
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tained in the draft, and suggestions of additional proposals for considerat 
as well as support for anything contained in the draft. are especially invited All 
comments received before May 1, 1950, will be carefully considered for the prepa 
ration of a bill to be introduced on the subject.” 

Upon the submission of this committee print, our committee o1 patents 





pointed a special subcommittee to consider it, since its Importance Was f . 
appreciated. This subcommittee consisted of some 25 members and was divided 


inte oO groups. To each group were assigned those specific portions of the print 
which the members of that group were particularly interested and upon wi 
they were well informed These gre ups made their report to the full s 
inittee, Which in turn made its report to the full committee on patents 
The committee print embodied practically every suggestion or the 
of the patent laws that had been made during the previous 20 vears 
tically all of these suggestions had previously been given consideratic 
committee on patents Thus we were prepared to submit constructive sug 


int 
} 
I 


ons with respect to the committee } 


! as had been requested 
The committ 


iv! 
tee on patents of the National Association of Mat 





I l ( ers W . 
invited to send a representative to the coordinating committee which was formed 
by various patent bar associations throughout the country and some of ft 
leading trade associations We accepted the invitation but reserve the rigl 
independent action, and it is in line with such reservation that we submit this 


statement 

In July 1950 Mr. Bryson introduced into the House a bill for codificat 
revision of the patent laws, H. R. 9133 of the Fighty-tirst Congress. Ou) Sper 
subcommittee appointed to Consider the committee print also considered this bill 
and reported to our full committee After this report a questionnaire was se 
to all the members of our committee on patents asking them to express any views 
that they might have on the bill. 

It is unnecessary now to point out the exhaustive study of the bill made by the 
above-mentioned coordinating committee, inasmuch as that committee has a 
reacy summarized its own activities 

No action was taken by Mr. Bryson’s committee in the House of Representiutives 
on H. R. 9138, but on April 18, 1951, a somewhat modified bi H. R. S760, was 


introduced by Mr. Bryson. The subcommittee appointed by our committes rs 
studied the new bill, then later, in a 2-day session, May 15 and 16, our full co 
mittee gave a detailed consideration to the bill section by s tio! As a result of 
this intensive study certain changes in the bill were reeo) mended by our fu 
committee 
Subsequent to this meeting we attended a meeting of the bove-mentlorne 
coordinating committee some of our recommended changes w ‘ substance 
approved by that committee, and we earnestly hope that they w be deeme 
acceptable to your committee 
H. R. 3760 contains numerous sections which consist merely of a codification 
nd clarification of existing law without any substantive changes. The b ils 
contains sections which delete from present law certain obsolet provisions 
Which obviously should not be carried over. Both such sections of the bil nie 
With our fu lapprova There re maims certain other sect s | | e Teel cat 
lmproved and we herewith submit such proposed changes for y ir consideratior 
HH I 
Section 100. Definitions: It is proposed that paragraph (b) 1 changed te 
read 
‘(b) The term ‘art’ includes process and method whether of one or more 
steps, and a new use of a known art, machine, manufacture. Inposition of 
matter or material 
Section 101 Inventions patentable: It is proposed to substitute the wor 
for the word “process” in this section and throughout the b wherever ) 
propriate 
The term “art” is broader than the term “process,” and no good reason See! 
for the limitation contained in the bill 
Section 102. Conditions for patentability ; novelty and loss of right t ‘ 


While this section was approved, it was felt that the langu: agi 
thereof might be bettered. The substitute language proposed by the coordinatil 
colnmittee seems to effectuate this. That language reads 
‘(g) before the applicant's invention thereof the invention was made in 
this country by another who had not abandoned, suppressed, or concealed it 
In determining priority of invention there shall be considered not o t! 
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respective dates of conception and reduction to practice of the invention, but 
also the reasonable diligence of one who was first to conceive and last to 
reduce to practice, from a time prior to conception by the other.” 

Section 208. Disclaimer: As an improvement in language it is recommended 
that at the end of the second line a period be inserted after the word “invalid” 
and that the words “and the” be changed to “A.” 

Section 211, Ownership; assignment: Our committee proposed for the fourth 
paragraph of this section the corresponding paragraph of the committee print 
which reads as follows: 

“An assignment, grant, or conveyance shall be void as against any subse- 
quent purchaser or mortgagee for a valuable consideration, without notice, 
whose purchase or mortgage is recorded in the Patent Office within three 
months from its date, or prior to the recordation in the Patent Office of the 
said first-mentioned assignment, grant, or conveyance, unless the said first- 
mentioned assignment, grant, or conveyance is recorded in the Patent Office 
within three months from its date, or prior to such subsequent purchase or 
mortgage.” 

This proposed change would protect the right of the original assignee even 
though he did not record within 8 months provided that the subsequent assignee 
had not recorded in the Patent Office within 3 months or prior to the recordation 
in the Patent Office of the first-mentioned assignee. 

Section 212. Joint owners: This section makes a substantial change in the 
existing law with respect to the right of joint owners. Our committee dis- 
approved of such changes and desired that the section be amended to set forth 
the existing law. The coordinating committee took the same position and 
recommended a change which in substance is the same as that recommended by 
our committee. 

Section 244. Damages: While this section was approved by our committee it 
was its opinion that an endeavor should be made to clarify the section with 
respect to damages. This can be done by the slight changes recommended by 
the coordinating committee, which are as follows: Line 1, strike out “the Court” 
and insert “damages”; after “shall” insert “be” and change “award” to 
“awarded”. Line 2, strike out “damages”. 

Section 250. Interfering patents: Our committee suggested the amendment of 
this paragraph in accordance with the language of the existing R. S. 4918. The 
section thus amended would read as follows: 

“Any person interested in any one of the interfering patents or in the 
working of the invention claimed under either of them, may have relief 
against the owner of another by civil action, and the court may adjudge the 
question of the validity of any of the interfering patents, in whole or in 
part. The provisions of the second paragraph of section 146 of this title 
shall apply to actions brought under this section.” 

Mr. Fork. I would like to state that at that meeting in May, a month 
ago, our committee passed a resolution unanimously instructing me 
to secure the changes we have suggested, but not to insist on them if 
such insistence would jeopardize the passage of the bill. In other 
words, they consider the bill as a whole a desirable one. 

Mr. Bryson. Yes. 

Mr. Fork. There is only one change I would like to especially call 
your attention to, and that is in sections 100 and 101, changing the 
word “art” to “process.” I think if that is changed in the patent law 
industry will live to regret it. In the first place “art” and “process” 
are not synonymous, and especially with the definition which follows 
there is likelihood of getting a false impression of what a new process 
consists of. I hope it will be given serious consideration, but as I said 
we do not want to jeopardize the passage of this bill. 

Mr. Rogers. I think the words “useful process” and “art” are not 
synonymous in any particular and have two distinct meanings. 

Mr. Foikx. Yes, some of the courts have held quite properly, as Mr. 
Federico pointed out, that “process” has been held by the court to 
come under the term “art,” in new machine and composition of matter. 
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That is true, but there are arts which are not processes, and I am 
afraid that there may be something cut out of the present statute, 
especially when it comes to the question of what new use consists of. 
You will find that definition includes new use, process, machine manu- 
facture, or composition of matter. Now, composition of matter under 
new use is not a process necessarily. ‘The new use of a machine may 
not be a process. It is simply a new use, and if it is not obvious to 
one skilled in the art, and otherwise complies with the requirements 
of the title, there is no reason why it should be limited in the way 
1 think the definition does limit it. 

Mr. Rocers. Are you satisfied with the definition as set forth in 
section 231 dealing with infringement of patents as recodified there ? 

Mr. Fork. That is all right. 

Mr. Bryson. I notice you did not make any recommendation for 
any changes on that. 

Mr. Foux. Yes. 

Mr. Rocers. Have you compared your recommendation with that of 
the coordinating committee / 

Mr. Fork. Yes. I attended all of the sessions of the coordinating 
committee and am perfectly familiar with them. In general we agree, 
although there are a few exceptions. Most of them are of minor im- 
portance, just a question of choice of language largely. Of course, 
we are going to live with this statute for many years, or others are 
I think this is my last appearance before any committee of Congress. 

Mr. Bryson. We hope not, Mr. Folk. How long have you been a 
student of patent law, Mr. Folk ? 

Mr. Fork. I will say that in 1898 I went into the Patent Office as 
anexaminer. I examined patent applications for a couple of years. I 
was then promoted to the Interference Division, and for the next 5 
years 1 wrote opinions on priority questions that come up in inter- 
ferences, which were then appealable to the court of appeals in the 
District. 

Then J engaged in the independent practice of law in Chicago for 
10 years. At the end of 10 years I was asked by the American Tele- 
phone & Telegraph Co. to take charge of some of the litigation they 
had pending with regard to electronics. I saw that there was so much 
to be done that I entered into their employment in June of 1915, and 
continued with them until April 1937, when I reached retiring age. 

I then took up this work with the National Association of Manu- 
facturers. They asked me to do so, and I agreed to do so for 3 mont hs, 
thinking that the hearings of the Temporary National Economic Com- 
mittee would be concluded at the end of 38 months. I am still with 
the NAM after 13 years. 

Mr. Bryson. So that you have been actively engaged in patent work 
for more than 50 years. 

Mr. Fork. Yes, more than 50 years—53 years to be exact. 

Mr. Bryson. Longer than many members here have been living. 

I would like to have the record show that I was delighted to find in 
talking to Mr. Folk that he is a native of our State. 

We are very glad to have you here, Mr. Folk. 

Mr. Roaers. You do feel that the definition as given in this section 
231 is sufficient protection to the manufacturers on infringement as 
defined in this bill? 








54 PATENT LAW CODIFICATION AND REVISION 

Mr. Fork. There was no particular objection to that from our com- 
mittee and J think that is all right. 

Mr. Boces. Mr. Chairman, unless counsel of the committee already 
has it available here I would like to get more examples of how this 
change of language from “art” to “useful process” affects the situation. 

Mr. Fox. I merely commented on it very briefly. I should be glad 
to prepare an additional memorandum on the subject if you wish. 

Mr. Boges. Personally I would like to have it. 

Mr. Fox. I would be very glad to do it. 

Mr. Bryson. Yes, if you will, supplement your statement on that. 

Mr. Fo.x. I know that industry as a whole is opposed to the change. 
I do not know why the bar association is not. I am a member of the 
New York Patent Law Association and the American Bar Association. 

Mr. Bryson. If you will supply us with a memorandum on that we 
will appreciate it very much. Thank you. 

Mr. Foix. Thank you for your courtesy. 

(The memorandum requested is as follows:) 





SUPPLEMENTARY STATEMENT RE SECTIONS 100 AND 101 or H. R. 3760 SupMIrrep Ry 
GeorGE E. Fork, ADVISER TO THE COMMITTEE ON PATENTS OF THE NATIONAL 
ASSOCIATION OF MANUFACTURERS 


We are in full accord with the objectives sought to be accomplished by the 
language of sections 100 and 101 of H. R. 38760. That is, that it should be made 
clear that processes may be patentable as such, and that a new use of an old 
invention may also be patentable. This is in accordance with decisions of the 
Supreme Court. We fear, however, that the language of these two sections, in- 
stead of clarifying the subject, becloud it, and may lead to the necessity of the 
Supreme Court giving intepretations to the changed language. 

The present statutes, Revised Statutes 4886 (35 U.S. C. 31), state that: “Any 
person who has invented or discovered any new and useful art, machine, manu 
facture, or composition of matter or any new and useful improvement thereof 
* * *” may upon complying with certain requirements of law obtain a patent 
therefor. Section 101 substitutes the word “art” for the word “process,” so that 
section 101 reads: “Whoever invents or discovers any new and useful process, 
machine, manufacture or Composition of matter, or any new and useful improve- 
ment thereof, may obtain a patent therefor, subject to the conditions and _ re- 
quirements of this title.” 

Section 101 defines the new term “process” as follows: “The term ‘process’ 
includes method, and a new use of a known process, machine, manufacture, 
composition of matter or material.” It is to be feared that this definition of 
“process,” as including a new use, may possibly lead to a construction whereby 
if the new use cannot be Classitied as either a process, machine, manufacture, 
composition of matter or material, it is not within the class of patentable sub- 
ject matter. Such possible construction would not apply if the term “art” is 
retained; since the term “art” has a much broader significance than has the 
term “process.” 

The substitution of the term “process” for “art” did not occur in the commit- 
tee print, nor did it occur in any of the preliminary redrafts sponsored by the 
coordinating committee. Nor did it occur in H. R. 9133. It makes its belated 
appearance in H. R. 3760. 

It is probable that the term “art” was originally intended as a catch-all to 
classify as patentable subject matter what could not be definitely included under 
either a machine, manufacture, or Composition of matter, but which was still 
unew art. It is fortunate that this term “art” gave the court an opportunity, 
as it did, to hold that processes came within the scope of the term “art,” and 
that the new use of certain old inventions likewise came within the scope of the 
term “art.” 

This catch-all interpretation of the word “art” is found in an able and well- 
known publication, Robinson on Patents (sec. 164). 

The Patent Act of 1793, seetion 1, provides for patents by any persons who 
“have invented or discovered any useful art, manufacture, engine, machine, or 
device, or any improvement therein * * *.” This act was in effect until the 
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act of 1886 which provided, in section 6, for applications for patent by persons 
“having discovered or invented any new and useful art, nachine, manufacture, 
or composition of matter, or any new and useful improvement on any art, ma 
chine, manufacture, or composition of matter. * * *” 

The act of 1870 substituted language which is now found in Section 4886 of the 
Revised Statutes above referred to, retaining, however, the term “art 

Thus, in all previous patent acts the term “art” is found as one of the classes 
of patentable subject matter. The courts have construed the term as covering 
a process, and even that the new use of a machine may involve a process 

It is hardly necessary to review the leading decisions of the Supreme Court 
on the subject of what is included in the term “art.” We should not, however, 
lose any advantuge from the often reiterated statements by the Court on this 
subject. This advantage may be lost if the statute drops the word “art” and 
substitutes therefor a new term “process,” with a new definition thereof 

It would seem preferable if in section,101 of H. R. 3760, in the first line thereof 
the familiar term “art” be substituted for the new term “process.” The section 
would then read: “Whoever invents or discovers any new and useful art, machine 
manufacture, or composition of matter, or any new and useful improveme 
thereof may obtain a patent therefor, subject to the conditions and requiremet 
of this title.’ 

Then, to clarify the statutes to comply with holdings of the Supreme Cou 
or what is not inconsistent with such holdings, it is suggested that the term “art 
be defined in section 100 so that paragraph (b) thereof be changed to read sub 
stantially as follows: “The term ‘art’ includes a method or process and a new 
use of a known process, machine, manufacture, or composition of matter.” 

We feel that this subject is of sutficient importance to warrant a careful 
scrutiny before making the changes indicated in sections 100 and 101 


; 


STATEMENT OF JENNINGS BAILEY, JR., CHAIRMAN OF SECTION 
OF PATENT, TRADE-MARK, AND COPYRIGHT LAW, AMERICAN 
BAR ASSOCIATION 


Mr. Bryson. Mr. Jennings Bailey, Jr.. chairman of the section of 
patent, trade-mark, and copyright law, American Bar Associati 

Mr. Baintey. Yes, sir. 

Mr. Bryson. Please identify vourself for the rer ord. 

Mr. Battery. Jennings Bailey, Jr., Washington, D.C. Tam chair 
man of the section of patent, trade-mark, and copyright law of the 
American Bar Association. 

Mr. Bryson. You may be seated, if you like. 

Mr. Bau EY. Mr. Chairman, the American Bar \ssociation Is com 
posed of a number of sections in addition to the association as a whole. 


The various sections, however, are no more qualified to speak for the 
whole association than this committee is qualified to speak fo. the 
whole ¢ Ongress, Nothing is final action of the association until it 
is approved by the house of delegates ot the association. That house 
of delegates meets twice a year, and as a result we have to have a sec 
tion meeting, and then we have to get approval by the house of del 
gates, and the work of the association in some ways is rather slow in 
getting complete approval, 

We hada special meeting of the section of patent, trade-mark, and 
copyright law in Washington not long ago. at which this matter was 
thoroughly discussed for > days, and, as Mr. Ashton snd. mwanyy 
prominent patent attorneys were present at that meeting. 

I cannot express to this committee the positlon taken by the sectio 
at that meeting because there has been no opportunity to present 
that action to the house of delegates, and I am only authorized to 
speak as to such matters as have been approved by the house of 
delegates. Llowever. there have been ra | number of past tions Of the 
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association approving in principle a number of changes in substance 
made by this bill. As to the other changes that are made in the bill, 
so far as I know, as to substantial changes there has been no oppo- 
sition by the American Bar Association, and the bulk of the bill 
merely represents codification in language of the present law. If the 
law is there we do not bother the association asking them to approve 
it, so we have no trouble about most of this bill. We have gone along 
with it. The coorlinating committee made a number of suggestions 
for changes in language which clarified the meaning of various sec- 
tions considerably, and a considerable number of those changes, in 
fact, most of them, have been adopted and appear in the present 
draft of the bill. 

I think I can also go so far as to say that at the patent section meet- 
ing in March there was no enormous opposition to the principle of 
any section in this bill, although there was naturally some opposi- 
tion, and much discussion as to language. 

Now, the patent section of the American Bar Association would not 
consider this a perfect bill, because there are a number of changes 
which have been advocated in the past by the association, and which 
we will ask the committee at some later date to have included in the 
patent laws. 

However, some of them are unquestionably quite controversial. 
The bill, as a whole, is certainly a step in the right direction, and 
in the belief that half a loaf is better than none, I think we can say 
in general that most parts of it, at least, have been endorsed by the 
American Bar Association or merely represent the present law. 

I would like briefly to refer to a few specific changes in the law 
that the association has approved. First, section 3 of the bill, the 
provision allowing an Assistant Commissioner to act in the absence 
of the Commissioner, or in the case of disability. 

Section 115 allowing a single signature to patent applications in- 
stead of the old practice under which we had to have applications 
signed at three different places. 

Sections 116 and 206 insofar as they contain the principle by which 
an inventor who has been improperly included in the application with- 
out fraudulent intent may be eliminated without invalidating the 
application or the issued patent. 

Section 119, the second paragraph which requires an applicant 
claiming benefits under the international convention to file a certified 
copy of his foreign application in the Patent Office. 

Section 121 and the reissue section insofar as allowing the divisional 
or reissue applications to be signed by the assignee but not requiring 
the signature by the inventor himself. 

Section 146 which allows a patentee who has lost in the Patent 
Office to have some choice of remedies on appeal, namely, that he can 
go either to the Court of Customs and Patent Appeals or to the dis- 
trict courts, and the same section which allows a proceeding in the dis- 
trict courts to be brought against the record owners in the Patent 
Office. 

Section 202 defining the intervening right in the event of the reissue 
of a patent, and section 203 insofar as it revokes a present rule that if 
one claim is invalid the whole patent is invalid, or requiring the appli- 
cant to file a disclaimer. 
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Mr. Chairman, those are the substantial changes which the patent 
section of the bar association has approved. 

As to specific changes in language which have been suggested to 
the coordinating committee, and most of them have been adopted, I 
would not want to burden the record with them here. 

Mr. Bryson. Did your section sit in with the coordinating com 
mittee ¢ 

Mr. Bartey. Yes: we had one or two repersentatives at every meet 
ing of the coordinating committee, and they 
tion to everything we had to say. 

Mr. Rocers. Mr. Chairman. 

Mr. Bryson. Mr. Rogers. 

Mr. Roeers. Do I understand the things you have outlined have 
been approved by your committee and were also approved by the 
house of delegates of the bar association / 

Mr. Battey. Everything I stated has been approved either by the 
house of delegates or in an earlier procedure by some other body of 
the American Bar Association. 

Mr. Bryson. Thank you very much. 


gave careful considera 


— 


STATEMENT OF CECIL C. KENT, FETHERSTONHAUGH & KENT, 
WINNIPEG, CANADA 


Mr. Bryson. We have a distinguished visitor here from Canada, Mr. 
Cecil Kent. Mr. Kent, will you come around and will you identify 
yourself for the record ¢ 

Mr. Ken. Yes. My name is Cecil Kent, Winnipeg, Canada, and 
I would like the opportunity of speaking to Mr. Bryson’s bill on my 
own behalf as a patent attorney and as a reader and student of the 
philosophy of patent law. 

Mr. Bryson. Do you have a prepared statement ? 

Mr. Kent. Yes, I have, Mr. Bryson. 

Mr. Chairman and gentlemen, | greatly appreciate this opportunity 
to testify on behalf of Mr. Bryson’s bill H. R. 3760. As a Canadian 
patent attorney registered to practice before your Patent Office, | 
represent a number of Canadian manufacturers and private inventors 
who have applications pending in this country. That is because our 
economy is very closely related to yours. And our Canadian patent 
law is also very similar in a general way. 

Now, this bill is significant in that if it becomes statute law in any- 
thing like its present form, I understand it will represent the first 
major revision in the United States patent laws in nearly 80 years. 
(nd if it becomes statute law it will, in my opinion, provide a vitally 
needed stimulus to free creative enterprise. Society and its tech- 
nology has gone through profound changes in the last 80 years, pro- 
founder possibly than in the preceding 350 or more years. It has 
been a period of great industrial expansion and your Patent Act, to a 
useful extent has, I believe, assisted that expansion. The last 20 
years, however, have seen a very pronounced modification of the prev! 
ous expansion—a modification that is in favor of increasing security 
and protection for the individual in society, but of course at the cost 
of increasing taxation and governmental control. It is not my inten 
tion to criticize this trend, but simply to suggest that it tends to stifle 
creative or inventive ingenuity, for it is necessity which is the mother 
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of invention, and any measure which can be enacted which will offset 
the inertia caused by too much protection and by too much time spent 
on filling out forms, and so forth, should be encouraged. When 
material progress is arrested for any reason it is seldom merely 
halted, but is more often in some way or other thrown into reverse 
gear. Living processes, including human society, never stand still. 
It either advances or declines in terms of the over-all pattern aeccord- 
ing to all we have been able to observe scientifically and historically. 

Now, in two important respects, Mr. Bryson’s bill, in my opinion, 
paves the way toward a more mature and scientific way of thinking 
about patents in our present-day industrial society. One of these 
concerns the concept of invention. The other which is the last para- 
graph of section 112, concerns the use of functional clauses in patent 
claims—something on which I have already had a good deal to say in 
various writings and before meetings of patent attorneys in this 
country and Canada. So it is to these subjects—concept of invention 
and functional claiming—that I would like to address the main por- 
tion of my testimony. After that I would like to be allowed to pro- 
pose an amendment to the section of the bill covering design patent, 
section 511. 

The subject matter of my testimony therefore falls into these head- 
ings: 8 4 te oncept of invention,” (2) “Functional definition in patent 
claims,” and (3) “Scope of protection for design patents.” 

In talking about invention, I would like to do so as a patent attorney 
who became a patent attorney {18 or so years ago) as a result of some 
slight aptitude for inventing mysef. IT was also interested in deserip- 
tive writing, psychology, and logic, and so, although I have never 
patented anything to speak of myself, L have made many patentable 
improvements for clients as well as thinking up a number of ideas of 
a nonpatentable kind. Most significant perhaps to my testimony this 
morning is that in all the inventions I have made or worked upon for 
others, the personal history of its evolution has always held a fasci 
nation for me. Besides reading extensively on the subject, [I have 
subjected a number of my ideas to considerable introspect ive analysis 
to try and find their germinal points. 

Asa result of all this [ have formed certain ideas about the so-called 
inventive act. Or rather, it would be more proper to say, I have 
independently confirmed what I am continually finding out are the 
views of scientists, psychologists, and so forth, namely that words 
like “invention.” “creation,” and so forth, have become surrounded 
with an enormous enveloping cocoon of metaphysical hocus-pocus. 
Scientifically, the simplest explanation of the whole phenomenon of 
so-called invention is that change is going on constantly and unceas- 
ingly everywhere, all the time, in ourselves and the external world. 
But most of these changes are very slow. So we do not notice their 
infinite gradualism. We only notice, from time to time, the accumu- 
lated results of a period of slow persistent change. And when one 
person, say a scientist, first feels the effect of a series of imperceptible 
changes in some aspect of nature and remarks on it, the layman may 
think it’s hardly a change worth considering, while other scientists 
will agree that it is a highly significant change which has taken place, 
and a highly penetrating observation or set of observations which 
revealed it. So with inventing, when it comes to making practical 
use of a totality of many little changes, new practices, and so forth, 
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assiduously observed and absorbed by a given Investor, al cd SOK iet Vv 
grabs at that use, I think that invetor should be given a patent if it is 


possible to do so, and moreover that such a patent should be made 
somehow Ol other to stick, and not simply hy a government lly Siulic 


tified fraudulent piece of paper. 

Now I take it that the intent of the definitions covered VV section LOU 
in Mr. Bryson’s bill and the conditions for patentability covered by 
section 103 have been drafted in the hope of eliciting reactions Trom 


the col rl which are more benevolently disposed toward patented 1deas 


which may ordinarily appeal slight. unspectacthiar, a Lt HOt espe | \ 
remarkable to the judicial kind of mind. If that is the purpose of the 
section | can well agree that as presently worded they may represt 
the best COn promise uf this Lite, 

If sections 100 and 103 are embodied in a ne W patent statute, e) 
fo me they should have the desirable effect of directing ye r cou 
to the newer. more mature orientation which OvLitaye ( Yo re 
toward free but protected creative enterprise our moder) cust? 
Ssocr1et \ With these sections made law and with wsslauou pu 
educat m by way of good magazine urticles by menibers of thr 


profession and the inventive public, T can see a future of more har 


monrous cooperation between that small but mmenseiy Vaiunbvie 
creative body lh socrery and the mu I arevel nsumine body. | plo 


now. | should not Sav that o the whole t ie relations! p has been too 


vood, 


Mankind is by nature predatory and the numerically small, pet 
ceptive, and sensitive advanced elements of mlety Who wi call ere 
ative, such as artists and inventors uid it surpris Yr how many 
Inventors have been artists: Samuel Morse, Fredric Ives, Lo 
Dacuerre, Leonardo ada Vine, al d SO forth they have bee} eas) 
victims. Added to this is the fact that one purpose of the court 


Is to Inter} ret the inchoate will ol society In the ma ~ and thus the 
prol lem Is admittedly L thorny one, Independe tiv ol all this 

have the added consideration that courts are probably seldom innatel 
orientated toward art and invention to any experiential exte 

Judicial minds, or at any rate those which aspire to the bench, are 
more concerned with synthesis sumeness find ny while the inventor 
Vsis m the hope of difference finding. 


Svnthesizing ability Must be pe ssessec by judges nt ah qaegoree to 


‘ 


more concerned with ana 


aiscover those prin ples of sameness nh prince] le which dwell ! 

ipparent differences, It 1 very necessary that judges be able to 
; ; . 

notice those Teatures of sim larity, or sameness, In each new issue that 


omes up before them 30 they ch app \ the nearest law w th i 
mum of change and bring the problem within its scope. But this 


ssuine tel deney to look fo. the similarity ot pattern Is probably aft the 


erux of their difliculty in appreciating a patented invention or an 


nvention sought to be patented, Ko} the invent ”. DV contrast. 1s 
concerned with detecting the re ferences which dwell] ] apparent 


~ milarit eS, | do not W sh to imply exXiuct pola tv oO} oppor teness 


between synth 
inallof us. I only wish to emphasize t 


tive actlvitv., creative activity, pre bably involves more analysis tian 


SIs and analvsis. These abilities of eourse are mixed 


hat in over-all terms. invei 


synthesis iT the actual mel tal steps could be analvwzed, while w th 
judicial reasonin 


‘ 


r processes the ten leney is the other way. I) awora, 


KGHORR 1 ser. 9 
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the inventor introduces change (improvements) on the level of fact 
while the courts deny it is an improvement on the level of language. 

For one of the outstanding examples of destructive sameness finding 
in recent times, I commend you to the observations of Mr. Justice 
Douglas in the Supreme Court case of Great Atlantic & Pacific Tea 
Company V. Super-Marke t £ quipme nt Corporation, of December 
1950. In that opinion the granting of a number of minor patents of 
considerable commercial utility but low inventive novelty (all more 
than 50 years old, incidentally) was most strongly pore and 
so I would like to draw attention to what I think may be an oversight 
characterizing this sort of familiar disparagement of small inventions 
and gadget patents by the courts and others. It is this: 

If it hadn’t been for a host of minor patents issuing week in, week 
out, building up coral islands of technologic know-how, this one 
patent which gets it in the neck by the Supreme Court might either 
not have been invented, or else might quite conceivably be considered 
only the remarkable but fanciful contrivance of an ingenious psycho- 
tic, having no practical utility in a patentless society. I think you 
will all agree that our society would be very different but for the in- 
centive of the patent system. Iam not urging that the patent system 
has been an unqualified boon to mankind. I am simp ly suggesting that 
society would have been different and most people, 1 believe, take it 
for granted that it would be less technologically advanced. 

So you see, the slight patents of today so often contemptuously dis- 
missed as “trifles.’ “gadgets” are really the cumulative result of a 
reservoir of earlier and equally slight inventions. A tremendous 
amount of all we see around us today in our material culture had its 
origin in the Patent Office. 

Not all made money—only a very little made money, but a great 
deal of the rest, insofar as it was good copy for magazine editors, 
science writers, and so forth, found its way into the general knowledge 
of the more technically minded, some of whom used it to make further 
patented inventions, and so on. Our accumulated creative know-how 
as it exists today is the end result of this continuous, dynamic process. 

So, since Mr. Bryson’s bill introduces a newer and more benevolent 
concept of inventing, it may be rewarding to try to understand not 
What inventing is, but what the class of persons we call inventors, do. 
When following the activity we must call inventing (for want of a 
better word), I incline to agree with C. Spearman, a psychologist 
whose work I shall refer to presently, that essentially what we do 
when engaged in the so-called creative act is to take two or more 
similar or different ideas or objects known to us and observe their 
relationships when put together or tested together in various ways. 
We notice what significant and different happenings take place 
through their being together in various quantities, positions, or when 
moved with respect to each other in different ways or at different 
times. Thus some primitive ancestor of ours, by p lacing a stick and 
a stone together a certain way, and rotating the stick, was able to 
produce the result we call fire, in a new way. Almost certainly he 
was not sear¢hing for a way to produce fire. It is far more likely 
that the discovery was an accidental one, stumbled upon during play, 
like most primitive inventions. 

But the point is that we tend to notice what happens when two or 
more things are put together in a novel manner or when we subject 
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{wo or more abstract ideas to a mental-relationship analysis. And we 
ask, “What possibilities have these happenings!” ‘Then, as possi- 
bilities emerge, we construct, either in our minds or on paper or with 
materials, structural refinements which will help these happenings 
to occur again more efficiently and with more regular predictability, 
‘These again we analyze and accept or reject in increasing profusion 
until we reach what we choose to consider a conclusion, 

Viewed in this step-by-step way it would appear that in terms of 
quality there is little ditference between a so-called oreat imvention 
and a small invention, although in terms of quantity—or the actual 
number of individual steps—there can be a very big difference. And, 
of course, each step ina long and complicated succession of individual 
steps would involve the additional mental process we call by such 
names as Judgment, reasoning ability, and so forth. 

So my belief is that so-called inventive ability Is mainly a matter of 
how much background knowledge a person has soaked up and cal 
force himself to usefully recall—this, plus a “set” or orientation 
toward the idea on concept of change rather than the concept Of 
stabihty and unchangeability. There is quite an extensive literature 
on the nature of creative thinking which I believe this committee 
might read WV ith considerable profit tov ard clarify Ing this matter of 
inventive genius. Here is ashort list: 

1. Your Creative Power, by Alex F. Osborn (of the well-known 
ndvertising firm of Batten, Barton, Durstine & Osborn). 

~. How ‘To Think Creatively, by Elliot D. Hutchinsen 

3. Productive Thinking, by Max Wertheimer. 

tL. Creative Mind, by (, Spearman, 

>. The Art of Thinking, by Ernest Dimnet. 

6. Invention and the Unconscious, by J. M. Montmasson. 

7. An Anatomy of Inspiration, by KR. Kk. M. Harding. 

oS. The Psychology ot the Inventor, by Joseph Rossman, 

9 The Creative Adult, by Huohes Mearns. 

10. The Art of Thought, by Graham Wallas. 

1 would also draw to your attention the following articles: 

The Relation of the Seientifie Hunch to Research, Platt Journal of 
(‘hemical Edueation, page 1969, October 1931. 

Article n Journal of the Patent Office Society of Jar wary L945, 
June 1948, January 1950, and February 1951, by C. C. Kent. 

Kven a cursory reading of a few of the above titles will, I think, 
convince any ol you who had any residual doubt, that the attitude 
toward creative or imaginative activities of the mind, by scientists, 
} svchologists, anthropologists, etc., is not the metaphyst al one which 
some judges appear to have, Neither is it the almost completely 
negative one which other judges exhibit. 

1 should perhaps remind you that the idea of inventive venlus 
that something beyond newness and usefulness wis unk own in the 
(United States until 1850, and then it only came to be a factor in 
decisions following the leading case of J/otchkiss v. Greenwood. and 
not by any legislative enactment on the subject. But that decision 
provided a precedent which could effectively demolish and patent 
\lexander Bell's telephone patent, Marconi’s wireless patent—any 
thing, Let’s take for example the invention of the Diesel engine by 
Mr. Rudolf Diesel. If an uncharitably disposed supreme eourt 
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(your Supreme Court or the Supreme Court of Canada or its equiv- 
alent in Kkngland, for ptiocetic, should have got its hands on the 
Diesel patent it could easily have denied “inventive genius” to the 
combination which constituted the invention by asserting something 
like this: First, that the idea of compressing air to the point where 
it would ignite a charge of fuel was nonhinventive since everyone W ho 
had ever used a bicycle pump knew that air heats up when compressed, 
Secondly, that the amount of fuel mixed with a given volume of air 
was merely a matter of critical percentages well within the experi 
mental skill of a chemist who, by a merely routine set of tests could 
easily determine the conditions of optimum combustibility. 

‘| hirdly, as to the forced injection of tn fuel, the courts might have 
said: “What could be more obvious than that? Things like liypo- 
dermic syringes have long been known for injecting liquid charges by 
piston and cylinder means.” Well, that is just a suggestion as to how 
the immensely valuable Diesel patents might have been invalidated 
and I can assure you that such arguments could be applhed to every 
great patent which has ever issued without exception. My brothers 
in the patent profession will, of course, remind me of the powerful 
body of case law which prohibits the building up of a mosaic of 
anticipating structures to defeat an invention or a patent. That is 
true, but what Iam concerned to show here is that every big invention 
is really only a quantity, a plur: ality of small inventions. If I can 
succeed in satisfying you of that, then I think it would not be difficult 
to satisfy yourselves that an invention cre wh a ts only one or two 
steps, or at any rate only a few steps should, if valuable in its results, 
be as fully entitled to a valid patent as one involving a long chain of 
steps. 

‘To coin a set of aphorisms: 

1. All that mankind can do is to rearrange what he finds in the 
world. 

Scientifically speaking we do not “invent.” 

+. We can only reorganize known structures and thereby produce 
ae relations. 

These new relations can produce new results. 

You see the essential prerequisite to making a practical, successful 
invention, as in solving any scientific, legal, busine ‘ss, Or any practical 
problem, is to ask oneself the right questions. That sounds easy but, 
“ fact, it is often Insuper: ably difficult. It is in the formulation ot 
the exactly right set of questions that the creative act really lies, 
whether it be a piece of predominantly creative synthesis or a piece of 
predominantly creative an: os we are working on. For you cannot 
five a prec ise answer to a Tague question. But that’s what most of 
us spend most of ne the and, of course, We get vague aliswers., 
Unsuccessful inventors get vague inventions—unsuccessful, imprac 
tical inventions. But when we ask precise questions, the answer is 
generally at hand. It appears often as if by magic, and it’s so easy 

label a thing or solution “obvious” after its accomplishment, It 
generally is obvious. But we fail generally to realize where the real 
merit lies—in the formulation of the problem—before its structural 
solution could be arrived at. 

Consider Newton’s third law of motion for example. (Nota patent 
able invention, but a good example.) It states: “To every action there 
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is an equal and opposite reaction.” Well, in a sense it’s the very last 
Not only mankind, but every moving organism 


word in oby lousness, 
makes use of the law con 


in nature “knows” it, in the sense that it 
the squirrel when it jumps from branch to branch, for 
But Sir Isaac Newton, with our human faculty for languag: 
ing, asked an Ingenious question. The question Was: “Can it be 
reaction 4” Hay 


Plain 
that for every a tion there is an equal and opposite I 


stantly 


stance, 


ne asked it, it was easy to establish by experiments that sue] Vas 
ndeed the case. Ile probably put to himself numerous prel tH ! 
questions of course. But the affirmative proof of the final questio 
cornerstone of Newtonian physics, and was revolutionary . 
consequences, ‘| he formulation ‘of ra | progressive sel of Col 
precise quest ons (even though we are generally not CONSCIOUSLY a ar 
of dome BO}. 18¢ | belie ve, of the essence of s entifie « ( ‘ \ 
vention, 
Gentlemen, you will w derstand that | speak preconibhantiy Tr ( 
mall manufacturer and the private inventor, I am not interested 


° : 4 | -. 
he great corporations, for whom I should imagine the 


md ! 
state Is all too well suited. 
. } 4 } 
cause of the technical com] 


Its present It is well suited to the 
cumstances of the great corporations be 
out of Tt! 


It ot patent law and the high cost of litigat On arising 
complexity. Furthermore, it is becoming increasingly the case that 
it is only the wealthy corporations which can produce ideas likely to 
lead to valid patents. This is because they have vast research fac 
ties. ‘The small manufacturer and the private inventor, on the ot! 
hand, are greatly handicapped, Phey ire handicapped i ho less 1 
three ways. First, by only being able to draw on a personal ba 
rround of knowledge or that of a limited staff, and experiment { 
eavel facilities so that there is less likelihood of the deve Opment of 
thy worth-while pate table invention. Second. a rosate + al tainer 
is less likely to be held valid throug! ts probable create Sin} 
MVIOUSNeSS, I rd, the economic d sadvantage suffered the st 
ISIN) resulting in lack of advertising and distributing | 
ipital « lipment, et 
I would like to advert | my eal r rererel Oud ms \ 
ti patent system—-without a system for rewarding te ( 
ns. I am iware that some antagol sts of the patent syste e TO 
OT saving that society would be mucl Sit is had prate a 
beeh pistituted. Very oby ously It IS THipOoss ble tO prove or a 0 
Che assertions, | only suggest that such | proposition S its t 
to be the case “as if would be if the idea of the lolnt toc} oOllpanys 
shareholding corporation—had not been thought of. But even if it 
idmitted all that has been invented and commercially adopted Wo i 
have been invented and adopted Ina patentless SOK jety even if this 
he admitted. please considel all the Viist wealth ot 1denas, suggvestiol 
unl so forth, contained in the printed publ cations or patents I 
uloptecd ‘Omer ially Only i very small percentage « ft vs Pp 
ented get taken up Commer lally. Phere isa tremendous waste ] ist 
there is in hature, duit vet, because ot the patent office }) iblicatio 
system it Is by hnomeans a con ple te Waste on a more mature vie Ie 
most of the sO called unsuccessful patents Conta. In one wav o 
other, valuable leads to those who come after. Because we ( 
tors were ¢ si 


patent system, in vour country and in mine, Inve 
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to publish their inventions in exchange for getting a patent and the 
hope of gain which went with it. Without a patent system what incen- 
tive would there be for this army of inventors to publish their ideas so 
that one in a thousand learning selectively from the others might 
develop an economically valuable invention. The 700 to 1,000 patents 
a week which have been issuing week in and week out, year in and 
year out for the past 50 years or so, are repeatedly scrutinized by 
science writers for the popular-science press, which alone has a 
monthly sale today of nearly £.000.000 copies. These inventive in- 
crustacea, these technologie coral-island builders, with all their unsue- 
cessful but duly published ideas, when taken collectively, are every bit 
as vauable as the so-called inventive genius. Without them he couldn't 
be the genius he is hailed to be. Just as Andre Malreux says in his 
monumental History of Art that the only inspiration for a work of 
art is an antecedent work of art, so the only inspiration for an inven- 
tion is an antecedent invention, And that seems to me to point up the 
crucial fallacy in the reasoning of people like Mr. Justice Douglas in 
his dismissal of the ostensibly slight invention. Such searing denun- 
clation can wither independent creative enterprise no end when you 
consider the extent to which it is given publicity. I said just now 
there is a colossal mortality in the world of invention. Yet up to now 
it had survived (albeit to an attenuated extent). But like a species 
in nature, mortality can commence to run against survival. This 
happens when conditions become too precarious to make life worth 
living. We are in danger of this happening in the patent system. 

Mr. Bryson. Mr. Kent, I am not sure that vou understand the situa- 
tion here, but we were advised this morning by special notice that the 
bill which is under debate in the House now would require our presence 
on the floor. 

Mr. Kenv. Yes. 

Mr. Bryson. It is now 12:15, and the members will have to report 
to the House. 

Mr. Boges. Mr. Chairman, so that the present witness will not have 
to come back I suggest that his entire statement be incorporated in the 
record. 

Mr. Bryson. Yes, we Ww il] be pleased to have your entire statement 
inthe record. If you would like to do that you may do so. 

Mr. Kenr. I would like to. Mr. Bryson. 

(The balance of Mr. Kent’s statement is as follows :) 

Up to now the high mortality rate among patents has probably been no higher 
and the cost no greater than the cost of mistakes written off to the average expe 
rience an dencountered every day in business and in life generally. The only bad 
thing about it is the false promise of validity which the otherwise commercially 
successful patentee gets taken in by. That is bad. And it has most eloquently 
heen argued by Ford W. Harris, in the Journal of the Patent Office Society, No. 
12, volume 32, December 5, 1954. I wonld like to read some extracts from this 
paper: 

“The public has little interest in whether or net these new things were the 
result of a flash of genius or the result of long and expensive research and 
development The benefit to the public does not, in any degree, depend upon 
how the new things were produced. Morcover, the public is the ultimate 
judge of the value of the advance. Unless the new thing is substantially 
novel and useful, the public will not use it Onur troubles started years ago 
with Atlantic Works v. Brady (107 U.S. 192, 27 L. Ed. 488), which held “it 
was not the intention of the patent laws to grant a monopoly for every 
trifling device, every shadow of a shade of an idea.” This statement was 
approved in Thompson v. Boisselier (114 U. S. 1, 29 L. Ed. 76): Western 
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Hiectrie Co. v. Rochester Tel. Co. (145 Fed. 41), and other cases over the 
vears culminating in Cuno Engineering Corp. \ jutomatic D. Corp. (314 
U. S. S84, 86 L. Ed. 63), in which it was said that ‘the new device, howeve: 
useful it may be, must reveal the flash of creative genius, not mere the 
skill of the calling.’ The Cuno case related to the cigarette lighter now 


found in substantially every automobile, and the words ‘however uset 
appearing in the Supreme Court's opinion tacitly recognized that this device 


was very useful. As far as the benefit to the public was concerned f 
course, made no difference whether or not the new thing was the result of 
flash of genius, and the public has certainly benefited by the ne ight oa 
very great extent. There is no very logical basis for the objection t { 
ents on trivial inventions: that is, inventions that are merely small cor 
butions to the art if the step in the art is of no value to the publi f 
public will not use the invention and the patent is a harmless nullity f 


the public finds a trivial invention useful in any degree, it will pay for the 
use of it to an amount proportional to its demonstrated utility nd it is 
more than fair that it should do so. On the other hand, the value of a1 
step in the art is very hard to predict in advance After the pute! is 
ssued the degree of public acceptance may fix its value 

“Established industries move in small steps and not by flashes of get 
and progress by such small steps should be encouraged by patents 
hard to understand the courts’ abhorrence for such small steps. However, 
if we agree that there should be some floor to the degree of util ty tis en 
tirely unnecessary for the Patent Office to use the fiction of invention to 
establish and maintain it. The Patent Office is fully empowered by R. S 


4893, 35 U.S. C. 36, to screen out and refuse to issue trivial patents as, unde 


this statute, the Commissioner is empowered to refuse to issue a patent on 
any invention if he considers it is not sufficiently useful and important to 
merit a patent. This is exactly what the average rejection for lack of 
invention over the prior art means. The examiner tacitly admits that the 
application has made a step in the art but holds that the step was not of 
sufficient extent to merit a patent. Now it is entirely fitting and desirable 
that the Patent Office should retain this power. An examiner is the sole 
bargaining agent for the people of the United States in negotiating with 
applicants for patent. Every application is an offer by the applicant to 
allow full particulars as to his invention to be made public in return for 
the allowance of certain claims presented in the application, and the ] e 

application proceeds by a series of offers by the ap- 


cution of the aver: 








plicant as to claims he is willing to accept as his price for the bargain 

“Kt is obviously proper for the Commissioner, through his «d puty, t I" 
fuse to make a poor bargain for his principal, the public It is strange that 
if the Commissioner refuses to make what he thinks is a poor bargain, we 
are now able to go to the courts and ask them to make such a bargain If 
any person offers to buy anything else from a Government agency and the 
agency refuses to make the bargain, he cannot take the matter to iv 
court Obviously, it is my opinion, the Patent Office should abandon re 
jections for lack of invention over the prior art but retain and exercise its 
right to reject claims on the ground that, in the opinion of the ex: 1 
the invention claimed is not sufficiently useful and important to met 
patent I also think that such a rejection should be reviewable by the Boa 
of Appeals but should not be appealable to any court In other words, I 


think if the Patent Office decides it does not think it should make the pro 


posed bargain, that should settle the matter. 

“The applicant would be only negatively injured by such a refusal to grat 
a patent. His invention has been maintained in secrecy during the p 
ency of his application and if his application is rejected no disclosure is 
made to the public. He is exactly where he was before he made his apy 
cation. He has failed to make a bargain and therefore, there is no contract 
to rescind or reform 


“Practically there is very little harm resulting from the examiner's hiding 
behind this fietion of invention except that arising from waste of time in 
arguments over the rejection for lack of invention which are upon a meta- 


physical plane; metaphysics in this, and other cases, being merely one pe 
son talking about something he does not understand, and cannot prove, to 
another person who does not understand him and cannot disprove what he 


Says, 
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“Great harm, however, is done by the courts under this fiction. An ap 
plicant has made an advance in the art and convinced the Patent Office that 
his advance is sufficiently useful and important to merit a patent. A bar- 
gain has been made, the applicant’s price has been paid by the publicizing 
of his invention and he has obtained a patent containing some claims. (But, 
notwithstanding this bargain, if the patent is involved in litigation) the 
court simply considers de novo a question already decided by the Patent 
Office and if the court decides that the patent was invalid due to lack of 
invention over the prior art, it is simply holding that the Patent Office made 
a poor bargain. It rescinds the bargain, takes away the patentee’s rights 
due solely to a mistake in judgment by the Patent Office, the applicant not 
being at fault in any way. Of necessity, it allows the public, whose agent, 
the Commissioner, made the hargain, to retain all the advantages arising 
from the bargain, since the applicant’s invention has been fully disclosed to 
the public. The inventor has lost due to a triple play of the legislative to 
the administrative to the judicial departments of the Government. Con 
gress promised to vive hima patent if he conformed to certain statutes, the 
Patent Office checked to see that he so conformed, and the courts nullified 
the whole deal.” 

The patent records old and new are being scanned by searchers by the hun- 
dreds every day year in and year out, the purpose of which can roughly be put 
under these headings: 

1. On behalf of inventors who believe they may have a new idea. 

2. By engineers, ete., in search of ideas. 

3. By science publishers who publish collectively around 4 million copies 
of Ilagazines per month, as | have already stated. 

t. By attorneys searching to find anticipations to defeat patents already 
granted, 

The last form of searching, in my opinion, is wrong And my contention is 
pretty much what I take to be that of Harris, whom I have just quoted, although 
it is not exactly in line. 

My suggestion is this: That the great body of technical know-how in the 
United States Patent Office, should remain available to public study as it is now, 
but that it should no longer be citable as prior art, unless, it is under 25 vears old 
I mean it should no longer be possible to support the refusal of a patent solely 
by the production of any printed material published more than 25 years ago 
You will thus recognize that | would allow the repatenting (subject to some 
restrictoins which could, I think, only be satisfactorily elicited by study) of 
anything which was a practical, modernized version of a patent, publication, 
etc., more than 25 years old, provided of course that any public use of the pub 
lished or earlier patented idea had also been abandoned for more than 25 years, 
and provided that such repatenting would not be permitted until the modernized 
device were actually on the market, and then only for terms varying, L should 
say, from 1 to 5 years at the discretion of the Patent Offic Intention to 
apply for a repatent would have to be made, say S months ahead of a contractual 
manufacturing date, and a bond of indemnity for 1 
to be posted. Intention to apply for repatent would 
thoroughly published to the trade so that the regrant could be opposed on pro- 


1 » 


duction of proof of user or publication Within the last 25 years 





wnperformance micht have 


also have to be well and 


Whether the proposals [ have just sketched would stand up to the rigorous 
analysis of a panel of experts seriously considering them remains to be seen 
All the same, [ am surprised how well they have stood up to the objections which 
have confronted me in a desultory way during the years since L first formulated 
the proposal. You see, it is as Mr. Harris, whom I have been quoting, said, 
that the public has little interest in whether a new thing is a result of a flash 
of genius or how the new things were produced. I don’t think the public either 


cares when the new thing was originally produced As a matter of fact, I think 
that what Dr. Samuel Johnson said about story-writing is very applicable to 
inventions, that if it’s good it’s not new, and if it’s new it’s no good And this 


whole question of newness, what does it mean anyway? To whom should an 


invention be new? Why should an invention have to be new in the fictitious sense 
of being “unborn knowledge” on both the scientifiC and the popular levels? 
Wouldn't it be of more benetit to the public if the word “new” in the patent 
sense meant “information currently or recently made available to the public 
in concrete manufactured form’ ? 

My proposal of terminating once and for all the Patent Office citation of what 


I call ancient anticipations would permit the regrant of patents for short 
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food departments of both Canada and the United States. Operating their in 
vention secretly, they are supplying peeled potatoes to a number of large con- 
cerns such as airlines, railroads, ete. Without consultation with patent attor- 
neys, but evidently based on their appraisal of the worthlessness of the patent 
system through their reading of newspapers and professional journals, they de- 
cided not to patent but to keep their process secret. Only just recently have 
I had an opportunity of interceding, | hope successfully, before they are barred 
under the 1- and 2-year provisions of the United States and Canada, respectively, 
to suggest that they at least apply for patents before it is too late, if only in 
view of the impendency of a new patent law and a better deal for inventors, and 
pointing out that they can at least withdraw their applications and thereby try 
to preserve their secrecy later on if they still prefer to do so. 

I can so well understand the position of these inventors. They so well exam- 
plify the dilemma in which the small-business man finds himself. The big 
corporation has these three distinctive advantages : 

1. A much greater possibility of making inventions which will rise to 
the heights required for patentable validity by the courts through greater 
research facilities. 

2. More money to prosecute infringement violence, and to defend them 
selves against any infringement they desire to embark upon 

3. Economic advantage, that is to say, mightier distribution systems, 
advertising resources, and manufacturing assets 

However, the only feasible amelioration of this imbalance in favor of the 
smaller manufacturer and private inventor would appear to be valid patents 
for slight improvements, equally with the big corporation. In this connection, 
of course, your courts have said a number of times that the Constitution did not 
contemplate getting protection on every slight improvement. Well, of course, 
what is meant by “slight improvements” depends on time and circumstance, 

Probably your founding fathers did not contemplate the modern industrial 
state. They could hardly be expected to any more than we can be expected to 
contemplate society 150 vears ahead from now But, contemplating the constitu- 
tional clause as suggested by Mr. Carl B. Lutz in his article in the Journal of 
the Patent Office Society for February 1250, one is struck by the suitability of 
the language used, to our rather technically refined patent needs of today. As 
you know, the clause reads: 

“The Congress shall have power * * To promote the progress of 
science and useful arts by securing for limited times to authors and inven- 
tors the exclusive right to their respective writings and discoveries.” 

Well, the burden of Mr. Lutz’ clarification of this clause: That there has been a 
wrong emphasis, or a wrong coupling up of the word “science” with the words 
“inventors” and “discoveries.” It is his contention by contrast, that the terms 
which should be coupled up fall into two groups. The first group is the words 
“science,” “authors,” and “writings.” The second group is useful arts, inventors, 
and discoveries, Mr. Lutz would therefore have the clause read as follows, 
insofar as patent rights are concerned : 

The Congress shall have power * * to promote the progress of 
useful arts, by securing for limited times to inventors the exclusive rights 
to their discoveries, 

Then, obviously, so far as contributions in the more exalted field of science are 
concerned, the clause would read: 

The Congress shall have power * * * to promote the progress of 
science, by securing for limited times to authors the exclusive rights to 
their writings 

I suggest, from the point of social practicability, that is what may well have 
been intended, If so, it seems to have been lost sight of, although a persuasive 
answer to the strictures of Mr. Justice Douglas in the A. & P. case which I have 
referred to already. 

In our society we have two forms of registration. One is compulsory regis- 
tration, a practice whereby the State may know what is being done by whom 
along a given line, and that compliance has been made to certain requirements. 
The other form of registration is elective registration, In this case the regis- 
trant, by a voluntary submission to authority, abrogation of certain freedoms, 
loss of certain advantages (in the case of inventions, secrecy) may gain other 
immunities and rights after examination of his right tothem. Ina good elective 
registration system, such as that governing trade-marks and copyright, this 
right eliminates the continuous need for anxiety and vigilance. There is a spirit 
and a flexibility to these forms of registration which breeds a feeling of security 
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and freedom to operate Such a feeling of freedom is utterly lacking in the 
patent system 
Careful meditation upon the definitions in section 100 and the conditions for 
patentability in section 108 of Mr. Bryson’s bill, as now amended, read in com 
arison With the present patent statute eive one a Ter r of cau us op 
If the present bill goes throuch, a somewhat more bene ent t } 
ecorded by your courts toward patents on inventions which are 1 nis 
earlier crudities even though ostensibly slight 
C‘reative imagination is tl baie tv of ce niurin past experienc a ! 
m, and fitting or relating them in new and often fantastic ways In o 
i’ LTeSSIVE, € overted, but iniXle ridden society it 1 too ‘ rok pon 
sa kind of uspect ability sormew h frowned on \ 1s I 
hat should not be too much encouraged So-called efficien set sto reg ( 
s all but complete suppressi Ieut the point I a ding 1 rh 
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tent that 1 has develoy 1 succes f invention ra } 
nventions, a2 person who has exercised other leavening infl 
primitive imagination These influences we hold in hi este 
We cu them by such hames as energy, superior reasonil il Vy, res 
Oss, persistency, and contidence But, more than anything else ‘ 
commercially successful inventor has combined creative imaginath | 
isoning power and high discriminatory ability He is discipline ye 
tv, a pers who has shown himself able to bridle this d is, * ew 
disreputable faculty called creative imaginatio He is a cor ollec 
erated person who has passed the test of a very exacting, capricious, cons 0 
public. Why should his position, under these circumstances, be more pre¢ 3 
than that of an artist or an author holding copyright in a picture, play, Ok ? 
Why should he be discriminated against more than, say, manufacturer wl 
by nothing more than the making and selling of a Common article, has ep able 
to build up a valuable good will and preference for his make of the ‘ 
through the virtually unassaila monopoly-owners! r eSS OMe 
svmbol or design—that thing which we ca trade-mark 
Let us try and talk less nonsense about patents, including that which first 
dis Sal ! mplies contemporary validity to outworn statements s 
sed by some proponents of the ent s¥s 1 refer part llurly ( ew 
hown ‘ ne (Com ie I reh, whe in = quoted i 
Story of the Ameri 1 Patent Syste U.S. Depart ‘ of Cx e, L440 
ted 
The advancement of the arts, from year to year, taxes our credulity and 
seems t resage tl i! f t peri whe! ul ! ‘ 
end 
rhis : ‘ ged 1 ‘ ‘ \ Cor . ! P 
W193 eave up hi | ae } elie a st 2 It eve } 
nvented 
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(it it dite pautent-system Sense of the w i { it least in the Supre 
Court s eof the word) According to the formu of} r-art searchil \ 
t ! lie ~ ~ POLlOW, There Te! ih thie eXamil ‘ t ¢ 
cipation for or is just i in getting « isiastic t if we ‘ 
et that we live in an age when older bas ideas ure being reiined for more 
highly discriminating needs, then we can entertnuin the idea of patents on ac 
ble re-created ideas Phere should be less ¢ phasis today wpe n the spectacn! 
hrust into the unknown as the only ¢t e requisite of the patent grant th 
flash of genius” doctrine is really nothing more than concealed way of assert 
g that the only thing entitled to a patent is that which evokes the ; of 
amazement and the state of emotional beduzzlement Phe courts w 
ike inereasing notice of smaller and smaller difference I said ty { 
one of the attributes of today’s successful inventor is a higl deve ‘ ‘ 
native ability or critical insight The reason this is so necessary tod s he 
cause the vast and confusing accretion of knowledge we possess can bn 
a handicap as an asset Today, an important factor in succes | inventing 
es in knowing what to reject among our mountainous pile of technic 
how, and out of the vast number of false leads the ability to pick the right one 
in other words the ability to see the wood in spite of the trees 
Copying, imitating, and acting from habit are basic patterns of bel r of 
‘ ] - 


high survival value up to a point. They come unconsciously, naturally and ea 
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To consistently resist these tendencies requires discipline and effort, but the 
compensation for doing so, to the creative mind, is this: That wandering away 
from the paths of habit and conven 
uncommon sense, The inventor finds, for example, that there is often nothing 


tion can bring rich rewards in terms of 


more misleading than an obvious fact. He also finds sometimes that the most 
Wildly improbable turns ont the best possible. Or the indulgence of fantasy con 
erning the wildly improbable suggests or leads to the practically possibl 

So, [ will conclude this first section of my testimony with the most earnest 
hope that the spirit of progress which characterizes sections 100 and 103 of your 
bill will at least suffer no contraction, The reference to obviousness, “ordinary 
skill,” and particularly the reference to “subject matter as a whole” are vital to 
section 105 in my opinion. The last reference particularly implies what modern 
philosophy and science have long taken to be axiomatic in nature that “the 
whole is greater than the sum of the parts.” The primitive practice of anatomiz 
ing inventions to discover “the manner in which the invention was made” must 
he thrown into the discard, as your section 103 now explicitly states in words 
almost the same as those used in the recommendations of the United States Patent 
Planning Committee in its report to the President of June 1943. We need our 


nventors, They nust not be allowed to become an extinct species, for their 
demise would stultify initiative everywhere and waste the creative capital of 
democracy when it is most necessary to find such ways of preserving it as offer 
themselves, in the face of other deadening influences like the big corporation, 
taxation, insurance, and paternalism generally And T should think there would 
be no better institution to fight communism than a liberalized patent system 
having the backing of a single competent court of appeal As Dr. James Bryant 


Conant, president of Harvard University, recently said in warning against too 
much regimentation of research: “We of the mid-twentieth century have been 
moving forward to a considerable degree because of the momentum accumulated 
in the days of the amateur and the lone inventor.’ Let us not lose that momen 
tui. For remember, apart from all material reward, a patent is a “symbol of 
achievement” which can bring satisfaction even when it brings no cash dividends. 
Many a private “patentee” has been able to derive valuable self-esteem and con 
solution from his title, by virtue of which he has been able, symbolically, to 
identify himself with “great inventors.” This is a human tendency which we 
all have somewhere, somewhat in our make-up, and should not be laughed off 
cont ‘Mmoptuously ly those in authority. I have dealt with the need for satisfying 
this craving the need for more symbolic rewards, honors, citations, et« in my 
f rthcoming hook “Patents le Pending,” but | have said enough on the topic of 


invention, and so will pass on now to “Functional claiming.’ 
FUNCTIONAL CLAIMING 


I would next like to discuss the third paragraph of section 112 of Mr. Bryson’s 
bill It reads: 

“An element in a claim for a combination 

or step for performing a specified function without the recital of structure 


iy be expressed as a means 


or acts in support thereof, and such claims shall be construed to cover the 

corresponding structure, material, or acts described in the specification and 

equivalents thereof.” 
Such a section is, in my opinion, very much needed in a revised patent statute 
adequate for today’s industrial society. However, I find it a little difficult to 
recognize any valid reason for the expression “element,” or the expression “com 
bination.” From my remarks on invention per se, you may recognize that I 
regard every invention, in the final analysis, as a combination of at least two 
elements. Almost anything that can be defined as a “thing,” from the commonest 
up, in contrast to what we define as material (string, paper, etc.) consists of at 
least two verbally identifiable parts. Thus, for example, a nail consists of a 
shank and a head, a hairpin consists of two prongs and a connecting portion, 
ete., ete. There never has been a binding definition of a Combination in a patent 
sense, The courts, in patent cases, have generally relied upon ad hoe definitions, 
lv I would very respectfully submit the following as an amendment 





and aceording 


to the last paragraph of section 112: 
} 


“A claim for an invention may be expressed in terms of the means or 
steps effected by the structure of the invention for performing its specified 
function, without reciting the structure beyond what is deemed necessary for 
clear definition, and such claim shall be construed to cover the structure 
or material or equivalents thereof described in the specifications for 
performing the specified function.” 
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does, because what it does ean be tested by seeing it do it, while what it is 
cannot be so tested. John Doe, for example, may say, “This is a wheel, because 
it is circular, symmetrical, rotatable, and rimmed” but Jack Smith may say, 
“It is not a wheel because it’s too wide to be properly called a wheel; it is a 
roller.” Then Jack Jones comes along and says: “It is neither a wheel nor a 
roller; it’s a pulley, because its rim is cambered.” So the argument may go 
on indefinitely, because with the small stock of mechanical nouns we have to 
cover a great many different actual shapes, everyone has a different picture in 
his mind, just as each one of you conjures up a different picture in his mind 
when I utter the word “kettle” and ask you to visualize same. The picture you 
get also tends to resist eradication, and to the extent it does so, blocks mental 
receptiveness toward the views of the other fellow. It’s in ways like these that 
big lawsuits are started—because of differences in interpretation. I know of no 
other field of writing where “isness” is a required practice to the extent that it 
is in patent claiming. And in my article in last February’s Journal, I have 
translated a section of the Patent Act and a clause of a standard licensing 
agreement into this kind of form to illustrate its absurdity. 

I feel sure you will see, from what I’ve just said, how the structural form of 
claim can encourage the most sterile sort of arguments—* ’tis—'tisn’t” argu- 
ments as I call them. The examiner or the courts can say that such-and-such 
a part is not “properly speaking” what you have called it. If you reply on the 
same level, in effect all you have said is that is so what you have called it. 
I do not want to launch into an exposition of general Semantics in this testi- 
mony. I refer you to my articles for that. All I want to suggest here is that 
it’s really exquisitely unimportant what you call a thing so long as you make 
your structural and functional meanings clear. That is the only effective way 
of communicating so far as I am concerned—and by functional, actional, be- 
haviouristic claims you can do just that—you can communicate more effectively. 
If, for example, a person persists in describing a thing to a practical man, say 
a piece of machinery, in terms of what it is, that listener will almost certainly 
get impatient and ask “What is it for?” If a description in terms of use is still 
not forthcoming he will then say, “Let’s have a look at it,” or “Let’s see it in 
operation.” He is only trying to get behind the smoke screen of words to the non- 
verbal plane of reality. Language itself progresses from the primitive naming 
stage to the operational way of talking, and every child repeats this linguistic 
evolutionary development. A child first asks, “What is it?’ When a little 
older it inquires, “What is it for?’ Then, only when it has developed fairly 
considerable reasoning power does it ask, “How does it work?” 

Functional claiming is highly desirable in my opinion because it will enable 
laymen to understand the scope of the patent they are examining. Even when, 
as may often be necessary, particularly in a narrow patent, the claim must be 
drafted with meticulous use of functional language, still it will be a lot clearer 
than the structural jargon now used, and which, without doubt, has been most 
improperly used sometimes on behalf of big corporations to breed uncertainty, 
anxiety, and doubt as to whether it’s safe to ignore their patents. To that 
extent, structural claiming has played into the hands of big business, and fune- 
tional claiming will tend to terminate it. Functional language has a vital 
dynamie character from which we feel satisfied we know what is meant, because, 
on muscular, tactile, and other sensory levels—-concretely experiencing levels, 
we are all very similarly constituted. We have all felt, seen, and so forth, much 
the same things, performed basically the same bodily operations, and so forth, 
but this is in sharp distinction to the case on abstract reasoning levels, which 
are language levels. There, the experience of the educated man and the relatively 
uneducated man differ widely, introducing widely different verbal meanings. 

The great philosopher, George Santayana, has said: 

“Grammar, philosophically studied, is akin to the deepest metaphysics, because 
in revealing the constitution of speech, it reveals the constitution of thought 
and the hierarchy of those categories by which we conceive the world.” 

Well, as long as we define patented inventions predominantly in terms of 
structure we certainly are, in my opinion, conceiving the things of the world 
capable of being covered by patents, in a fictitious way. It is a way which 
causes a maximum of disagreement because of the individually different pre 
conceptions which all of us have about concrete objects, especially when applied 
to a new use or in a new combination, as they invariably are in patents. 

In the last analysis, if you only want to know what it “/s” that has been 
patented why have claims at all? The drawings illustrate the invention. The 
description explains its construction. The only real need for claims should be 
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to define what you cannot always see—the actual useful operation the invention 
performs, and how it does so, in order that you can enclose this operation and 
manner of performance against infringement. Only when defining constructs 
without reference to utility should a structural approach be used, as in the case 
of design patents. The form of claim you employ in design patents bears out 
my point. You simply say: “What I claim as my invention is the ornamental 
design for a so-and-so substantially as shown.” It’s left to the courts to decide 
what variations trespass on the patent. But when a thing has another attri 
bute—its essential attribute—that of utility—over a design patent, it seems folly 
not to anchor your method of definition to that essential attribute—especially as 
I have already said, when the full significance cannot always be observed from 
a passive perusal and is only revealed when the thing is actually built and 
tested 

Lastly, in relation to functional claims, I put forward the suggestion that 
every patent should have at least one carefully drafted functional claim if only 
for insertion in the abridgements which appear in the week's Official Gazette 
of issued patents. I’m sure everyone will agree most of these abridgements are 
virtually meaningless at the present time. They simply show one view from the 
drawings greatly reduced in size, and one claim, which, being structural, seldom 
gives any useful information. Of course, better even than this would be a 
required drawing and an operationally descriptive summary particularly for the 
Gazette. But a clear functional claim should be nearly, if not quite, as good in 
most cases, as I visualize such claims 


DESIGN PATENTS 


I would next like to discuss section 311 of the bill which relates to patents 
on designs. As you all know, the successful manufacturer and the successful 
inventor today seldom loses sight of this vital aspect of modern merchandising 
It is design alone that sometimes puts one product out in front in the race for 
sales leadership, and it’s through design that successful inventors often succeed 


in selling their ideas. Now, most people think that industrial design simply 
means eye-appeal, or “streamlining,” but actually it is a great deal more than 
that Some of the considerations involved in successful industrial designing 


come under such headings as greater comfort, improvement in balance, for 
example; and it has been amply proved that workers will take much more care 
of an expensive machine too which is smooth and well-organized as to its com 
ponent parts than one that looks like a Rube Goldberg contraption 

I have said in an article on the subject that a well-designed industrial product 
s one that “looks like what it is, only more so.” For instance, a heavy-duty 
implement like a truck or a bulldozer should be designed to enhance its appeat 
ance of strength. If the article is a piece of scientific equipment like a camera 
or a radio, then the look of scientific precision should be emphasized. Nor is it 
always a question of pleasing appearance. For example, I can cite a piece of 

ining machinery which was very dangerous if not handled with respect, and 

had been deliberately “industrially designed” to make it look like what it 
vas, for the greater safety of its users Its formidable appearance was not 
entirely intrinsic to the machine; nevertheless, it had a look of greater tum 
tional fitness than any of its competitors. 

Now your section 311 reads like this: 

“Whoever invents any new, original, and ornamental design for an article 
of manufacture may obtain a patent therefore, subject to the conditions and 
requirements of this title.” 

But from what I have said I think you will recognize that modern industrial 
design is more than a matter of mere ornament. In a machine tool, for example, 

is well within the industrial designer's field to arrange the controls, their 
ocation, how they feel during use, and so forth Even how the machine or 
article sounds during operation can be important 

In the article I've just mentioned I referred to an after-shave bottle I had 
The neck had a long thread, instead of the usual short, single turn thread. The 
screw cap was a heavy, black plastic disc. The result was that you could spin 
it on and spin it off like a wheel. That was a pleasing sensation, and also more 
practical than a single turn thread which requires a twist of the wrists, some 
times resulting in dropping the bottle if the hands are wet Good industrial 
design then can mean such things as a clean snap to a lever, a long smooth push 
to a controller button, a good grip in a saw, a nice whip to a rod—anything in 
fact that gives a breath of life to the lifeless, and provides that “pick me up and 
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use me” appeal. I therefore define good industrial design as greater product 
enjoyment. 

Accordingly, I would like to suggest a definition of design to be included in 
Mr. Bryson’s bill substantially in accordance with what I have suggested to the 
Patent Institute of Canada which is also working on a new industrial design 
act for Canada, It is this: 

“In this act, the expression ‘design’ means features of shape, pattern, orna 
ment, operation, location of parts, or relationship of materials, colors, surface- 
effects or any combination of the foregoing, Which, in a finished article, appeal 
to and are judged by the senses, and other than as a useful invention under 
idditionally thereto, and does not include any features of shape, pat- 


this act, or: 
surface 


tern, ornament, location of parts or relationship of material, colors, 
effects, or any combination of the foregoing, which are dictated solely by the 
function which the article was made to perform.” 

My last suggestion in connection with the design provisions of your bill, is 
that you consider the inclusion of a claim or claims for industrial design patents 
beyond the brief form now used. As you know, the standard form of claim now 
used in design patents is: The ornamental design, for a so-and-so (naming the 
class of article) or the like, substantially as shown. 

Now I think the important place that industrial design occupies in modern 
industry should entitle industrial design patents to a more careful form of 
definition than that. I would, therefore, recommend a claim or claims along 
of regular utility-patent claims, except that such claims would be 
in other words structural, of necessity, since considerations of utility 
I mean that you could not sensibly 


the lines 
formal, or 
per se are excluded from design patents. 
write a functional claim or claims for subject matter which had sensory appeal 
only. Structural claims would, therefore, be the proper form to use in these 
causes. 

And the reason for a claim or 
obvious; without a definition of any sort the intending competitor is bound to 
be uncertain as to how close he may come and how far he must stay away. 
There are many industrial designs which contain a structural idea of consider- 
and infringement should not be allowed by the merest 


Claims for design patents will, I think, be 


able aesthetic originality, 
Of course, I admit that you would have to use names for the things or 


change. 
in design cases, but 


parts or configurations in your structural claim or claims 
what you meant pretty accurately by the names chosen, could be defined in the 
specification, somewhat as I have described on pages 150 and 151 of my article 
in last February’s Journal of the Patent Office Society There is not much 
objection to structural terms in a claim when clearly defined, even in patents 
of utility. 

For instance, I have recently designed a bed having these design features: 
It has enclosing ends with side curtains between them. It may or may not have 
a light fabric top which can be drawn across or left rolled or drawn back 
according to choice, so that a complete enclosure or just a surrounding curtain 
effect can be attained. Now clearly, this idea had its origin in the big, four-poster 
beds of the eighteenth century. But my proposal is a very light and airy 
modernization of those gloomy affairs, and could, I believe, be successfully 
promoted by one of the more exclusive furniture houses 

However, the design patent which I shall obtain upon the idea will be highly 
uncertain as to the extent of protection IT shall have upon the obvious variations 
occurring to others after seeing it. Sufficient protection I can obtain perhaps 
by taking out several design patents to cover the most likely modifications. My 
submission therefore is that close variations of novel designs should be protect 
able by means of one patent having provision for a brief specification and a 
claim or set of claims as in utility patents. 

Finally, the design-example I have just given serves to indicate my reason 
for the expression “or additionally thereto” in my proposed definition of a 
“design.” You see, a bed like this with side curtains and an optional draw-top, 
either flat or sloping like a roof, could be argued as subject matter for a utility 
patent. The curtains and top with their characteristics of enclosure and mova 
bility are certainly things that function to some useful extent Yet improved 
utility had hardly any place in my mind when thinking up the proposal. My 
main object was aesthetic or sensory novelty, and it developed concurrently with 
the advertising angle T thought might fit in with it. So my definition of design 
is intended not to annu! those utility patents which can he had for designs 
possessing incidental utility. After all, some might think this bed is better. an 
n open bed There 


improvement, and in a sense more “useful” to them than a 
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are many instances of a similar kind, and so this is something which I 
be carefully kept in mind, although I am aware of those «de Sj01 whicl 
coexistence of a utility patent and a de gn patent have been held n 
fatal as applied to the present patent statut 
This ends my testimony Thank you, Mr. Chairman and 
\I BRYSON. You understand Wwe are espec iiivV ANNIO 1¢ 


every Op} rrunitv since vou are here from oul elo >? 


We will stand in adjournment until tomorrow, |] 
o clock The hearing is tentatively set for tomon 
We will close now to definitely meet at 10 o'clock F) 
but if possible we will proceed tomorrow afternoon at 2 o 
e Will again meet on I) day. 
Mr. ASITTON., W hen Is it likely to be known adennitely 
will sit tomorrow afternoon / , 
Mr. Bryson. Mr. Harris will try to keep in touch with the HH: 
( Thereupon, at 12: 19 p. I.. the subcommittee adjoul ed 
morrow. ] hursday, June 14,1951, at 2 p. m.) 
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THURSDAY, JUNE 14, 1951 


House or Representarives, 
SUBCOMMITTEE No. 5 OF THE COMMITTEE ON THE JUDICIARY. 
Washinaton. D. 

The subcommittee met at 2 p. m., pursuant to recess, in root 1G, 
Old House Office Building, Hon. Joseph R. Bryson (chairman of thi 
subcommittee) presiding. 

Mr. Bryson. The subcommittee will come to order. 

Gentlemen, Mr. Kane wishes to make a brief statement. As I u 
derstand it you wish to reserve the right to file a written statement / 


STATEMENT OF AL PHILIP KANE, KANE & KOONS, 
WASHINGTON, D. C. 


Mr. Kane. That is correct. Mr. Chairman. 


Mr. Chairman and members of the subcommittee. mv name is A 
Philip Kane. I am a member of the District of Columbia bar, 
member of the law firm of Kane & Koons. general practh ng 


forneys, not patent attorneys or patent lawyers, in the city of Was 
ington, D. i. I appear here today on behalf of Victor J. | Dat uns & 
registered patent attorneys and McMorrow, Berman, and David 
registered patent attorneys. 

We are particularly interested in sections 31. 32, and 35 of the | 


which is before the subeommittee. We have been hav Ing 


certain a 
cussions with members of the committee staff with regard to the phra 
ne of those Set tions, and we desire to continue our dise iIssIONS Wit 
the stafl to see if the differences whi hy we have het weel ourselves al 
the staff can he ironed out amicably and to our satisfaction. 
We therefore desire at this time merely to state we do intend to cor 
nue our discussions and that we reserve the right to file a writts 
tatement. We hope that if we are unable to iron out our differe: 
we may have the privilege of an oral statement at some later date. 

Mr. Bryson. We will try to grant that. 

So we may understand your position concretely, it revolves around 
the custom of advertising ? 

Mr. Kane. That is correct. 

Mr. Bryson. You wish to retain the status quo in this pending bill? 

Mr. Kane. That is correct. 

Mr. Bryson. You wish to continue the practice that lawyers follow 
ow ¢ 

Mr. K ANE. Yes: subject to approval of the advert ising by the Co 
missioner of Patents, which is the present practice. 

Mr. Bryson. You will try to get together with our staff in the hope 
of working out your differences and respective views at an early date‘ 


ti 
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Mr. Kane. We are holding ourselves available for meetings with 
the staff at the staff's convenience. 

Mr. Bryson. Thank you. 

Mr. Scott, will you identify yourself ? 


STATEMENT OF JOHN W. SCOTT, SCOTT & LITTMAN, 
WASHINGTON, D. C. 


Mr. Scorr. I am John W. Scott. I am a member of the firm of 
Scott & Littman, attorneys, 1025 Vermont Avenue, Washington, D.C, 
I appear here for Clarence O’Brien and Harvey b. Jacobson, patent 
attorneys. 

I join in the statement that Mr. Kane has just made. I, too, am 
working with the group. We hope that there can be some satisfactory 
solution of the problems which we have been working on with the 
staff. 

I would like to reserve the right in case that does not materialize 
to submit a statement on behalf of my clients and also be heard at 
whatever further session of the committee may be held in that regard. 

Mr. Bryson. We will try to extend every courtesy possible. ‘Thank 
you.. 

Mr. Scorr. Thank you. 

Mr. Bryson. We now have Captain Robillard of the United States 
Navy. We will be pleased to have you come around. 

Do you have a prepared statement / 


STATEMENT OF CAPT. GEORGE N. ROBILLARD, UNITED STATES 
NAVY, APPEARING FOR THE DEPARTMENT OF DEFENSE 


Captain Ropintarp. Mr. Chairman, I understand that vou have 
received the copy of the report. Ll have not prepared any statement 
; hpi et Ty , : ‘ : 
in addition. I would like to add a few comments to what is in the 
report. 

(The report is as follows :) 

DEPARTMENT OF THE Navy, 
OFFICE OF THE JUDGE ADVOCATE GENERAL, 
Washington, dD. C.. June 14, 19517. 
Hon. EMANUEL CELLER, 
Chairman, Committee on the Judiciary, 
Hlouse of Representatives. 

My Drar Mr. CHAIRMAN: Your request for comments on H. R. 3760, to revise 
and codify the Liws relating to patents and the Patent Office, and to enact into 
law tithe 35 of the United States Code entitled “Patents,” has been referred to 
this Department for the preparation of a report thereon expressing the views 
of the Department of Defense. 

The purpose of this proposed legislation is expressed in the title of the bill. 

The Department of the Navy, on behalf of the Department of Defense, inter- 
poses no objection to the enactment of HL. R. 3760 subject, however, to certain 
umendments which are recommended hereinafter for the reasons stated in 
connection therewith. 


(¢@) In line 1 of section 101, insert the word “art.” before the word 
“process” and make the same change in line 2 of section 115. 

The above changes are recommended to avoid misinierpretation. HL. R. 3760 

has eliminated the term “art” now appearing in the present law (35 U.S. C. 31) 


and substitutes the word “process.” The term “art’ is as old as the patent law 
and finds its basis in the constitutional provision permitting the establishment 


of patent law It has a well-defined meaning and has been construed by the 


courts Ih numerous causes 
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istratively since the statute of limitations has been running against the claimant 
during this period of time. Because of this many claimants have filed suit 
rather than proceeding to a final administrative determination. The intent of 
Congress in providing for the administrative compromise and settlement of claims 
was to reduce the over-all cost of determining the existence of Government lia- 
bility, both from the Government’s standpoint and that of the claimant. The 
above amendment is needed to protect this intent. 

(h) In subsection (e) of terminal section 4 on page 28 of the bill add 
the following at the end before the period: “prior to the effective date of this 
Act.” 

This amendment will clarify the application of this subsection. 

This report has been coordinated within the Department of Defense in accord- 
ance with procedures prescribed by the Secretary of Defense. 

The Navy Department has been advised by the Bureau of the Budget that there 
is no objection to the submission of this report on H. R, 3670 to the Congress. 

lor the Secretary of the Navy. 

Sincerely yours, 
G,. L. RUSSELL, 
Rear Admiral, United States Navy, Judge Advocate General of the Navy. 

Mr. Bryson. I would like to state before Captain Robillard pro- 
ceeds, and IT hope you will not object, it might be that some of you 
busy lawyers here have not seen the current issue of the Saturday 
Evening Post. It would be profitable and interesting if you would 
get a copy and see the article that is in there. 

Captain Ropittarp. The report has been cleared by the Bureau of 
the Budget. In the report, you will find that we request but eight 
changes on behalf of the Department of Defense in the codification. 
I think that is an sadtandile tribute, Mr. Chairman, to your com- 
mittee and to the coordinating committee. We can generally make 
eight changes in a single paragraph. 

Of those eight changes there are two in particular to which I would 
like to address myself and invite vour attention. The first is an addi- 
tion to section 122. You will find it on page 2 of the report where we 
ask that a paragraph be added which will permit the printing and 
publication of pending applications without the necessity of prosecut 
ing them through to an allowance. The reason we are particularly 
interested in that, from the viewpoint of the Government, is that we 
feel that our policy of issuing patents in the name of the Government 
only from the viewpoint of establishing a protective position results in 
a tremendous waste of time, effort, and money, which could be saved 
if we could print and publish the application and make it a complete 
disclosure with the same effect as the patent. 

Merely as an example. we have in our own Navy Department ap 
proximately 800 to 1,000 cases which are Government-owned. If this 
provision were enacted into legislation, we could probably publish all 
of those without the necessity of any further prosecution, saving a 
tremendous amount of time on our part and certainly relieving the 
Patent Office of a tremendous burden. 

The second provision which I wish to emphasize is the addition to 
section 246 which, in effect, is the statute of limitations for recovery 
under a patent. At present, a patent owner's remedy against the 
Government is by suit in the Court of Claims, unless they reach a 
satisfactory settlement with those agencies which have authority to 
settle the cases. 

We would like to add the provision to toll the statute of limitations 
during the pendency of a claim in an administrative agency so that 
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neither of us would have the pressure on us to try to reach a settlement 
and the patent owner would not be losing his right to go into the Court 
of Claims in the period between the time he files the claim and we 
finally reject it. It would be particularly beneficial to the Govern 
ment, I think, in view of the fact that in many instances we can ofter 


arrive at a very satisfactory compromise, many times includ 
settlements for past infringement and future use, which, of co 
extremely Important to use where the patent has hot expired and we 
will continue to use it. 

Mr. Crumpacker. I see that this language which you ive recom 
mended here Says that the period of time from the date a writter 
claim is received until the date of mailing of a notice of denial shall 


not be counted in the 6-year period unless suit is broug! 
last mentioned date. If a claim were filed, say, 5 vears afte: 


fringement and negotiations continued for more than one year ther 
after, and no suit was filed, then from the time that the 6 vear period 
had expired until the Government saw fit to act on the clan the 
patentee would he entirely Vi ithout remedy or recourse, would ihe 4 

Captain RositLtarp. Your point is well taken, sir. The languag 


is poor. That was not the intent. The intent was to toll that period. 

Mr. Crumpacker. Then if you strike the part beginnin 
words “unless on’. would that create any new defects / 

Captain Ronittarp. We did want to point out if a claim is pending 
and during that pendency the claimant brings suit, then the statute 
would start running. 

Mr. Crumpacker. The filing of the suit tolls the statute in 
event, does it not ? 

Captain Ropitiarp. Yes. I think it is right to strike it out 


Would you let me olve t a little more thought and discus t wit 
the committee in case we have any worries about it / 

Mr. Crumpacker. Yes. 

Mr. Bryson. When we go into executive session to mark the bill up. 
we would appreciate youl being available to assist us niak 
changes. 

Captain Ropm.arp. They are the two which T consider very in 
portant. The others, I think, are directed more to clarificati tha 
anythir gelse. That isall I have to say. 

Mr. Bryson. You do not care to discuss the others ” 

Captain RopizLarp. No, sir. I do not think they are importa 


enough to take up the time of the committee. 

Mr. Bryson. Thank vou, Captain. 

We wish to otter for the record here a statement d ited June 
1951, from the Federal Security Agency and likewise a statement 
dated June 12, 1951, from the National Advisory Committee on Aero 
nautics. 

(The statements referred to follow ; 


Hon. Josern R. Bryson, 
Chairman, Subcommittee No Committee on the 


House of Representatives, Washington 25, D. ¢ 


Dean Mr. CHAIRMAN: This letter is in response to your request \ VY 
1951, for a report on H. R. 3760, a bill to revise and codify the la yy 
patents and the Patent Office, and to enact into law eso of the United S 


Code entitled “Patents as 
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Rach year a number of inventions are made by employees of this Agency, and 
also by other individuals engaged in research work supported wholly or in part 
by Public Health Service fellowships or grants in aid of research. Where the 
invention is of such a nature that it should be patented in the public interest. 
the Agency takes steps to secure a patent. The preparation and prosecution of 
patent applications is handled for us by the Department of Justice, and we as 
sume that Department may have its own recommendations with respect to this 
bill, Our comments will be confined to points relating to the ownership and 
assignment of inventions and patents, and to the waiver of patent fees in cer- 
tain cases 

lL. Section 212 “Joint Owners”.—This section of the bill provides that in the 
absence of any agreement to the contrary, where an invention is made jointly 
by two or more persons “neither of the owners may grant licenses or assign his 
interest, or any part thereof, without the consent of the other owners or without 
accounting to them.” This constitutes an important change from the present 
law, under which each joint owner has an independent interest in the patent. 
There are two aspects to this interest. At present, in the absence of an agree- 
ment to the contrary each coowner of an undivided interest in a patent can inde- 
pendently make, use, and sell the invention, i. e., the thing or process invented, 
without the consent of the other owners and without accounting to them for 
any profits; and this rule is preserved in section 212 of the present bill. How- 
ever, under existing law a joint owner ordinarily can also assign or grant his 
interest in the patent itself, or can grant licenses under the patent, without the 
consent of his coowners and without accounting to them; and this aspect would 
be changed by the language quoted above. 

The exact meaning of the quoted language is not entirely clear, however. It 
might be interpreted as requiring a coowner either to obtain the consent of his 
coowners or to aecount to them, before granting licenses or assigning his interest 
in the patent. On the other hand, it could also be read as requiring him to do 
both. In the latter event particularly, the change in the law would create a 
problem for this agency in certain cases and presumably also for other Govern 
ment agencies making research grants. 

This difficulty arises out of the circumstance that patentable inventions some- 
times result from research performed by a research scientist who, for example, 
may have been receiving a Public Health Service fellowship, but who may have 
been working in a laboratory jointly with one or more other individuals who 
received no support from publie funds. In such cases, the inventor who had 
received Federal funds in support of his work would be free, under existing 
law, to fulfill without the consent of his coinventor any agreement he may have 
made for the purpose of receiving the research award. For example, that agree- 
ment might call for the assignment of his interest in the patent, without 
remuneration, to the Government, or the inventor might be authorized to assign 
his interest in the patent to a suitable institution for administration in the public 
interest. In the event of such assignment, the Government or other assignee in 
turn is also free to grant licenses under any such patent to any commercial firm 
or other person who may wish to make use of the invention. However, without 
the agreement of the colleague who participated in the research (who was under 
no obligation to the Government), it would appear that the Government might 
be impeded in receiving any interest in the invention or granting any licenses 
under it, even though the invention resulted from a substantial investment of 
publie funds. This would be equally undesirable from the point of view of the 
coinventor, since the Government would be involved in any action he wished to 
take with respect to his interest in the patent. 

If the bill were passed in its present form and narrowly interpreted, it might 
be difficult to take effective steps to protect the public interest in such inven- 
tions. For example, it would not always be practicable to enter into advance 
agreements with each person who might collaborate in the research, because it 
wonld be very diffienlt to identify in advance each scientist or assistant who 
might participate and who therefore would have to be a party to the agreement. 
Even if the identity of all such individuals could be ascertained, the main purpose 
of the research grants and fellowships is to promote the increase of knowledge 
and to train skilled personngl, rather than to make inventions, and a patentable 
invention results from only a small percentage of them. Therefore it would be 
necessary to enter into a large number of agreements, only a small fraction of 
which would be useful. 

If it is decided to enact a provision which will accomplish the general ob- 
jectives of section 212, this ageney would have no objection, provided it clearly 
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The Bureau of the Budget advises that there is no objection to the submission 
of this report to your committee, 
Sincerely yours, 
JoHN L. THURSTON, 
Acting Administrator. 


SUGGESTED LANGUAGE FOR THE REVISION OF SECTION 221 


The Commissioner may grant, subject to the provisions of this title, to any 
officer, enlisted man, or employee of the Government, except officers and em- 
ployees of the Patent Office, or to any individual whose invention was made in 
connection With activities financed wholly or partially from Federal funds, a 
patent without the payment of fees, when the head of a department or agency, 
or a responsible official duly authorized in writing to act on his behalf,’ certifies 
that the invention is used or likely to be used in the public interest, and further 
when either (1) such official also certifies that to the best of his information 
and belief the Government has been assigned or is entitled to the ownership of 
all rights in the invention or to a specified lesser interest therein,” or (2) the 
applicant in his application states that the invention described therein may be 
manufactured and used by or for the Government for governmental purposes 
Without the payment to him of any royalty thereon, which stipulation shall be 
included in the patent. 


NATIONAL ADVISORY COMMITTEE FOR AERONAUTICS, 
Washington, D. C., June 12, 1951. 
Hon. JoserH R. Bryson, 
Chairman, Subcommittee No. 3, Committee on the Judiciary, 
United States House of Representatives, Washington, D.C. 

DraR Mr. BRYSON: Permit me, in the absence of Chairman Hunsaker, to reply 
to your letter of April 80, 1951, in which you requested an expression of the 
views of this committee concerning H. R. 3760, a bill entitled “To revise and 
codify the laws relating to patents and the Patent Office, and to enact into law 
title 35 of the United States Code entitled ‘Patents’.”’ 

The revision and codification of the existing patent laws is considered desirable 
and H. R. 3760 is regarded as a generally satisfactory means of accomplishing this 
end. The bill was discussed at the meeting of the Government Patents Board 
on May 14, 1951, and it was concluded that a further study should be made of 
the possible effects of the passage of the bill upon the rights of the Government 
to inventions made by Government employees. 

An interagency working committee was accordingly established by the Chair- 
man of the Government Patents Board. This committee, which included the 
NACA representative on the Board, met on May 21, 1951. It was agreed that 
section 212 of H. R. 3760, as now written, if enacted into law, would complicate 
the acquisition by the Government of rights under patents granted jointly to two 
or more inventors not all of whom are Government employees. It was, there- 
fore, agreed that recommendation should be made to revise the wording of 
section 212 to read substantially as follows: 

“In the absence of any agreement to the contrary, each of the joint owners 
of a patent may make, use, or sell the patented invention without the consent 
of and without accounting to the other owners, and any owner may grant 
licenses or ussign his interest, or any part thereof, without the consent of the 
other owners provided he accounts to them for any material consideration 
received therefor.” 

A satisfactory alternative to the revision suggested would be a return to the 
wording of section 212 of H. R. 9133 of the Eighty-first Congress. 

The NACA is in agreement with the foregoing recommendation and has 
no other comments to offer regarding H. R. 3760. 

Sincerely yours, 
J. W. CROWLEY, 
Associate Director for Research. 


‘This phase is intended to make it clear that the head of an agency could authorize the 
execution of the necessary certificates by some other responsible official in the agency, such 
as, for example, by the Surgeon General of the Publie Health Service. 

*The phrase “or to a specified lesser interest therein” is designed to cover cases where 
the Government is entitled to the ownership of something less than all rights in an inven 
tion, such as, for example, cases where the foreign rights are retained by the inventor, or 
where the Government is entitled only to the interest of one or more joint inventors, and 
not to the interest of all of the joint inventors. 
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Mr. Bryson. We now have the privilege of heat he 1) Ss. B. 
Fracker of the Department of Agriculture. 


STATEMENT OF S. B. FRACKER, ASSISTANT TO RESEARCH 
ADMINISTRATOR, DEPARTMENT OF AGRICULTURE 


Mr. Fracker. My name is 8S. B. Fracker, assistant to the Resear 
Administrator in the Department of Agriculture, and representative 
of the Department of Agriculture on the Government Patents Board 
I am appearing in favor of the bill now under consideration by the 
committee with the suggestion of two changes in section 221 of the 

The committee has been supplied with copies of a ! 
from the Assistant Secretary of Agriculture on this subject. 14 
merely to make a few brief informal comments. 

Section 221 of the bill constitutes a restatement of what is commonly 
known as the Nonfee Act under which inventions by Government « 
plovees 11) the course of thei duties Ol otherw se mav be priate ted 
without the payment of patent fees. Phe on Oo nal authorization to 
wcomplish this purpose Wis passed on Mar hy » 1585, and ha 
ontinued with little change since that time. 

Under present law in accordance with the orginal statute, when a 
patent application ts filed under the Nonfee Act by an employee of the 
Government for a patent on an invention resulting from lis research, 
the head of the agency 1s required to certify that the invention is “ 
the public interest.” The inventor is also required to Qive the Grove} 
ment shop rights. 

Section 221 of the bill before the committee changes the certification 


requirement so that Gaovernment nventions are exempt from. the 


pavinent of fees, “when the inventions are to be used or likely to be 
used by the Government.” 

| should like to comment on the difference in thy eaning of these 
(Wo phrases and the effect of the changes. ‘| he ( hat ve ithe tnguave 
will undoubtedly be satisfactory with respect to military inventis 
where the Government is the prin Ipal user and many cases is the 
( ly pureha C1 of the product ol the device invented Lhe Depart 
ment of Acriculture,. however, was established for the put pose of t 
development and dissemination of knowledge and the Vv} of rese 

iat is carried on in the Department is not research aimed toward 
the developme nt of articles for the procurement by Governme Phe 


(rovernment, in most cases, Is not the principal user of the mnventr 

\ccordingly, the Department feels that the language in the present 
aw, “in the public interest.” is more satisfactory as a dese) ption of 
the type of inventions that cote from Depart nt of Lo uiture 


research than the proposed change. 


[ would like to illustrate the difference by mentioning a number of 


recent patents. 

For exampl one issued on Keb: uary 20, 1951, assigned tothe secre 
tary of Agriculture covers a process for the olaz no of fruit that is to 
be stored, transported, and sold in frozen pran kagres, The fruit so 
glazed under this process remains separate. The individual pieces of 
the individual fruits do not cohere in a solid Wiwass i! the pret k we a 
s now the case with frozen fruit available on the market. It can be 
packed mechanically instead of by hand. The berries, cherries, o1 
nadir idual pier eS ot larger fruits are frozen hard and the o| izing pro 
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tects it so it is not injured in storage or transportation. No sirup is 
required to fill the interstices between the pieces of fruit. It is clear 
that an invention of this type is primarily directed, first, to the better 
utilization of horticultural crops, and, second, to the advantage of the 
consumer in having a more desirable product. It is probable that at 
some time in the future the Quartermaster Corps may have occasion 
to use some such products, but a description of the invention as being 
“in the public interest” is more applicable than to say that the product 
is “likely to be used by and for the Government.” 

There is another type of invention to which this difference is also 
applicable. Some of the inventions, particularly in the Bureau of 
Agriculture and Industrial Chemistry and at the Forest Products 
Laboratory of the Department, involve products that are intermediate 
to further manufacturing processes, and are directed primarily to the 
utilization of farm and forest products without regard to the end 
uses that may later be developed. For example, a patent issued on 
February 27, 1951, provides certain methods for treating feathers to 
get them into a protein form. In this form the material may later be 
used by manufacturing companies for a wide variety of materials, 
including the development of fibers, bristles, and similar articles, or 
the development of protein feeds for poultry, or the manufacture of 
plastics, or many other different uses to which protein materials can 
be put. ; 

The invention is intended primarily to provide for the utilization 
of feathers when in surplus, and while the Government might at 
some time use some of the end products manufactured, the Govern- 
ment is not likely to engage in the treatment of feathers for this 
purpose. 

The committee is doubtless also familiar with the work of the De- 
partment in the development of certain medicinal products from 
agricultural products. One of these that has come into use is Rutin, 
now made largely from buckwheat. It is a product used in medicine 
to reduce the danger ot bleeding. in) the case ot persons W hose capil- 
laries and other blood vessels have become fragile and brittle with a 
tendency to break under pressure or damage. 

There are several patents in regard to the method of manufacturing 
and purifving this product. These inventions are better described as 
“in the public interest.” rather than as “to be used by and for the 
Government.” 

As another illustration, a Department employee has applied for a 
public-service patent on a method of removing the last traces of fatty 
materials from starch. This isa process that is useful in many indus- 
trial fields in connection with any product in which defatted starch 
is of value. It is not likely to be employed by Government agencies, 
but it is in the interest of the use of agricultural products and in the 
interest of consumers. 

That is one suggestion we are making with respect to section 221 
of Hl. R. 3760, that the language go back to the wording that was 
used in HL. R. 9135 of the last Congress, hamely, use the term “in the 
public interest” in place of the proposed change. 

In the Secretary’s letter to the committee, there is an additional 
suggestion which does involve a change in the present law in case 
the committee wishes to consider it. This relates to the cooperative 
research of the Department. Under various statutes the Department 
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of Agriculture carries on considerable resenr hy cooperatiol With 
the agricultural experiment stations. 


It also engages 1h contract researc] 


h with various contractors. Such 
research sometimes results 1h patentable Inventlons Dy persons Who 
are carrying out all their investigations at the « xpense of the Gover! 
ment, but they are not Government employees. 


Under present law the Nonfee Act is avatlable ¢« ly fon nvent 


idle by Grovernment employees. ‘| herefore. \ en there is an n\ 
tion by a contractor o1 a cooperating agency WOrKING ona Grovernment 
orant or nl allotment or under a Government conti eT. I cannot ) 


patented under the Nonfee Act. In such cases either the Departm t 
pays the fee, o1 the mehts, under the cooperative agreement, min 
oranted to the cooperator, depending on the equities 11 the part 

lar ease, In Some Cases possibly no applhicat ion for patent file 

In the case of inventions made vholly Ol partially it drovVernment 


expense where Lcooperatl ne mventor assigns pate nt rights to the Gov 


1 


ernment. or ded entes such riehts To The pl bh] c¢. the LD pmiartment re 


ommends that the Inventor should hot be required TO pay the patent 


Tec The se retary s lette? tothe committee suggests a mod fled | 
guage Tor this paragraph, section 221, providing for such author 


ZAtion. 

| shall by ola 
sideration as further illustrations of the type of patents referred to 
that are of general interest to the pub! ca list of all of the patents that 
rranted to the Bureau of Agricultural and Industrial Chemist: 


| to leave with the eounss | ot the committee for cor 


were o 
, f 4] 3 a) h« . weil ] ‘ 
one or the pureaus that carries on research of th Voe during 1 
scal year 1950, 
T) 4 ‘ , | 1 ] ] { l 
he committee can note Trom this list the title of the patents. 


ature of the Department Inventions that con Inder this law. 

Thank you, Mr. Chairman. 

Mr. BRYSON, Would you like to have this letter from the Seers 
tarv included in the record ? 

Mr. IR \CKER, | would be elad to have it ine] ded in the record. 1f 
ou will, sir. 


Phi letter referred to follows ) 


| Ik PH R Bryson 
Ny} ) fee No ( my) tte r i] Jud H i f p 

Dian Mr. Bryson: This is in responst vour letter of April 50, 1951, req 

ng a report on H. R. 3760, a bill to revise and codify the la relating to pate . 
nd the Patent Office. and to enact into iw title Bh f the United States Code 
ntitied Patents.” 

We have previously urged inclusion of a number of addiion 

ined, for example, in our letter to vou of June 1, 1950, commenting o1 j 

mary draft of the prope sed revision and amendment of e patent S | 

ever, it appears that these proposed items are of controversia 
have been omitted from the pill for this reason 

We believe the major portion of the bil ndvances the patent ! I = 
he enacted hixcept for one item discussed in detail below edo not opp 
bill and do not propose to press, at present, for several of the additiona t 
referred to above. The Department is not, however, abandoning its conte 
that legislation along the lines we have previously urged should be adopt: 

The item of H. R. 3760 which is objectionable to the Department found 
section 221 \ccording to this section, filing an application nder the N fee A 


would require certification by the head of a department o1 el that the 
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” 


tion is used or likely to be used by or for the Government * * * .” The corre- 
sponding language of the present law (35 U.S. C. 45) requires certification that 
the “invention is used or liable to be used in the public interest.” This change 
in language may be significant to the operation of this Department. 

Much of the Department’s research is intended primarily for advancing agri- 
culture and other industries, and use of a resulting invention by or for the 
Government is incidental. It is the policy of the Department to patent such 
inventions with dedication of the patent rights to the public or assignment to 
the Government, thus to assure that the results of the research for which the 
public has paid will inure to the benefit of the public; that is, patents are obtained 
as a safeguard to prevent unwarranted patenting by others. It is customary 
to file the application for such an invention under the nonfee act certifying 
that the invention is “used or liable to be used in the public interest,” without 
regard to direct use by or for the Government. 

If section 221 of H. R. 3760 passes in its present form and is construed to 
be limited to inventions used or likely to be used by or for the Government 
itself, as, for example, in procurement of devices including the invention, it 
may result in removing many of the Department's inventions from the benefits of 
the nonfee act. 

This Department is opposed to the proposed change. There is as much or 
more reason to place an application under the nonfee act when the entire 
domestic patent rights are dedicated to the public or assigned to the Govern- 
ment as when merely a license in the invention is given the Government for 
its own use. 

The payment of Patent Office fees by the Department on these applications 
would, of course, be possible. However, there is no advantage to the Govern- 
ment in doing this, but a considerable disadvantage. Payment of fees from 
one department to another involves a cumbersome procedure. It includes costly 
details of operation and is time consuming. Applications deposited in the 
Patent Office may lie for several weeks waiting for completion of the opera- 
tion of making the payment. This delay in obtaining a filing date may result 
in valuable rights properly belonging to the Government or the public being 
acquired by private parties. 

We wish to call attention to our recommendations of June 1, 1950, in which it 
was indicated that this Department acquires some patent rights to inventions 
from persons who are not Government employees ; as, for example, rights acquired 
by virtue of a research contract, and that it would be desirable for applications 
for such inventions to be included under the nonfee act. To this end we recom- 
mend that section 221 of the bill be amended to read as follows: 

“The Commissioner may grant, subject to the requirements of law, to any 
officer, enlisted man, or employee of the Government, except officials and em 
ployees of the Patent Office, a patent without the payment of any fee, when the 
head of a Department or agency certifies that the invention described in the 
patent application is used or liable to be used in the public interest and the 
applicant in his application states that the invention may be manufactured and 
used by or for the Government for governmental purposes without the payment 
to him of any royalty thereon, which stipulation shall be included in the patent, 
or to any person who assigns the domestic patent rights for an invention to the 
Government or dedicates such rights to the public, when the head of a depart 
ment or agency certifies that the invention was made wholly or partially at 
Government expense.” 

We again recommend that the act be amended to read as above set forth 
The Bureau of the Budget advises that there is no objection to the submission 
of this report. 

Sincerely, 
K. T. HutcHrnson, 
issistant Secretary. 


Mr. Crumpacker. This issuance of patents without fees, has that 
been in the law for some time ? 

Mr. Fracker. Since 1883, approximately 68 or 70 years ago. 

Mr. Crumpacker. When you use the term “in the public interest,” 
would it not be a fair st: itement to say in the gener: al sense that any 
really worth-while patent is issued in the public interest? Is that not 
a pretty broad term ? 
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Mr. Fracker. I suppose there are patents that are issued that bene- 
fit either the inventor or the assignee more than they do the public. 
In the case of the Department of Agriculture, the purposes for which 
the Department was established would be our basis for determining 
whether inventions that come up in our regular work would be in 
the public interest, 

Mr. Crumpacker. I presume the fees charged by the Patent Office 
are scaled primarily just to pay their expenses of operation, are they 
not é 

Mr. Fracker. I am not familiar with how they are scaled 

Mr. Bryson. We have that. 

Mr. Crumpacker. What I am thinking is, in the interest of more 
orderly governmental accounting so that it will be easier, partic 
larly for a Congressman looking at the appropriations bills, to know 
where the money is being spent and why, would it not be more appro 
priate to let these other Government agencies pay the normal fees, 
irrespective of what the purpose of the patent is, and keep the Patent 
Office on a self-sustaining basis rather than have what you might call 
subsidy payments covered up in the Patent Office appropriation ? 
I think, in the interest of arranging your bookkeeping so that you can 
see where the money goes and for what purpose, it would be more 
proper even though the Government is merely taking money out of 
one pocket and putting it in another. Then would it not be better to 
eliminate this provision entirely and merely have the Government 
departments pay the normal fees / 

Mr. FRACKER. The financial effect on the Government is the same 
either way. 

Mr. Crumpacker. I can see that. It is the same number of dollars 
either way, but it is a matter of bookkeeping. 

Mr. Fracxer. The making of those transfers has two disadvan 
tages—the clerical cost w ithin the Government and the de lay In certain 
cases while payment is going through, which would affect the 
processing of the patent. Otherwise the matter is one for determina 
tion of general Government policy. 

Mr. Crumpacker. | can recognize those two objections to doing 
t that way. 1 would think, however. that you would probably have 
a fairly steady flow of this type of application through your depart 
ment. That is, year in and year out there would be about the same 
number of patents, something you could anticipate in the budget 
request. Is that right? 

Mr. Fracxer. The department applies for patents on invention 
in numbers approximating about 100 a year, varying above and below 
that by 20 or 30 percent perhaps. 

Mr. Bryson. Thank you, Dr. Fracker. 

We will now hear from Mr. Edward R. Walton. 


STATEMENT OF EDWARD R. WALTON, JR., REPRESENTING THE 
DISTRICT BAR ASSOCIATION FOR THE DISTRICT OF COLUMBIA 


Mr. Wauron. Mr. Chairman and members, I am Edward R. 
Walton, Jr., a member of the bar of the District of Columbia and also 
chairman of its patent committee this year. I am here representing 
the Bar Association for the District of Columbia. 
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BAR ASSOCIATION OF THE DISTRICT OF COLUMBIA, 
Washington, D. C., June 12, 1951. 
Epwarp R. WaALton, Esq., 
Chairman, Committee on Patent Law, 
Vunsey Building, Washington 4, D. ¢ 

Dear Ep: The board of directors, after full consideration of the final report 
of the patent law committee, which you personally presented to the board at 
its meeting on June 7, upon motion duly made, seconded, and carried: 

(1) Approved the recommendation of your committee and authorized the 
chairman or other member duly designated by the committee to appear before 
the appropriate committees of Congress to urge the passage of H. R. 3760, with 
proposed amendments, favored by the committee 

(2) Approved the balance of the report with an expression of appreciation to 
the committee for the excellent work done during the past year 

With kindest regards, 

Sincerely yours, 
Justin L. Epcgerton, Secretary. 


Our committee studied TT. R. 3760 very carefully, particularly in 
view of the amendments that were proposed by the so-called coordi- 
nating committee. The only way I have to refer to them is by date 
of M: ay aM | suppose your committee knows what the Vv i fer to. This 
study Was repo ted to the : association of the District of Columbia and 
was approved by that association, 

We recommend the passage of H. R. 3760 so amended. Although 
there were a number of other questions that arose, our association felt 
the present bill represented a very large area of agreement between 
the patent lawyers and would probably be as large an area of 
agreement that could | be e xpec ted at this time. Therefore, we would 
like to see its passage, particularly with those amendments. 

Thank you, sir. 

Mr. Bryson. Thank you, sir. 

We would like to offer for the record at this point a statement from 
the State Department dated June 15, 1951, a statement from the 
Chamber of Commerce of the State of New York in which they recom- 
mended passage of the bill dated June 7, 1951, and a telegram from 
the Seattle Patent Law Association recommending the passage of the 
bill. said telegram being dated June 13,1951. 

(The documents referred to follow :) 

DEPARTMENT OF STATE, 
Washington, June 13, 19517. 
Hon. JosepH R. BrYson, 
Chairman, Subcommittee No. 3, Committee on the Judiciary, House of 
Representatives. 

My Drak Mr. Bryson: Reference is made to your letter of April 30, 1951, trans- 
mitting a copy of H. R. 5760, to revise and codify the laws relating to patents 
and the Patent Office, and to enact into law title 35 of the United States Code 
entitled “Patents.” 

The Department understands that H. R. 3760 is essentially a codification of 
existing laws and involves no major changes in patent legislation. There are, 
however, a few minor modifications proposed in H. R. 3760 which have some bear 
ing on foreign relations. Specific comments of the Department of State on these 
modifications are as follows: 

1. Section 102, “Conditions for patentability.”—Subsection (d) of this section 
will operate to the advantage of foreign nationals applying for United States 
patents as compared with provisions of existing law. Under the present law 
if a foreign patent is issued before a United States patent on the same invention 
and the foreign application was filed more than a year prior to the United 
States application, a United States patent cannot be secured. Under the new 
provision a patent may, nonetheless, be secured provided the application is 
filed in the United States prior to issuance of a patent in a foreign country. 
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Since the existing law appears unnecessarily harsh and United States nationals 
do not face a similar disability in most foreign jurisdictions, the Departinent 
fully supports this modification. 

2. Section 119, “Right of priority based on foreign application.”—This section 
adds a new requirement to the patent law by providing that no application or 
patent shall be entitled to priority based on a foreign application unless a claim 
for such right and a certified copy of the original foreign application are filed 
with the Patent Office. It also provides that the Commissioner may require 
an English translation and such other information he deems necessary It is 
inderstood that these requirements are desired by the Patent Office for admin- 
strative reasons and that they are no more rigid than requirements in many 
foreign countries. 

3. Section 232, “Temporary presence in the United States This section pl 
vides that no patent shall prevent the use of an invention in any ship, vessel, 
aircraft, or land vehicle of another country temporarily entering the I { 
States This provision accords with the requirements of article 
International Convention for the Protection of Industrial Property. Since the 
United States is a party to this convention, the Department regards it as desi 
able that this provision be written into our domestic patent law 

} NEC a? ‘ “Seorri tnd notice; nonresident patente 


vides that a nonresident patentee may designate by notice to the Patent Office 


person With! the Lnited States on whom process or notice “uv be served al 
that in lieu of such designation such notice or process may be served upon the 


Commissioner. The Department understands that this provision has been ack 
for the benefit of American residents desiring to bring action ag 
owners of United States patents At the present time American manufacturers 





threatened by charges of infringement of United States patents by persons 
resident abroad are especially handicapped by inability to bring suit for declar 
tory judgment. Most foreign countries in their patent laws require foreig! 


owners of patents issued by them to have resident agents upon whom service 
may be made. 

The Department has no objections to any of these modifications or to « ct 
ment of the bill as drafted. 


The Department appreciates the invitation to have a representative present 


at the hearings on this bill However, in view of the technical and legal nature 
of the modifications, and apparent absence of any controversial problems relating 
to toreign affairs, the Department does not believe that it could make I 


material addition to the testimony of the Patent Office. The Department wo 
of course, be glad to send a representative should your committee desire a further 
expression of the Department’s views on any problem presented by the proposed 
egislation 

The Department bh been informed by the Bureau of the Budget that ther 


no objection to the submission of this report 


sincere yours, 
Ben H. Br u. Jr 
icting Assistant S te or Con nal Relations 
(] I Tie ~ re \ ol . ite 
CH , COMM ( I S r NEW )Y 
At the regular monthly meeting of the Chamber of Commerce of the State of 


New York held June 7, 1951, the following resolutions and report pres ed by 
y adopted: 


ts committee on law reform were unanimous 


PROPOSED REVISION OF PATENT LAWS 


To the Chamber of Commerce: 


‘he committee on law revision offers the following 


rhe last general revision of our patent laws was the act of July S, 1S70 

is enacted as part of a program to revise and consolidate all the laws the 
United States 

The present patent law, as set out in tithe 35 of the United States Code s, 


therefore, essentially the act of IS870. with s Ibsequent amendments 


SOUOSS 77 ser. 0 
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As orginally compiled and published, the United States Code was not enacted 
as law but only prima facie evidence of the law. Consequently, the Congress 
from time to time, has undertaken to revise and enact various titles of the code. 

During the past several years, there have been substantial efforts regarding 
the revision and enactment of title 35, Patents. 

On July 17, 1950, a bill to revise and codify the patent statutes was introduced 
in the House of Representatives. It was drafted by a subcommittee of the House 
Judiciary Committee, after a considerable study of all congressional acts relating 
to patents, which had been passed since the early I870’s. Generally known as 
the Bryson bill, the measure derived its name from the chairman of the sub- 
committee, Joseph R. Bryson (D), South Carolina. 

This 1950 measure not only undertook to revise, arrange, and consolidate the 
various patent acts; but also endeavored to present various amendments of 
substance. 

Following the introduction of the measure, numerous suggestions with respect 
to it were made by patent-law associations and other technically competent 
private groups; and these suggestions were subsequently coordinated by a com- 
mittee appointed by the National Council of Patent-Law Associations. 

The result is a new Bryson bill, H. R. 3760, introduced on April 18, 1951, 
containing most of the suggestions made by the coordinating committee of the 
National Council of Patent-Law Associations. 

Like its predecessor, the new bill has the dual objective of revising and 
consolidating existing laws, and of offering certain substantive amendments. 

In its consideration of the currently proposed legislation, the chamber’s com- 
mittee on law reform readily concluded that the first objective i. e., the revision 
and consolidation of existing statutes, constitutes a step long overdue. Since the 
last general revision of these laws was some SO years ago, there would appear 
to be little question as to the desirability of such revision. 

Insofar as the second objective is concerned, it is to be noted that the drafting 
of amendments of substance was the result of prolonged and careful study. In 
drafting amendments to existing laws, the following sources were consulted: 
(1) All bills relating to patents which have been introduced in Congress since 
1925; (2) Reports of the Science Advisory Board, the Temporary National 
Economic Committee, and the National Patent Planning Commission; and, (3) 
reports and recommendations of private groups such as patent-law associations 
and patent section of the American Bar Association. 

Because of the highly intricate and technical nature of the subject, the commit- 
tee on law reform believes that it should not endeavor to pass judbment on each 
individual amendment. Nevertheless, it is the opinion of the committee that 
the amendments, in general, represent improvements in existing patent law. 

The more important amendments to the present law are discussed briefly. The 
proposed law makes a provision that the manner in which an invention is made 
shall not negative patentability. Some question has been raised as to whether 
or not a new device or process discovered by experimentation constitutes a pat- 
entable invention and the bill now says these are patentable. 

Court decisions are in conflict as to so-called intervening rights, and section 
202 clarifies the law thereof. 

In the interest of national defense the powers of the Commissioner to keep in- 
ventions owned by the Government secret have been enlarged. 

Many schemes have arisen by which others pirate a patented invention by 
making a part only thereof and selling the part to another who completes the 
patented invention. The courts held as early as 1871 that such acts which con- 
tribute to infringement are infringements of the patent. In recent years, how- 
ever, the courts have whittled away at this doctrine of contributory infringe- 
ment so that it is now nonexistent, leaving many patentees without remedy to 
protect their patented inventions. The proposed bill reestablishes the principle, 
though not to the same extent, that contributory infringement is infringement 
of a patent. 

The bill also makes it possible for a court to take any action respecting a pa- 
tent or rights thereunder of a patentee not resident in the United States. Under 
the present patent laws such patents cannot be reached except at the will of the 
nonresident owner. 

* + * * »* ~ * 


In view of the fact that our last general revision of the patent laws dates back 
to the 1870's, the committee on law reform believes that the chamber should place 
itself on record as supporting any soundly conceived proposal—such as that con 
tained in H. R. 35760--which would revise and consolidate existing patent statutes. 








PATENT LAW CODIFICATION AND REVISION 93 


And, while the committee does not feel empowered to request endorsement of 
the specific amendments of substance embodied in the bill, it wishes to emphasize 
that these amendments were included only after the most careful study, and with 
full consideration to suggestions of technically competent private groups. Now, 
therefore, he it 

Resolved, That the Chamber of Commerce of the State of New York endorses, 
n principle, H. R. 3760, which would revise, codify, and enact into law title 
of the United States Code, entitled “Patents”; and which would add to title 85 





certain amendments of substance: and be it 
Resolved, That the chamber urges the Congress to act favorably pon this or 
generally similar legislation ; and be it further 
Resolved, That copies of this report be sent to all Members of Congress 
Respectfully submitted 
AUGUST THLEFELD, Cha 1? 
MATrHEW G. ELy, 
JoHN M. MONTSTREAM, 
BeverLey R. RoBpinson, 
EUSTACE SELIGMAN, 
Epwin S. S. SUNDERLAND 
BRONSON TREVOR, 
Committee on Law Reforn 


Rosert L. HAMILL, President 
Attest: 
, 


B. Cotwett Davis. Jr... Exrecutive Secretary 
New York, June 7, 1957. 


SEATTLE, WASH., June 13. ] 
NATIONAL COUNCIL OF PATENT LAW ASSOCIATIONS, 
Vational Press Ruilding, Washington, D. ¢ 


The Seattle Patent Law Association by special committee for the consideratior 


of H. R. 3760, approves that bill as it is prop sed to be amended in the coordin 


ne committee's report ot May ye A W511. subject to further conside i n 
section 102 (g) which may better state the law of interferences In principle 
this proposed legislation is pproved and its passage is supported 


Forp FE. Suiru, Cha 
Rosnerr W. Bracw 
RicHARD SrEp 

ORLAND M. CHRISTENS! 
LENJAMIN F, Berry. 


DvuANE C. Bowen 


Mr. Bryson. Mr. T. Hayward Brown, of the Department of Justice. 


STATEMENT OF T. HAYWARD BROWN, CHIEF, PATENT LITIGA- 
TION UNIT, CLAIMS DIVISION, DEPARTMENT OF JUSTICE 


} 


Mr. Bryson. Please proceed, SII. 
Brown, Mr. ¢ hairm in. | appre late the opportunity to express 


I} 
ne 


the views of the Department of Justice concerning H. R. 3760. 
prunmary purpose of the present bill is the codification of the statutes 


elating to patents. The Department of Justice is in accord with this 
general objective and recognizes that your subcommittee has mad 
otable accomplishments in codifyving the law in other fields. 

In addition to the codification objective of the present bill, the bill 


tlso proposes to make Various changes of substance in the patent laws 
Ordinarily codification bills are verv restric ted in the actual ehai es 


. = ) } rm] : oe 4 ‘ 
1 substance made In the iaw., phere is one dangel In 1? trod ( a 


hanges in the law in a codification bill in that the changes may be 
major or may be controversial and would overshadow the ure ral 


objectives of the codification bill. 
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In cases of codification there is a general presumption of a legislativ: 
intent to follow existing statutes, notwithstanding changes in phrase 
ology, which would not be applicable where the law is also being 
amended substantively. As a result, it becomes difficult to ascertain 
upon a doubtful point whether a substantial change in existing law 
or merely a change in language was intended and the ultimate effect 
may be to cause confusion in the interpretation of the law. 

It is particularly important that the patent law not be unsettled 
or rendered ambiguous at this time of National emergency when 
patents will play a large part in the expansion of industry incidental 
to National defense needs. 

The Government has a particular interest in this since it must pay, 
directly or indirectly, for the use ot patent rights in such eXpansion 
and in the rearmament program. 

There is also the danger that in attempting to revise the whole 
patent law insufficient consideration may be given to particular sec- 
tions and their interrelationship with the consequence that unintended 
changes in the law may result. 

It is suggested that if enactment of the present Title 35 into law 
is deemed necessary, this be done without attempting to revise the 
law substantively at the same time. 

If, on the other hand, over-all substantive changes are deemed neces- 
SaUry, it would seem better to handle such changes by separate enact- 
ments. If it isthought desirable, however, to enact the bill in its present 
form, there are certain features of the measure which would seem to re- 
quire further consideration. I will discuss the particular sections that 
the Department feels may deserve further consideration. Section 100 
of the bill, “definitions,” defines “invention” to include discoveries. 
While the term “discovery” is used in the patent law as synonymous 
with invention and it has been recognized that the act of discovery is 
an essential part of the invention, under existing law discoveries, as 
such, are not patentable. 

The section might have the effect of creating doubt as to existing law 
on the subject of discovery and might result in opening the door to a 
huge new area of patents, and permit the creation of monopolies in 
some of the fundamental and far-reaching discoveries in the fields of 
chemistry, physics, medicine, mathematics, et cetera. 

The Department would be opposed to the creation of any new area 
of monopoly which would be exenipt from the operation of the anti 
trust laws in the absence of clear evidence that such extension is neces 
sary to provide adeqiate incentive for scientific effort. There would 
appear to be no such necessity with respect to the broad field of “dis 
covery. 

Section 100 also defines the term “process” to include a “new use of 
a known proc ess, mac hine, manufac ture, composition of matter or ma- 
terial.” Under present law it is not invention to apply old aad well- 
known okie processes, or devices to new uses in other and anal- 
ogous arts. However, if an old device or process be put to a new use, 
which is not analogous to the old use, and the adaptation of the old 
device or process to the new use is of such a character as to require 
the exercise of the inventive faculty to produce it, a patent may be 
granted for the new use. The Department is opposed to this section 
if it is intended to materially extend existing law, to uses that are 
obvious or to uses that do not require invention. 
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Section 103 of the bill, “conditions for patentability ; nonobyvioi 

subject matter,” proy ides that: 

A patent may not be obtained though the invention | 

described in the prior art set forth in section 102 of this t f aren 
tween the subject matter sought to be patented and that prior are ‘ h tl 

subject matter as a whole would have been obvious at the he T 

made t yo n having d v skill the art to which th ‘ 

Chis section ts rathe ambiguous in phraseology and meal a 
ot clear. Section 103 apparently attempts to state one of the pres 
evative rules of invention that mere mechanical skill is not inventi« 
This ri le has a long history and backeround and the stand 

nical skill depends upon the nature of the art in questio 

dom of attempting to codify this rule in one sentence is q bi 

je and in anv event this is onl one test of Inve ! nna { ‘ 
ot. in the op nion of this Departn nt, be made the re test Insc 

this section mav be inte 1 led to chang the present law, we are oOo} 

— ! 
posed to it. If ho change is ll tended. we thin k that the lan ri 
ould be ela hed. 

There are some sectio is ol the il] that have been qaiscussed 1 
Deputy \ttorney General's letter that you have on file ! 
reports favorably on the sections, point hg them out as bei a 

eislation that the Department agrees W it] 

To shorten my presentation, Iw ill o t mention of tho echio 
Chev inelude section 104 and other sections that I will ment ! 

section 112 relating to patent Spec hcation co ’ a) 

it 

ele ( r ! } eXpresse¢ 

1 uv Ss] 4 at } f 
} 1 ‘ ‘ ! ~ ‘ ‘ } 
‘ I s sy ‘ 
lr} section 1 \ ibsta ill ilter existing law At m ! 
It \ chile Lat meal claim eC] I | 0 

it is. when it cove ill means for performing an a oO 

ey} isa “meal the pree e point of vent i 
I aen at present Ss upon the patentee to deseribe - nventio 

ict terms and it is not clear to what eXtent he mils t bD ‘ 
of this duty wncel the proposed section 
Phe section further introduces into the statute for the first 

e controvel al doctrine of equivalents without det noe it r 

for t}) s section since the ourts 


The Department sees no necessity 
rely invalidated a patent merely 


because of the lar ruage used l 


iim when it is « lear that the patel tee oO} ly intended to refer LO, 
ot to claim as his invention, means which were old in the art. 

Section 118 of the present bill nn troduces a new concept hereto 

known to the United states patent law. ‘This section permit 
ghee or a person to whom the inventor has agreed to assig 
vention in writing to apply for a patent whenever the inventor car 


applhieation The patent te De apy 


be found or refuses to execute at 


for under this section will issue to and in the name of the inv 

nless a court of competent jurisdiction orders a transfer there 

e partv to whom the inventor has agreed to assign the inver 
is believed to be highly desirable in tha t 


| s new section 
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permit employers, including the Government, to file applications for 
patent on inventions made by employees who are unavailable when 
an application is ready to be filed. This is not uncommon in these 
troublous days when many military and other personnel are beyond 
the seas when needed for the execution of a patent application. The 
section does not change any substantive rights. It merely permits 
the timely filing of an ‘applic ation by the party who thinks he has an 
interest therein “without 1 In any way affecting the inventor’s rights. 

Section 144, “Decision on appeal,” embodies the existing statute 
except that it omits the last sentence of the present section 4914 (35 
U.S.C. 62) which states that— 
no opinion or decision of the court in any such case shall preclude any person 
interested from the right to contest the validity of such patent in any court 
wherein the same may be called in question 
Deletion of this sentence might be interpreted as expressing a con- 
gressional intent to make patent validity conclusive where the patent 
had been upheld by the Court of Customs and Patent Appeals i 
what is frequently an ex parte action. This Department would be 
opposed to such a change in the law and suggests that the bill be 
amended so as to retain the above language. 

With respect to section 202, it is suggested that if the existing court 
law is to be embodied in a statute, as that section contemplates, the 
established court rule of due diligence in epee sheen for a reissue should 
be included as well as the present rule that a delay of more than 2 
years will create a presumption of intervening rights in the public. 

Section 212 of this bill provides that in the absence of agreement, 
joint owners of a patent may not individually grant licenses or assign 
their interest without the consent of the other owners or without 
accounting to them. This section introduces a new concept to the 
patent law but it is believed to be a salutary one for inventors very 
often know littie or nothing about the patent Jaws. Enactment of 
this section would protect a joint inventor against an unscrupulous 
coinventor or coowner. 

Paragr aph (b) of section 231 prov ides that any person who active ly 
induces infringement shal] be liable as an infringer. Paragraph (ce) 
provides that it <y all constitute contributory infringement to sell : 
component part of a patented machine, manufacture. — ation or 
composition or inated or apparatus for use therewith, if a— 
material part of the invention especially made or especially adapted for use in 
an infringement of such patent, and not a staple article or commodity of com- 
merce suitable for substantial noninfringing use 

Paragraph (d) provides that: 

No patent owner otherwise entitled to relief for infringement or contributory 
infringement of a patent shall be denied relief or deemed guilty of misuse or 
illegal etxension of the patent right because he has done one or more of the 
following: (1) Derived revenue from acts which if performed by another with- 
out his consent would constitute contributory infringement of the patent; (2) 
licensed or authorized a person to perform acts which if performed without his 
consent would constitute contributory infringement of the patent: and (3) sought 
to enforce his patent rights against infringement or contributory infringement. 

These provisions would result in writing into the patent statutes 
for the first time the strictly judicial doctrine of contributory infringe- 
ment, a doctrine which has been the subject of considerable contro- 
versy and has been properly limited by the courts in recent years. 


ates Ne 
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This Department is opposed to extending the law of contributory in 
fringement. The revision would clearly extend it in several respects. 
In the first place, paragraph (b) would put the contributory infringe: 
in the same category as a direct infringer, there by subjecting him to 
the limitations and liabilities of the latter. 

Paragraph (d) would greatly impair the salutary doctrine thiat 
patentee who has misused his patents may not recover in a suif ol 
either direct or contributory infringement. ‘The Supreme Court hia 
held that a requirement by a patentee that users purchase from him 
or his exclusive licensee unpatented parts not within the scope of the 
patent, Was a misuse of the patent and barred recovery even though 
contributory infringement was assumed to exist. This doctrine \ 
most Important factor In the enforcement of the antitrust laws wit 
respect: to tying al rangements and the Department Is Oppost dioa 
mpairment thereof 

It is not clear to what extent paragraph (b) is 
the present law on contributory infringement. The phrase, “actively 
nduces infringement” might cover many situations which are not 


intended to enlarg 


now considered to be contributory iniringement. Paragraph (Cc Also 
uppears to enlarge the scope of con tributory infringement. While 
some cases have indicated that one who sells an article not capable 
of use except in an Infringing Innhher is liable for conti butory 1) 
fringement even in the absence of actual knowledge of the infringe 
ment, the sounder approach would seem to be that such facts merely 
olive rise to a rebutable presumption of intent to inf Inge, 

The first paragraph of section 242 (Presumption of validity; d 
fenses ) provides t! at a patent shall be presumed to be valid and the 
burden of establishing invalidity shall rest upon the party asserting 
it. The Department objects to these provisions since at present thi 
presumption of validity is not embodied in a statute and is merely 
t qualified rule of evidence. Also unde present law this prestu 
tion does not always hold true, for example in cases where the Patent 
Office fails to cite or consider pertinent references or prior art. 

Section 203 (Disclaimer of invalid claim) and 248 (Suit for 
fringement when a claim may be inva 
present law as to a statutory disclaimer. Section 203 omits the pro 

sion of the present statute (R. S. 4922: 35 U. S. C. 71) that “no 
patentee shall be entitled to the benefits of this section if he has 
reasonably necler ted or delaved to enter a disk la Thi "ad [ nel r this 


1] ] ’ 
iV aiter the 


d) substantia 


| | 


provision, the courts have he ld that the entire patent may he vo lifa 
ronmipt disclaimer is not filed. Section 248 of the proposed bill. on the 
ontrary, expressly provides that an action for infringement mav be 
hiaintained despite failure to disclaim an invalid claim, the only 
penaly being that no costs may be recovered. 

The present rule requiring a prompt disclaimer of invalid claims 
s intended to place upon the patentee the burden of restricting his 
claims to his actual invention. This accords with the basic idea of 
the patent laws that a patentee may only claim the invention he had 
lisclosed in his patent. The present law even goes So far asto require 
the prompt disclaimer of claims similar to one which has been held 
invalid. The public interest requires the formal cancellation of in- 
valid claims sO that they may ho longer be used to harass the pubhie 
through nuisance litigation and misleading impressions of legitimate 
scope of the patent, and thus discourage the public’s use of technology 
that it is entitled to use freely. 
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Section 251 raises the false marking penalty from $100 and costs 
to a flat $500. This change is believed to be desirable in that it will 
aid the policing of false marking. With the present law the in- 
formant bringing a qui tam action rarely receives more than $50, 
which does not pay him for his time and trouble. 

Section 252 (Service and notice; nonresident patentee) provides 
that a nonresident patentee may designate by notice to the Patent 
Office a person within the United States on whom process or notice 
may be served and that in lieu of such designation such notice or 
process may be served upon the Commissioner. ‘This is a new sec 
tion. It does not represent codification, but the Department has 1n- 
dicated that it is in favor of this. 

The department understands that this provision has been added for 
the benefit of American citizens desiring to bring action against for- 
( ign owners of United States patents. At the present time American 
manufacturers threatened by charges of infringement of United 
States patents by persons resident abroad are especially handicapped 
by inability to bring suit for declaratory judgment. Most foreign 
countries In their patent laws require foreign owners of patents issued 
by them to have resident agents upon whom service may be made. 

Except for the specific sections to which objections or questions 
have been raised, the Department of Justice is not opposed to H. R. 
3760. 

Mr. Bryson. Thank you, Mr. Brown. 

Mr. Lanham, we are always pleased to have you present. 

Would you like to make some comment or statement that would be 


helpful and constructive here 4 


STATEMENT OF FRITZ G. LANHAM, FORMER REPRESENTATIVE 
FROM TEXAS 


Mr. LANHAM. Mr. Chairman and members of the colmittee : | 
had not intended to testify. [am not a patent attorney. 

Mr. Bryson. You are a patent authority, though. 

Mr. LANHAM. | had the pleasure of serving for about a quarter of 
a century on the Committee of Patents of the House of Representa 
tives. [thus acquired some familiarity with the structure of our patent 
system and also in appearances which IT have made before this com- 
mittee since my voluntary retirement from the Congress after 28 
vears of service. 

Iam and have been since my retirement a representative of the Na- 
tional Patent Council, which is a nonprofit organization of smaller 
manufacturers primarily interested in the education of the public with 
reference to the importance of our patent system and the fact that 
patents make jobs and promote the development of our economy. 

However, that council] 1s not a patent law association. Because of 
their interest in its policy many patent attorneys are connected with it 


as associates, 

It is to be assumed that there is some diversity of opinion and senti- 
ment among those patent attorneys who are associates with reference 
to certain provisions of the pending proposal, just as we have seen out- 
cropping here in the testimony some differences of opinion concerning 
special sections. Consequently my appearance is merely as an indivi- 
dual in compliance with the request of the chairman just made and not 
as a representative of the National Patent Council. 


2 
& 
* 
> 
* 
‘ 
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This bill seeks Lo codify proy islons W ith reference Lo patents, Ce] 
tainly a codification measure is desirable, but in my judgment, what is 
placed in the law codifying patent provisions should be, insofar as 


possible, noncontroversial. Certain controversies have arisen in thie 
discussion thus far and likely further differences of opinion as to 

few provisions will be presented by other withesses, Phere are one o 
two such provisions in particular which I recall have been thi L 


ect matter of hearings before this subcommittee heretotore . hotably 


perhaps in the last Congress, one having to do with the test of inv 


tion or pate tabil ty and the other hav ne to ao wll cont! \ 
Iringement. 
[ recall that among others I testified on each of those n ittel eT 
e subcommittee lh the Is ohty first Col ress, li appeal 
ire still somewhat controversial. 
Would it be advisable, therefore, in view of the fact that t 
eek: the cod fication Ot the prate iWs, | elim hate one or tWo ce 
versial provisions from present consideration and ve se] rate co 
- deration of en h 11) proper and appropi late by IIs \\ mh wou cl pe 
much more detailed and thougltful SUUCLY of the matters involved tha 
would be Poss ble in such testimony as W ill be olvel before this sub 


committee 4 Phat would not prevent cod iheation of provisions wh 


could be agreed upon. 


| recall, for instance, in my long service on the ¢ ‘ommittee on Patents. 
] was requested to endeavor to get an enactment Ww ith reference totrade 


marks that would be more in keeping with modern conditions and 
practices In View of the fact that the old laws of 1909 and 1vo " 
become somewhat obsolete and not applicable to the business co 
ditions and practices today. Though I have now, and had then, no 
personal interest in any trade-mark except as a consumer, [ undertook 
that task. It Wis quite | compre! ensive undertak ne, ted hnical 


many aspects just as the consideration of this measure involves ma 


. . 
technical considerations. 
| mcommittee with a flerent ye 


| labored isthe chairman of a 


nel in each Congress through four different Congresses to get the fi 


ennetment of the trade-mark law now on the statute books. W 
Ve first began the « msieration of that ubject matter. those wha 
eared were, speaking figuratively, at one another's throat Lhe 
i = . 
is great diversity of opinion concerning provisions that Oo 
} 1 

corporated in such a law. 

so | erved perh ms more ol less, aus Hn medinto1 and co ito! 

ed to vet the groups tovethel ipon something with reference to 
= ! i] a: ¥ 

ich they could agree. 

\ i} ; 4 | “ ] ] " ] ‘ r 
Finally. titel vears of sue h effort ana the ntrodauction OF several 


a {ferent hills VW th modifi itions wh ch had been suggested, we Yot Li 


enactment. with the terms of which pract ically all of those in on gy ul 


qaisagvreement found the mselves quite im contorm t\ mid accora 


We took up those bills, section by section, and heard testimony 
each section, in order that we might have all of the facts an niorma 


tion upon which we could base our final judgement. 

Here are many provisions of this bill, some of them very techy a 
as evidenced by the testimony thus far adduced. I believe by proper 
conferences practically all of the differences can be settled and the 
codification efle ted, I merely Inquire as a policy of procecure Wik ther 


1 
I 
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it would be wise just now to include one or two highly controversial 
provisions in the codification or leave them for early consideration in 
separate bills for more extended and detailed discussion and study. 

We are all anxious to have a proper codification of the patent laws, 
and the coordinating committee has labored diligently with such a 
purpose, We are all specially anxious to have them properly protective 
of the patentee, because upon the ingenuity of this country through 
the incentive of our patent system we have attained the progress and 
prosperity which has made us the first Nation of the world. Let us 
keep so and let us be very sure that whatever we enact will retain that 
incentive and inspire these workers of America, who give us so many 
things useful for our progress, to carry on their laudable undertakings. 

It is very interesting, in that connection, to note that many and per- 
haps most of our very useful inventions which have greatly accelerated 
our progress and our prosperity have come from most humble sources. 

Leonardo da Vinci was in a way an authority on aviation, but they 
had no internal combustion motor in his day and there was no practical 
application of his ideas. 

Langley and others worked with aviation, and finally two bicycle 
dealers down in North Carolina disclosed that it was practical. In- 
stance after instance of a comparable nature could be cited with refer- 
ence to so many of our most important discoveries. 

Let us be very sure that whatever we enact is not only going to con- 
tinue the incentive of humble people as well as others to promote our 
progress, but let us see to it also that in their discoveries they are pro- 
tected. as has been intended in this Government ever since we first had 
our patent law, largely through the efforts and the activity of Thomas 
Jefferson. 

These random throughts may not be helpful to you, and they are 
purely my individual opinions. Although I have no patent and I have 
made no discovery, I doubt if anyone, by reason of my long service on 
a similar committee and the realization of the importance of protecting 
our patent system, has any gerater interest in seeing proper legislation 
continue so that that incentive will continue which will make for our 
greater progress and prosperity. Let us hope that to this end proper 
codification may be had as promptly as possible. 

Mr. Bryson. We are much obliged to you. 

I am sure we are starting toward the same objective. I believe the 
record will disclose this part icular committee has sought to give ample 
opportunity and study to any controversial issue that we now consider 
or we may consider, 

You know we have distributed literally thousands of the proposed 
revision and codification to every possible agency. These representa- 
tives from these well established reputable organizations from every 
point throughout the country are feeding us with their suggestions 
and thoughts. In these hearings here we are going to give everyone 
an opportunity to be fully heard, whether he favors or opposes. 
There will be no disposition to shorten these hearings at all. 

Mr. Lanuam. I appreciate that, Mr. Chairman. I am well advised 
concerning the fairness of this committee. I am well advised also 
concerning its unremitting activity to bring about the very objectives 
in which you and I, and I think all of the loyal American citizens, are 
properly interested. And please understand that I am not opposing 
codification and that I have merely offered a suggestion with refer- 
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ence to procedure in the consideration of one or two controversial 
ssues. 

Mr. Rocers. You recognize that the revision and the old Committee 
on Patents is all accumulated here in this subcommittee under the re 
organization ¢ 

Mr. Lanuam. I appreciate that. 

Mr. Rogers. Do you think, due to the fact we have this controversy 
existing as to what constitutes the law makes it almost an insurmount 
able task to recodify the law ? 

Mr. LANHAM. | think most of the provisions in this bill before you 

in be codified. 

| would not appear Aas being opposed to codification of patel 1 law S. 
| think we should codify what is not highly controversial and what 
through conferences can be agreed upon. 

Mr. RoGERs. Have you, in the study of this proposed bill, any pal 
ticular objection fo any particular provision that you feel should not 
vo in there without a thorough study and a different bill introduced 
to take its course through Congress ¢— 

Mr. LANHAM. Let me repeat, Iam nota patent attorney. I am not 
versed in all of these technical provisions. I feel that with reference 
to practically all of the provisions of this bill some agreement can 
be reached from the standpoint of codification. On one or two con 
troversial provisions I think the action should assure a basis of clarity 
for judicial interpretation and the protection of the discoverers of 
iseful and novel inventions. In other words, the code concerning 
them should be both fair and definite. 

Mr. RoGers In other words. vou feel, to take the noncontroversia 
Ones, make that the codified bill and ther the controvsrsial ones could 


] 


he considered sep rately 4 

Mr. Lannam. They could be enacted as amendments to the codifi 

tion and in that way perhaps we would get a better final resul 
There are several provisions here concerning which there is some slight 
controversy. I think those differences can be ironed out and mos 
of the bill could thus be codified VW it} out anv parch ilar ciffieul 

Mr. Bryson. Thank vou, sir. 

Mr. Federico, will you come around, please ? 


+ 
t \ 


STATEMENT OF P. J. FEDERICO, UNITED STATES PATENT OFFICE 


Mr. Bryson. Mr. Federico, before vou begin, may I ask: Has the 
Department of Commerce made a formal report on the pending bill / 
Mr. Feperico. The Department of Commerce has made a report, 
but IT am sorry to say we have not yet got it back from the Bureau of 
the Budget. We expect it today or tomorrow and will file it with the 
ommittee. The report will speak for itself. If I may speak before 


raises no spec inl objections and has one or two 


he report comes in. 
suggestions. 

Mr. BRYSON. It woes along the ceneral lines of the other cd part 
ents / 

Mr. Feperico. Yes. 

Mr. Bryson. Favoring the enactment of the bill preferably wit 
certain amendments / 

Mr. Feperico. In general: yes. 
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Mr. Bryson. But favoring the enactment of the general principle / 

Mr. Freperico. Yes. 

Mr. Bryson. Would you care to address yourself or make any 
statement or comments on the positions taken by the different depart- 
ment representatives here today or who testified yesterday, or would 
you care to make any statement on your own observations ¢ 

If so, you may proceed. 

Mr. Freperico, With respect: to the reports from the other depart 
ments, 1am sorry to say I do not feel in a position to comment on thei 
specific suggestions for the reason that most o fthem I have seen today 
for the first time. The Department has not had the opportunity to 
make a report on them. 

I would like to state generally that the reports of the three depart 
ments that have testified orally strike me that some of their proposals 
are things that none of the other departments would have any special 
objection to. A large number of them relate to matters of language 
and clarification which could be straightened out by some slight dis 
cussion. Possibly all of the reports of the departments on all points, 
except one or two, might be brought into agreement between the de- 
partments. I do not feel that I can comment on any of the specific 
provisions. 

Mr. Bryson. Without fiViIne further stucly to them 7 

Mr. Feperico, They would have to be studied. 

Shall I continue with the survey of the structure of the bill? 

Mr. Bryson. Yes. 

Mr. Fepertco. As 1 stated veste rday, chapter Il of the bill collects 
the provisions re oF ating to the Patent Office. Chapter II collects the 
aarilines relating to the requirements for obtaining a patent and 
the procedure in obtaining a patent. 

Chapter LIT deals with the patent itself after it has been granted. 

The first group of sections relate to correcting ana amending au 
patent, which is a necessary thing. 

Sections POL and 2OP are a development of the present statute 
relating to what are called reissues. Under certain circumstances 
tlie patentee Mav obtain a new patent to re place the old one to cor- 
rect various defects that he may have discovered in the patent. These 
two sections together replace the present one, making a num er of 
clarifications with a few additions of further developments in the 
subject which | do not believe need to be gone mto at the moment. 

Section 203 relates to another form of correction of a patent exighn 
as the disclaimer. The patentee files a paper in the Office which is 
recorded, He disclaims certain things from the scope of his patent 
or disclaims certain claims. This subject of disclaimers in the present 
law has cal ina great deal of confusion and uncertainty in cet 
tain situations, which are almost ridiculous at times. Consequently, 
the bill in two sections—203 and 248—has introduced certain changes 


relating to disclaimers. One of these changes is that only a whole 
claim can be disclaimed. A claim cannot be rewritten by filing a 
paper in the Patent Office. Only a whole claim can be disclaimed. 
The second change relates to the situation when a patent has two 
or nore claims and one of them May he discovered to be invalicd. 
Under the existing law, there is a provision in the statute that 
says that the invalid claim must be disclaimed without unreasonable 
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delay in order to save the rest of the patel t. What that m reasol ible 
time might be is quite confusing, and the present law does not as 
a matter of fact, prevent the patentee from suing again on the invalid 
( laim if he SO W ishes. 
So, the bill has eliminated that requirement, It has left the situa- 
on that if one claim of a patent 1s invalid, the patentee may take 
t out. He May still sue on the remaining claims which have what- 


ever Validity they might have on their own merits That is. one 
bad claim does not affect the other claims, unless they are themselves 
bad. 

Othe r pro. SOS of the bill perhaps take enre as well Hc s done 
thre present law of the possibil \ of a patentee suing again after 
patent has been held invalid. "That can be done today and th 

bill makes no change in that situation. except that certain proy Oo} 
mioht tend to deter doing such a thing. E 

Mr. Bryson. How May times can he renew his request fo. " 
patent 4 


Mr. i eDERICO. You mean if he has been refused a patent / 
Mr. Bryson. Yes. 


Mr. FEDERICO. That goes to obtaining a patent. Under the statute 


the applicant has an absolute right to a reconsideration with whatever 
practice of the Patent Office in its regulations there may be two. three. 


} 
esses wi 


imendment. not chan ring the Inve t1on, he w ishes to present, By the 


a) | more reconsideratio} ~ until the matte. reaches clearer 
ire closed one way or the ot her. 
Mir. Bryson. Must he supplement his petition | vhat 
illoa the general practice “after Savagemest” ann on 
/ 


e\ dence 


Mr. Freperico Again referrn 2” to obt wning a pate nt and-the pro 


edure in the O)ilice, if the Patent Office refuses the patent the first 
time, he is at liberty to present whatever he wis! es, argun ents, tests, 
flidavits, evidence. He is free to do anything he wishes. Whatever 
he does is reconsidered in the light of his arguments. He is given a 
new examination. That av continue for one or two times more after 


it. 
Mr. Bryson. In the discretion of the examiner ? 
Mer. Fepertco. To a laree extent. ves 

Mr. Rogers. Getting | 


Vou referred TO Nn moment aco did | understay d vou 


_ . 


mack to this ubie T of sectioy 7 oF clics Ia mer 


— 


iw at the present time is that in the event a man wants to disclaim 
e | as got to disclaim the whole patent ( 
Mr. FEDERICO, No: the whole claim. 
Mr. Rogers. How does this new section 203 affect that? There 
nne testimon vit omitted part of the statute. 
Mr. Freprertco. Under the bill, he must diselaim the whole claim 
der the present law. as it is worded. he mav revise a claim. 
Phe change in the present law is in omitting the requirement that 
invalid claim must be disclaimed within a reasonable time: that 
ist be taken out of the patent W ithin Aa reasonable Time to save Tire 
liclity of other « laims in the patent. 
Mr. Roa Rs, If he does not disclaim with na reasonable time unde} 
he present set up, does that vitiate the entire patent ? 
Mr. Feperico. That theoretically vitiates the entire patent, but he is 
till free to sue on that Invalid claim again. 
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Mr. Rocers. He would not get very far. 

Mr. Fepertco. That is right. 

Mr. Rocrers. Your objective in this section 203 is to change it in 
what manner? 

Mr. Fepverico. That "particular change is made by section 248, 
rather than section 203. 

They dovetail together. The manner of making that change is if a 
claim is invalid, held invalid by a court, the patentee may ‘disclaim 
it himself if he wants to and in the usual case he will. If he does not 
disclaim it, nothing happens to the remaining claims. 

Mr. Rogers. If he disclaims as to those that are invalid. he still 
retains the valid one? 

Mr. Feperico. Yes. 

Mr. Rocers. That is the present law ? 

Mr. Feprrico. Yes. Of course, if a patentee does not disclaim 
under the present Jaw and under the bill he cannot recover costs in a 
suit. 

Under a later provision in this bill, which is in the present law, too, 
if a patentee sues on a patent that is invalid and the suit is wholly 
unjustified, the court could assess him attorneys’ fees as well as costs, 
so there are deterrents to suing on a claim or on a patent that is invalid, 
The deterrents under the bill are about the same order as under the 
present law. 

In making these comments, [ am making them only by the way of 
explanation of what was the intention in introducing these particular 
provisions into this bill, rather than arguing for or against any of 
them. 

Referring still to the correction of patents, section 204 is a section 
for correcting by a certificate a clerical error due to the Patent Office. 

Section 205 is a section that is new in the patent law that permits 
the Patent Office to correct by a certificate a clerical error of the 
patentee. 

Section 206 is a new section in the law that is correlated with section 
116 in chapter 2 relating to a mistake in joining a person as a joint 
inventor. Very often two or three people make an invention together. 
They must apply as joint inventors, If they make a mistake in deter- 
mining that the third one is one of the three inventors that actually 
made the invention, they do so at their peril. 

This provision permits a bona fide mistake in joining a person as 
inventor or in failing to join a person as an inventor to be corrected. 

The next group of two sections relates to assignments and owner- 

ships. 

Section 212 introduces a change over the present law relating to 
joint ownership. 

The next two sections collect provisions now in the law referring to 
Government interests in patents without making any significant 
change except in language. 

The next group of sections relates to infringements of patents. 

Section 231, paragraph (a), is merely a declaration of what con- 
stitutes mfr ingement. 

Incident lly, there is no declaration of what constitutes infringe- 
ment in the present statute. It is actually not really necessary because 
the granting clause grants exclusive rights and infringement would 


be any violation of that grant. 
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Mr. Rogers. Just to interrupt you there, do I understand your posi 
tion to be that, so far as section 231 is concerned, that any rights of 
infringement of the patent exist under the present law? 

Mr. Fepertco. Section 231 (a), the first paragraph. I was referring 
to the first paragraph in that statement. 

Now, paragraphs (b), (c), and (d) bring up the subject that has 
been referred to as contributory infringement, on which I understand 
ome other people are Golng to speak, and | do not think it ady isable 
to go into too much detail at the moment. except to state that para 
graph (c) which is the key section, was devised by the roups working 
on it as an attempt to state in statutory form the theory of what has 


7 


been called contributory infringement of patents in a manner which, 
looked at from certain points of view, might be considered restrictive 
of what has been held in the past and looked at from some other points 
of \ iew might be considered broader. 

Mr. Rocers. What is the present status of the contributory infringe 
ment? Is that based upon statutes, or a court decision ¢ 

Mr. Freperico. It is entirely on court decisions in suits on infringe 
ment of patents. ; 

Mr. Rogers. Then this part that is added here in 231 (¢) is son 
thing new, so far as 

Mr. Feperico. As being stated in the statutes is concerned, ves. 

Mr. RoGers. Do you consider that the section (¢), to W hich you 
referred, will change the decisions that have been announced by the 
Supreme Court, or is this just an attempt to say what these d Isions 
have heretofore held ? 

Mr. FEDERICO. There has been so much argument about what the 
Supreme Court decisions do mean that I am afraid I cannot answe1 


that quest ion. 


If a person takes the position that the decisions mean a certain 
thing, then if could be said these do not do very much But it is very 
easy to take anothe position, that the decisions mean somethi ¥ quite 


d flerent ; in Which event the section would do something. 


Mr. Rocers. Would anybody’s rights be affected in any manner if 
ve eliminated this section 231 (¢) and (cdl) altogethe ¢ 

I will put it this way: if the Court eventually is to pass upon it, 
do you know of any necessity why the ¢ ongress of the United States 
hould determine what an infi ingel is. Whether he is a contributor. or 
vhat / 

Mr. Feperico. Speaking personally, my view would be that the 
only neces ssit) is a desire to have clarity in the law. 

Mr. Rogers. Do you not know that lawyers have existed for many 
vears upon disputes, and we have never been able to get anybody 
that could write a law that applied to all situations / 

Do you think that this would clarify it in any manner if it was enact- 
ed, that 1s, the definitions as set forth here and of what constitutes a 
contributory infringement ¢ 

Does this clarify it in any manner so that it may be a guide to the 
lawyers in the future ¢ 

Mr. Feperico. Yes. 

Well, it would clarify it to this extent: That having a written 
formula in the statute, you have a guidepost which would settle or 
determine the way the development of the law would be after that 
would be passed. 
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Without a guidepost, there would be a lot of floundering. Eventual- 
ly there might be something stable. 

Mr. Rogers. Do you think that this, as written here in 231, is the 
guidepost or the interpretation that some have placed upon decisions 
that have been rendered by the Supreme Court dealing with contribu- 
tory infringement ? 

Mr. Feperico. I think it represents what a large body thinks is an 
interpretation of a large number of decisions in the past. 

Mr. Rocrrs. Would it necessarily follow that if we did include it 
in this bill, that the argument would be that Congress has at least 
accepted the interpretation that certain individuals have placed upon 
these decisions, as to what constitutes contributory infringement, and 
say that Congress is satishied to interpret those decisions in this 
manner ¢ 

Mr. Fepertco. I think it would. I think it would be picking a path. 

Mr. Rocrers. And in that manner clarify an issue that lawyers are 
unable to give the clients proper advice upon when the question of 
contributory infringement is brought up ¢ 

Mr. Fepertco. Yes. 1 think it would do a great deal to that extent. 

Mr. Bryson. Although the —~ ourt, of course, would follow 
its precedent by exere ising its right » have the last guess, the last 
say SO. 

Mr. Fenerico. Section 232 is a new section in the law relating to in- 
fringements, but it is of relatively little importance and it follows a 
paragraph ina treaty that the United States adhered to. 

Mr. Bryson. Mr. Federico, may I ask vou to go back to section 212 
ne the moment. Would you care to comment on that as to whether 

‘not it should remain as is, or in conformity with the ideas express- 
per by the National Advisory Committee on Aeronauties ? 

Are you familiar with their views on the subject ? 

Mr. Frperico. I have not seen them: no, sir. 

Well, I will state what 212 does ina problem concerning it. 

Under the present law, which is 1yy decisions anc not by expression 
in the statute, if two persons own a patent jointly, either one can do 
what he pleases in respect to making and using the invention for his 
own profit and granting licenses to others and selline his share, or 
any part of his share, without regard to the other one 

That is stated generally. 

Under the provision here, the two owners could still each mannu- 
facture the invention for their own profit, but if one granted licenses 
or sold his interest to others, he would have to account to the other 
owner, or get his consent. 

Now, some problems have arisen in that change, and TI think there 
are quite a few suggestions that have come to the committee to not 
make the change at the present moment. There is an advantage in 
having the change, but some problems have been mentioned in con- 
nection with doing it inthe form here stated. 

Mr. Bryson. We have the several views as expressed by these 
wencles, 

The Federal Security Agency inquires as to the effect or desirability 
of adding this clause onto the end of the suggested section 212: 


And any owner may grant license or assign his interest or any part thereof 
without the consent of the other owner, provided that he may account to them 
for their proportionate shares in the event he receives any remuneration therefor. 
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Is not that in substance about what you said ? 

Mr. Fepertco. That is in substance what the section savs. and that 
suggestion becomes one of language and clarity, to me. 

Mr. Bryson. When we go into marking up the bill, we will have 
these several suggestions before us and we will. of course, try tO Work 
out the best language possible. , 

Mr. Crumpacker. While we are in this part of the bill. I would like 


to get back to the section 221. 


I asked the witness a while ago about these fees in the Patent Off e. 
ind he said he did not know. 

C'an you tell me. Mr. Federico / Are the fees designed DD ily 
reimburse the patent office for its expenses of operation, or whiat = the 


hasis for fees / 

Mr. Frperico. In actual practice the fees received by the Patent 
Office for various services provided for, for which a fee is provided, 
bring in about 55 to 60 percent of the amount of expenditures of the 
Patent Office. 

So that in practice the fees do not ‘over the expenses of operat 

Mr. Crumpacker. Do vou have any idea, in round figures, what 
percentage of the total business of the Patent Office might come under 
this particular section / 

Mr. Freperico. This section provides that when the other Govern- 


ment departments are handling a case for an invention of a Gover 
ment employee, they do not pas the fees which are 830 on fi hey 
so0 on granting of the patent. 

Phe numbet apple i for and gerantes under 1 t sect 
onsiderab] 

During t war vears., it was hieher than before « ifte 

In addition to that, the Patent Office does a lot of ¢ rt os {ol 
Government departments without Tee to { i 

fee to a private dividual 

1 would sav, merely guessing at the moment, that the total sery 
that the Patent Offite does for other departments. «ling t 
tem as well as other items, might well run to about $100,000 a ve 

Mir. Crumpacker. What are your total expenses in vear’s t é 


Mr. Feperico. The total expenses of the Patent Office / 

Mr.CrumMpacker. By $100,000, are you referring to the fees that are 
not collected et He , 

Mr. Ff EDERI (>, Just fees t] it are not collected from other depayt 

eC ts of the Government. : 

Mr. Crumpacker. What are your total fees. then? Do vou know 
that offhand / , 


Mr rept RICO, The total fees coll ted 1! a veal would e, Sav, 
<6 million a year for this purpose. It is roughly around there. 

Mr. CruMpACKER. Are these fees fixed by statute / 

Mr. Frperico. All fees are fixed by statute—they are in an earlier 
ection of the bill—except ay riety of small items that a fixed 
by the Department under authority contained in various statutes 
On fixing fees for services, 

Mr. Crumracker. This particular bill does not make any chang 
n them. does it—or does It ¢ 

Mr. Feperico. This particular bill readjusts two fees in a minor 
manner, makes a change in one fee. and. other than th it. leaves the 


system of fees alone. 


SHORS er. 9 os 
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Mr. Crumracker. How long has it been since there has been any 
substantial change in the fee system ? 

Mr. Feperico. The basic fees for obtaining a patent were changed 
to what they are now about 20 years ago. 

Mr. Crumpacxer. That is all. 

Mr. Feperico. I will take up the next group of sections now. 

Mr. Rocers. May I interrupt you ¢ 

You had reference there to section 241; is that right ? 

Mr. Feprrico. Yes. 

Mr. Rocers. Could I interrupt you to go back again to section 231? 

While we appreciate any opinions or statements that you are giving 
us, it more or less is to help the committee and is in no manner binding, 
so far as the Department or the Patent Oflice is concerned. You are 
appearing here to assist us in any manner possible. 

You were present at the time that the Department of Justice ex- 
pressed their displeasure to section 251, pointing out that it may 
interfere with the antitrust laws. 

Have you made any particular study of that, or do you know how 
that may affect it in any manner whatsoever / 

Mr. Freperico. I would like to ask not to speak on that point at the 
moment. I do understand that several witnesses are going to comment 
on that. 

Mr. Rogers. I appreciate your position, and thank you. 

Mr. Freperico. Beginning with 241 are a group of sections relating 
to remedy for infringement of a patent, the suit in the courts. The 
present statutes on this matter are in quite a mess because they were 
written quite some time ago and court procedure and the names of 
actions, and so on, have changed considerably since then. 

So the present sections were substantially reorganized into a group 
of sections fitting in at this place, with some slight changes. 

The beginning section is a declaration which serves as a preliminary 
to the others. 

Section 242 introduces a declaration of the presumption of validity 
of a patent, which is now a rule made by courts in decisions, but has 
had no expression in the statute. 

The defenses to an action for infringement are stated in general 
terms, changing the language in the present statute, but not changing 
the substance materially. 

The next section relates to injunctions and the next to damages, the 
next to attorney fees, the statute of limitations, and to marking and 
notice; all of which together replace present statutes on suits, with a 
good deal of reorganization in language to attempt to clarify the 
statement of the statutes. 

Mr. Crumpacker. May | interrupt again at this point ? 

Mr. Feprrico, Yes. 

Mr. Crumpacker. On attorney fees, it says the court in exceptional 
cases may award reasonable attorney fees. Does not that open the 
door to all kinds of interpretations as to what is meant by the language, 
or is there already a body of law as to what “exceptional cases” are 
intended ? 

Mr. Feverico. The present statute says the court may award rea- 
sonable attorney fees to the prevailing party; which was introduced 
into the law by an act of 1946. 
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The hearings and the reports of the committees showed that they 
intended that to apply to exceptional cases without going into detail, 
and the court decisions have followed that principle of awarding 
attorney fees in exceptional cases, 

What that constitutes is left, and stays left, to the discretion of t 
court that is « onducting the case. 

Mr. CRumpacker. Should not there be some kind of an expression of 
the particular areas that they intended to apply to’ IL never saw any 
statutory language as unclear to the uninitiated as that would be. It 
may meal something fo an experienced patent lawyer, but just to look 
at that—— 

Mr. epi RICO, That provision, as I said, came into the statute 
1946. There have been a number of rulings on it. In some eases the 
courts have denied attoney fees and in others, they have allowed them. 

Mr. Crumpacker. You say the 1946 statute just said that the court 
In its discretion may award reasonable attorney fees; is that right 


Mr. Frprerico. Yes. 


Mr. CRUMPACKER. But this term “exceptional cases” is introdu ed 
for the first time here, is it not / 
Mr. Freperico. Yes. It was picked up from the reports in passing 


that first law, which indicated that that was what was meant. and the 
decisions of the courts that have followed that. 

Mr. Crumpacker. That is all. 

Mr. Bry SON, Proceed, Mr. Federico. 

Mr. Freprertco, Section 248 is the other companion section to the d 
claimer point that I mentioned before. 

Sections 249 and 250 involve merely changes in language. 

Section 251 is a eriminal statute re iF atin to falsely marki oy 
article as | eine patented when it is not wera. Ae vhir h is now In the 
present law. 

But this section re\ ises it and make Sa few hanges as to the fi e 
false marking and a few other things, and also makes it an ordinat 
criminal action as well as an informer action that is in the pres 
statute. 

Section 252 is a new section that is needed to obtain jurisdiction o1 
fore ion ateecoon owners, those that do not reside in the United States 
That is necess: ry on some occasions. 

Mr. Bryson. That has been discussed by a previous witness. 

Mr. Freperico. Yes. 

Chapter fis the chapter that colleets the provisiol ~ relati gto pial 
patents and to desien patents, 

In the group of sections relating to plants, there is no change 11 the 
present law exce pt in section 303, relating to the nature of the nght 
granted by a plant patent. 

The wording here is that the plant patent grants to the patentee the 


right to exclude others from rat ing the plant and selling 


plant so reproduced. fa teem goss 

Under the present law, there is some ambiguity in interpretation, 
and this section settles what the interpretation should be in the manne) 
indicated. 

The next groups of sections relates to design patents. 

The only effort in this group was to state the present sti itute. 

In the committee’s preliminary print that introduced this codifica- 


tion the statement was made that the subject of design patents was 
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reserved for later consideration, and the present code me rely puts it 
in its place without attempting to make any changes in the statute. 

Following that are a few miscellaneous prov isions with a table of 
statutes re pealed, and that concludes the description of the bill. 

Mr. Bryson. Thank you, Mr. Federico. 

We have one other witness, the President of the New York Patent 
Law Association. Mr. Neave. 


STATEMENT OF ALEXANDER C. NEAVE, PRESIDENT, NEW YORK 
PATENT LAW ASSOCIATION, NEW YORK CITY 


Mr. Neave. I am Alexander C. Neave, of New York City. 1l am 
here on behalf of the New York Patent Law Association, Mr. Chair- 
mah. 

Our committee has written your committee a letter, Mr. Chairman. 

Mr. Bryson. We have your letter. Would you like to read it, or 
would vou like to have it submitted for the record and make comments 
on it? 

Mr. Neave. May I have it submitted for the record? I do not think 
it necessary for me to read it. 

Mr. Bryson. All right. 

(The letter referred to follows :) 

THe New York PATeENr LAW ASSOCIATION 
June &, 1957 
Re Bryson, H. R. 5760, Codification of the patent laws 
Hon. JoserpH R. Bryson, 
Chairman, Subcommittee No. 3, Committee on the Judiciary 
House of Representatives, Washington, D. ¢ 

Dear Sirk: The committee on patent law and practice of this association, 
after making a thorough study of the Bryson H.R. 3760, and of its predecessor 
in the Eighty-first Congress, H. R. 9133, reached the following conclusion in 
regard to bill H.R. 3760: 


“The columittee highiy recommends the adoption of this bill by ( ongress 
as Sool as possible, Certa nly ho patent legislation of recent vears has been 
given as much study and careful thought as has this bi It is our opinion 
that the bill not only clarifies the existing law but also, in those instances in 


which it revises that law, achieves a proper balance between the protection 
of the public from extension of monopoly rights and the encouragement to 
inventors to make and disclose their inventions so that ‘the progress of science 
and useful arts’ will be promoted in accordance with the provision of the 
Constitution,’ 

This committee also concluded that the bill would be improved if a few 
changes were made. These and other proposed changes were discussed and 
voted upon at a meeting of the coordinating committee appointed by the Na- 
tional Council of Patent Law Associations. That committee has made ce rti in 
recommendations which, in the opinion of our committee, would materialls 
improve this proposed legislation Since we understand that these change: 
will be submitted to vou, we will not burden the record by including them in 
this letter. We wish to emphasize, however, that we are in entire agreement 
with the coordinating committee that these changes should be made. 

On May 24, 1951, the governors of the New York Patent Law Association 
passed the following resolution: 

“Resolved, That the president of the New York Patent Law Association, 
acting on behalf of its board of governors, is authorized to endorse and to 
testfy in support of the Bryson bill H. R. 3760: he is also similarly authorized 
to endorse and support the recommendations finally made by the coordinating 
committee as valuable suggestions for improvement in the bill which should 
be included in it if possible.” 

Sincerely yours, 


ALEXANDER C. NEAVE, President 
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Mr. Ni AVE, Mr. Ashton has read Lo your com ttee a resolution 
favoring the bill in question. 

The letter also contains an extract from our patent law committee's 
report on the bill. A great deal of study over a period of 2 years 
was given the bill by our committee. 

‘| here is one additional matter which is not col tained nour tettel 
to your committee that I would | ke to mention, since the matter ha 
been brought up by Captain Robillard. 

The committee of our asso¢ ation which considered the bill believed 


that it wo ld be advisable Lo have included mm thet il] a section of a 
character which Captain Rebillard referred to, with respect to ] ub 


cation of applications. That suggestion was specifi ally made CO 
he coordinating committee and was discussed in their meet ; 
-everal of their meetings. 

The committee, as a whole, voted avaihst such a provision, ana 


nterest of not having a talent fon disagreement, we thought we wou 
ot press the matter. 

We believe, however, that since the Navy has made the s 
t might be helpful to your committee to have som spec fis 
with respect to that matter. 

Of course, | have ho iden whethe the Navy would approve ort the 


language, because Captain Robillard has not seen that. 
The language which we are suggesting—angl conceivably it night 
: F os 
ve a separate section, section |v —IS us follows: 
Pending ipplications for patents may In printed and pub shed by the Con 
ssioner, at the request al d at the expense of the or my " e be 
the owner Such publication sha have he eff dy 
purposes of section 102 (a) of this title 
The only other matter that I would like to entio = to comment 


Pon the Statement hy Nir. Liat hem t built thers vi’ the bill ay ibe! 
f cor troversial —eCTIONS 


Qur association doe ot feel t it 1S SO. 

In that connection. T would like to call the attention of the committe 
to the fact that the Department of Justice’s report on the bil tu 

ly e olyt suggestions or crith lbs. | Worl { 1 | il ( 
iragrap 

When you consider that Antitrust oO - quite a 
falent Tor eriticizing patents [ think that is a real iccommp lishment 

i also feel, although I have not had much time t tudy the cl 
sms that the Department of Just has l ( I practically a 
f the criticisms are of such a character that the \ cal he 1 ike care 
f upon further cons deration. 

[ believe that many of them are perhaps justified if the bill is undet 
stood, It ia be that the bill is not sufficiently clear. 

As to such remaining eriticisn is thev have, I think it is entirely 
a matter of vhether the Antitrust Division ’s poheles wit respec to 


patents, whi h became fairly sharp at the time Mh) (rnold came into 
the Department, should be followed, or whethet { this committe 
that s] ould recommend and urge the legislation that should be PLSSE cl. 

I feel that the work that has been done by the Departme nt of Justice 
on this bill and the comments that they have made to it show that the 
hill Is an excellent bill, and we recotnimend | very highly to Vo ir’ 
eommittee., 

Mr. Bryson. Thank vou very muel 
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Mr. Rogers. May I ask this: You state that, in your opinion, there 
are not enough controversial things in this recodification that would 
justify our not going ahead with the codificatior’ and that there are, 
as pointed out by Mr. Lanham, possibilities; that is, he points out 
possibilities, and it has been directed to our attention perhaps this 
contributory infringement is one controversial point, 

Do you feel that the section here, 251, as it is now written, actually 
states what the decisions of the courts have announced within recent 
years ¢ 

Mr. Neave. My difficulty in answering that Mr. Rogers, is rather 
the same difficulty Mr. Federico had. The law is in a considerable 
state of confusion on that point. I prefer not to go into it because it 
is going to be gone into tomorrow, I believe, by somebody who is more 
capable of doing it than Lam. 

On the other hand, I do very much feel that where the law is in a 
very confused situation, it is up to the Congress to clarify it. 

Mr. Rogers. Do you think that this clarificaton is sufficient in words 
as placed in the section 231 to properly advise the legal profession and 
the manufacturers as to when and where they may be likely to become 
contrbutors to a patent infringement ? 

Mr. Neave. As to that, I think that this will very much help the 
lawyers in straightening the matter out. It does not go the whole 
way, but it is better than nothing, and it will help us in knowing what 
the law is, insofar as it goes. 

Mr. Rocers. The main objective so far, of the legal profession, as 
l understand it, is to have it clarified. 

Mr. Neave. That is right, sir. 

Mr. Roger. It is not so much as to which way it may go as to how 
fara mau must act before he becomes a contributor to an infringement. 

Mr. Neave. That is always a matter depending upon the facts them- 
selves. 

Mr. Kocers. That is all. 

Mr. Bryson. Mr. Crumpacker, do you have any questions of Mr. 
Neave / 

Mr. Crumpacker. No questions. 

Mr. Bryson. I believe that is all. 

Thank vou, sir. 

Mr. Neave. Thank you, Mr. Chairman. 

Mr. Bryson. We will meet in the morning at 10 o’clock, gentlemen, 

(Thereupon, at 4:10 p.m., the hearing recessed, to reconvene at 10 
a.m., Friday, June 15, 1951.) 
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FRIDAY, JUNE 15, 1951 


Howser oF REPRESENTATIVES. 
SUBCOMMITTEE NO. 3 OF THE COMMITTEE ON TIE «J UDICIARY. 
Washington, D.C. 


Che subcomittee met at 10 a. m., Hon. Joseph R. Bryson (subcom 
mittee chairman) presiding. 
1] 


Mr. Bryson, Crentlemen. the committee Will come to order. We 
want to make as much time as possible today, due to the fact that some 
of the gentlemen have come a great distance. 

Mr. Mosier, counsel for Glen Martin Co.; did you want to be 


heard ¢ 


STATEMENT OF HAROLD MOSIER, REPRESENTING PATENT 
COMMITTEE, AIRCRAFT INDUSTRY ASSOCIATION 


Mr. Mosier. Mr. Chairman, my name is Harold Mosier. On behalf 
of the patent committee of the Aircraft Industry Association I ask 
leave to file with the committee a short statement for the record on 
thismatter. | have already given copies to the clerk. 

Mr. Bryson. You are familiar with and have read the bill, have 
you! 

Mr. Mosier. I am not a patent lawyer, and I am afraid I do not 
know much about the bill. but | am told by our people that this stute 
ment approves the bill. 


Mr. Bryson. And you have already submitted a statement / 
Mr. Moster. Yes, I have. 
(The statement referred to is as follows:) 

STATEM r oF AIRCRAI I STRIES ASSOCIATION Of AMERICA, IN« 


WASHINGTON, ID). ¢ . Re H. R. 3760 


The aircraft industry is a manufacturing industry but it is also a contracting 


ndustry It produces highly technical products by virtue of « tinuous rese h 
and development which is based upon the changing needs of its customers, 
both Government and conmercial This industry fluctuates considerably in its 
size and relationship to other industries During peacet e it does not rank 
among the larger industries and the industry as a whole is composed of many 
small units 

A committee of representatives of manufacturers of raft and aircraft 


components has reviewed H. R. 3760 and also all of the previous drafts. It is 


believed that the following suggested changes will strengthen existing laws and 
vill result in indirect savings to Government and to industry 

Section 100. Definitions : 

Delete: (b) The term “process” includes method, and a new use of a known 
process, machine manufacture, composition of matter or material 

Comment: The definition of section 100(b) is too broad It Was obviously 


intended to merely cover new use of chemical compound without alteration or 
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change in the compound. As it appears in the bill, it would cover any new use 
of any old material or machine and this is a question that should be left to the 
Court, as in the past, as to whether such use amounts to invention 

Section 101, Inventions patentable: Add the following paragraph: 

“When an application for patent includes a machine and a process performed 
by the machine, even though the machine can perform no other process, and the 
process cannot be performed by any other machine or by hand, claims to the 
process and Claims to the machine for performing the process may be present 
in the same application and the subsequently issued single patent.” 

Comment: The addition of this paragraph will permit uniformity of procedure 
among the seventy examining divisions of the United States Patent Office. An 
applicant is frequently confronted with the requirement to file separate applica 
tion for invention mererly because his original application contains claims to 
the invention expressed in the form of “process” or “method” and in the form 
of “description” of the art’cle or machine for carrying out the new process or 
method. The practice in the Patent Office is not uniform and some examiners 
seem to have the mistaken idea that it is improper to present claim to the method 
and apparatus in the same application even though only one invention is present 
or if only one invention is present, they contend that the applicant is not entitled 
to both forms of claim in expressing the invention. The proposed paragraph 
will sanction the inclusion of methods and apparatus claims to an invention 
ina single application 

Section 102.—Conditions for patentability ; novelty and loss of right to patent: 
Revise paragraphs (2) and (b) to insert the language in italics: 

(a) the invention was publicly known or publicly used by others in this 
country, or patented or described in any printed publication in this or any 
foreign country, which publication was available in this country before the in- 
vention thereof by the applicant for patent, or 

(b) the invention was patented or deseribed in any printed publication in 
this er any foreign country which publication was available in this country or 
in public use or on sale in this country, more than one year prior to the date of 
the application for patent in the United States, or 

Comments: Many publications foreign to the United States are not available to 
the American inventors because the publications have not been exported out of 


the conntries of origin An example of this is Germany in times of war and 
Russia, both during times of war and peace. Therefore, the American inventors 
should not be penalized or bound by the text of the publications which are not 
und never have been available in this countrys The American patent system 


s intended to encourage new development by tiaking information on the patented 
invention available to the public to add to the common fund of technical know 
ledge The American inventor should only be charged with public knowledge 
and public use by others in establishing his rights to a United States patent. 
Likewise, he should only be charged with knowledge of printed publications in 
foreign countries which are available in this country 

Section 103. Conditions for patentability ; nonobvious subject matter: Revise 


} 


this paragraph to insert the linguage in italies and to delete the stricken 


language: 

A patent may not be [obtained though] refused or declared invalid when the 
invention is not identically disclosed or deseribed in the prior art set forth in 
section 102 of this title, if the differences between the subject matter sought to 
be patented and that prior art are such that the subject matter as a whole 
[would have been obvious] involved more than the ordinaru skill of the art at 
the time the invention was made [to a person ha ordinary skill in the art to 
which said subject matter pertains. J Patentabilit shall not be necatived by 
the manner in which the invention was made 

Comments: The revision in language herein proposed is intended for clarifiea 
tion. These conditions for patentability, since they relate to “a patent” must 
apply to the obtention or refusal of a patent by the Patent Office or the considera- 
tions of a judicial tribunal on validity or invalidity. The conditions should be 
the same in either case. The second change rearranges the thoughts expressed 
to qualify what “would have been obvious” is intended to mean. 

Section 112. Specification: In the fifth line of the first paragraph substitute 
“preferred” for “best”. 

Comments: An applicant indicates in his specification at the time of filing 
his application what he then considers the “preferred” mode for carrying out 
his invention to be but it may be very difficult for him to determine at this early 


date that it is the “best’’ mode, and a mistaken judgment at the time of filing 
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s to the “best” mode has been found very troublesome in enforcing the rights 

eranted under the patent, and also in some situations in foreign filing based 

ipon the application filed in the United States 
Section 117 

ows 


rh Commissioner may receive applications [or] fro mesact ¢ hus ( 


fh, and issue patents to legal representatives of decease 


Death or incapacity of inventor: Revise the paragraph to read 
. ] 


s foll 





d inventors and those 
nder legal incapacity, upon compliance with the requirements and on the same 
terms and conditions applicable to the inventor.” 
Comments: The amendment suggested under this sectior required to enable 
he legal representative of an insane or decedent inventor to : fully ! eh 
pacity as, Tor exampie, carrying out the procedut ou ned 1! ect n VOG 
Section 122. Contidential status of applications: Add a paragrapl 
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Scott Paper Co. v. Marcalus Manufacturing Co. et al, 326 U. S.—66th Sup. Ct.— 
90 L. Ed. 67 U.S. PQ 193, and MeGregor vy. Westinghouse Electric and Manufac- 
turing Co., U.S. 67th Sup. Ct.—91 L. Ed. 72 U. S. PQ 21. 

In the first of these cases, the Supreme Court permitted Marcalus the patentee 
assignor, to deny the validity of his owen patent when sued by Scott as assignee for 
infringement of the assigned patent. Thereby this decision upset the doctrine of 
estoppel which had been in effect in the case law for many years and probably has 
opened the door to the possibility of fraud in dealings between the assignor and 
assignee of a patent. In the MeGregor case, the Supreme Court permitted the 
Westinghouse Company, McGregor licensee, to assert and contest the validity of 
the patent under ihich it held a license during the term and life of that license, 
thereby vitiating and nullifying another doctrine of estoppel that has been part 
of the cuse law for many, Many years. 

Section 212, Joint owners: Revise the paragraph as indicated: 

In the absence of any agreement to the contrary, each of the joint owners of 
a patent may make, use or sell the patented invention or may grant licenses or 
assign his interest without the consent of and without accounting to the other 
owners. [but neither of the owners may grant licenses or assign his interest, 
or any part thereof, without the consent of the other owners or without account- 
ing to them.] 

Comment: The revisions in this paragraph are required to resolve the diffi- 
culties often encountered in ownership of a patent where one of the joint owners 
is absent, missing, or hostile to the other joint owner or owners. 

Section 231. Infringement of patent. 

Delete paragraph (b) as follows: 

(b) Whoever actively induces infringement of a patent shall be liable as an 
infringer. 

Comment: (b) Subsection (b) is too broad in its scope and too vague to be 
administered properly without doing an injustice. For example, no one can tell 
What “actively induces” means or how much or how little may be done in the 
regular course of business without fear of being accused of “actively inducing” 
infringement. The remainder of the subsections of this section seems to be 
sufficient to re-establish the doctrine of contributory infringement. 

Section 242. Presumption of validity: defenses: In the first line of the para- 
graph under sub-paragraph (4) correct the typographical error “of” to “or” and 
from the sixth and seventh lines of that paragraph, delete “or, except in actions 
in the United States Court of Claims.” 

Comment: There is no reason to except actions in the Court of Claims from 
this requirement that the party give notice of the patents or publications that 
will be relied upon in the trial. It is more important that this be done in the 
Court of Claims than in some trial in the Federal Court because in the Court of 
Claims some patents receive their sole adjudication. 


STATEMENT OF JAMES E. ARCHER 


Mr. Bryson. The first witness on our official calendar today is 
Mr. James EK. Archer. 

Mr. Arcner. Mr. Chairman, from the committee of the Connecticut 
Patent Law Association, I merely want to say that we passed a resolu- 
tion which gave Mr. Ashton authority to speak for the association, 
and sinee he has carried out that authority and has already said so 
much and so well I think I need not add any more to his statement. 

I was asked by our association to be here and to make known our 
support of this bill. 

Mr. Bryson. Thank you very much. 

Mr. Arcuer. Thank you. 


STATEMENT OF I. J. FELLNER, MANAGER, PATENT DEPARTMENT, 
DR. SALSBURY’S LABORATORIES, CHARLES CITY, IOWA 


Mr. Bryson. Our next witness is Mr. Fellner, of Charles City. 
Will you please identify yourself? 

Mr. Feitner. My name is I. J. Fellner, manager of the patent de- 
partment of the Salsbury’s Laboratories, Charles City, Iowa. 
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Mr. Bryson. Do you hi ave a prepared statement ? 

Mr. Fetiner. No, sir, I have not. 1 just want to make a few com 
ments. Would you aml me to talk on sections 101 and 103 / 

Mr. Bryson. Very well. 

Mr. Feviner. Of course, these comments are comments rather in 
the way of suggestions for improvement than Criticism, and | just 
want to point out to you the difference between the old lai vuage 1D 
H.R. 9133 and the new version in H. R. 3760. 

As far as section 101 is concerned the language in HL. R. 3760 reads 
is follows: “Whoever ihnvents or discovers wny hew a ict seful process, 
machine, manufacture or composition of matter, or any new and use- 
ul improvement thereof, may obtain a patent therefor,” and so 
forth. 

That is the wo yrding in the new proposed bill 

Now in the old bill, H. R. 9133, there was the additional qualitica 

on as to what inventions are: 

An invention in the nature of a discovery as embodied in a ne and use 
rt, machine, manufacture or composition of matter, or bew and useful improve 

ents thereof may be patented 

I feel that the deletion of this paragraph in the old version might 
give rise to certain implications, namely, that the invent) In any 
event must be in the nature of some kind of neaaiaal ata of 
but that the discovery, for instance, ll a new principle of nature 
which can be embodied in some use ful ; art, machine. or composition 
of matter that such discovery might not , bs patentable. 

‘To illustrate the case I w ould like to point tO Al opi on which was 
recently rendered by the Supreme Court of the United States in # 
—" Need Com pany Vv. Kalo Inoculant Co pany. This was a 
case in which the inventor had found or discovered that among six 

lifferent species of mutually inhibitive wanberen there are certain 
strains in each species which can be mixed selectively without harm 
ful effects on each other for the purpose of fixing nitrogen in certain 
leguminous plants. This was a very important discovery, for the 
imple reason that it permitted the agriculturist,. or the farmer to 
buy one single package of these various strains and use it for ( iff ‘rent 
Props, such as alfalfa crops and soybeans, and to store Brera 
n large pac ‘kages, Before that invention was made he had to buy a 
spec il } pave ka we for each and every one of his CrOps al d if he kept the 
different inoculants in one package they would not preserve their use 
fulness verv lone. 

It presented a great problem tothe farmer as to how to vet the ioht 
ind compatible mixture for the purpose of enhancing the develop- 
ment of the crop. 

The discovery in that 2g ular case was that there is such a thing 
as a specific strain in ea  teetianied species, within the six different 
possibilities which is not a to mutual inhibition. 

The Supreme Court pointed out that this invention was sin piv a 
liscovery of a law of nature which cannot be patented, and which: is 
not patentable subject matter in accordance with the statute. 

However, the statute actually reads : 

Any person who has invented or discovered any new and useful art, machine, 

inufacture or composition of matter may receive a patent 
and the controversial question was: Was this a patentable new or 
useful composition of matter ¢ The Supreme Court of the United 
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States thought it was not a patentable invention. I therefore prefer 
the text in the previous version of H. R. 9133 stating that an inven 
tion in the nature of the discovery which is embodied in a new and 
useful art or composition of matter may be patented. This language 
would make it clear that if the heart of the invention les in the dis- 
covery of a principle or law of nature, such a discovery might be 
patentable if it can be embodied in a new and useful application. 

Now it is for this reason that I felt that it would be very useful for 
avoiding ambiguity to have the previous section 2 of TH. R. 9133 rein 
corporated into the proposed legislative text. so that it be made clear 
what we understand by invention, and have it specifically understood 
that where a discovery has been made which involves a natural prin 
ciple and is useful and practically applicable, but such application of 
the newly discovered principle of nature does not in itself call for 
inventive ingenuity, that it be then likewise recognized that an inven 
tion has been made. 

The old version, of COUTSe, provides suitable language, to clarify 
that an inventor who made a discovery embodied in a new and useful 
art or composition of matter, may have a patentable discovery. 

If we have that section in the law I do not think that a decision 
like the one I referred to could ever be rendered. But what would 
happen if we went along with the decision of the Supreme Court in 
the Funk Bros. case is that about 90 percent of the patents in the 
pharmaceutical industry would have to be thrown out. 

For instance, in our own laboratories, we have extensive research 
farms, out in Charles City, Lowa, with tens of thousands of experi 
mental chickens. What we are doing, or what we are trying there to 
do, is to save the husbandman and the poultry industry millions of 
dollars by showing these people how to overcome certain infectious 
conditions, certain contagious diseases in poultry, which cost the indus 
try millions of dollars every year. 

First we discover the therapeautic action of certain drugs on the in- 
fected birds: we incorporate them, as ingredients into food mixtures, 
mixing them in the drinking water or feed. These ingredients, which 
are synthesized in the laboratory, represent new developments. They 
will help to overcome the afore mentioned conditions, will eliminate 
certain kinds of diseases and conquer such diseases as coceidiosis or 
black head which have wiped out so many flock - of chicks in the past. 

Now most of these inventions represent ng the discovery of new 
effects | 1h known € ‘the micals would be absolutely nonpatentable, under 
the Funk brothers decision. 

Mr. Bryson. Are they patentable today ? 

Mr. Fevixer. They are patentable, but unfortunately we are afraid, 
T would say, about bringing these patents into court and having them 
tested for validity and infringement, because we know, that under 
the quoted decision of the Supreme Court respecting the discovery of 
ea law of nature it is questionable whether such patents would be up 
held. 

Mr. Wituis. Is that consistent with the statement just made that 
they are patentable today 4 

Mr. Feutner. They are patent: able in the Patent Office. but being 
patentable in the Patent Office is one thing: and being susti Lined by the 
courts is another. Many patents have been granted in the Patent 
Office, but opinions differ in different courts. For instance, the patent 
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| referred to in the Funk brothers versus Kalo cnse Was upheld Mh the 

reuit court of appeals. It had been held invalid by the district court 

ind it was invalidated again in the Supreme Court of the United 

states, This shows the far Yoihy differences ol opin Oh concerhihg 
he patents of this type. 

Mr. Wituts. And the point you are advocating would be taker 
ire of under the old bill. the wording of H. R 91353 ¢ 

Mr. Fetuner. Yes, sir. 

Mr. Wituis. In the language which is not carried into the new bill 
Ana it Is youl point that it could be « leared up. und that your cliftic ulty 
las come about by the omission of the second paragraph of section 10] 
n H. R.9133. Let us get down to the specific reasons.» 

Mr. Fecuner. I would say if we had that section in the previo 
inguage, “an invention in the nature of a discovery as embodied in 

new and useful art. machine. manufacture or composition of matter 
nay be pate nted”, I believe that would eover it. That would cover 
the case where an inventor finds mh an old compound a hew remedy, 
i new drug, for instance, to combat certain diseases or certain epidemi 
onditions in flocks or even in human beings. 

However if you repeal this section such action might possibly be 
taken as a reversal of your original position, of the previously defined 
concept of patentable discovery and it might be read, let us say, as if 
the committee wanted to exclude inventions of that tvpe which were 
‘iginally included in the proposed legislative text as if the new and 


| 


orl 
bbreviated version actually repeals that which was accepted by the 


previous language in H. R. 9133. 
I understane . ih our new version the term “invention” has been 
defined as Including’ discoveries under section LOO (A i. but | stil] 


think that this single sentence, the statement in t] 





iis definition, might 
be sublect to various mterpretations, and I do not believe that it 
vould be as clear as if the original version were used where vou said 
that “an invention in the nature of a discovery as embodied.” or if it 
an be embodied “in a new and useful art. machine. manufacture or 
omposition of matter may be pate nted.” 

In other words, the case where the heart of the inventior just re 
sides in the discovery, but the practical application thereof suggests 
tself and does not call for any inventive ge < is not conclusively 
covered. In other words, if the essence of the vention is mere ly i 
discovery of a law of nature it would seem from the Supreme Court 
decision that it might be construed as not hen yan Invention, he 
Invention in the case cited resulted from the discovery that the useful 
acterial strains were not mutually inhibitive. , 

If we can express this concept 11 the new law, by retaining the 
Puave, | helieve we would be vreatly helped by adequate 


previous lar 
patent protection. When you are engaged in industrial development 


by inventing hundreds of useful things, when vou are carrving o 


painstaking research in 4 laboraton es, Vou do not ntend just to 
dedicate, so tO speak, all of this research to the }) ib lic right from 
the beginning so that practically any! ody ean take a free hold of it 

It is for this reason that | suggest that the previous language ! 
paragraph LOL be reinstated. 

Mr. Winiis. You mean paragraph 101 in H. R. 91537 

Mr. Feuuner. Yes, sir. 
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Mr. Wixu1s. That is the point I thought you had in mind. I am 
simply trying to follow you clearly. 

Mr. Feviner. Yes, sir. Now, if I may, I would like to say just a 
few words in reference to the provisions contained in section 103. 
Section 108 touches upon 

Mr. Crumpacker. Before you go into that may I ask you a ques- 
tion ? 

Mr. Feviner. Yes, sir. 

Mr. Crumpacker. I am afraid I am not quite clear as yet. H. R. 
9133 is the act you referred to as the old bill / 

Mr. Feiner. Yes. 

Mr. Crumpacker. Referring to section 101. You think that the 
second paragraph which is entirely omitted in the pending bill, would 
if included give you this protection ? 

Mr. Feviner. I think it would give better protection, if I had to 
interpret the wording. 

Mr. Crumracker. In the paragraph of the new bill, the word 
“art” isomitted. Do you thing including it would help? 

Mr. Fevuner. Of course the question of what is art may be very 
controversial. We do not know how the courts might define it; for 
instance, it may or may not cover a treatment. 

Mr. Crumpacker. Then you are not recommending the word “art” 
be included ? 

Mr. Feviner. I would have no comment on that. 

Mr. Crumpacker. If the second paragraph is included ¢ 

Mr. Feiner. I would have no comment on that. But I certainly 
would have a comment on the term “composition of matter.” 

Mr. Wiis. As I understand it, from the point of view of the 
industry you represent, their requirements would have been met by 
the adoption of section 101 of the old bill, H. R. 9133, particularly 
using the second paragraph beginning with “an invention in the 
nature of a discovery” ? 

Mr. Feiiner. Yes, sir. 

Mr. Wituis. You do not consider that the new bill, section 101 
of H. R. 3760 with the definition, accomplishes what you have in 
mind? In other words, is it not simply a question of some condition ¢ 
Does not the definition preceding section 101, embodied in section 
100, carry all the implications you used in the second paragraph of 
section 101 of HL. R. hited You see, in H. R. 9133 you did not have 
the definition contained in section 100 of the new bill. Now with 
these definitions, would ol they supply the purpose of the second 
paragraph in the old bill? What it was intended to cover? 

Mr. Fetiner. I would be inclined to admit that, had we not had 
the same situation in spite of the present law which also reads “any 
person who has invented or discovered” as provided in Revised 
Statutes 4856, 35 U.S. C., 51. And vet we are confronted with the 
decision on “unpatentable discoveries” in the case of Funk v. Halo, 
rendered by the Supreme Court. That is why we would rather have 
the clear and specific wording of H. R. 9133 in the law. If the present 
statute cannot be considered as including inventions of that type, I 
thought that the provision 101 with the mere definition of the term 
“invention” to include discovery, might still not cover that type of case. 

Mr. Wituts. Just take a look at section 100 of this bill, the pending 
bill. 
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Mr. Bryson. Subsection (a). 

Mr. Witurs. Subsection (a) of section 100, which states the term 
“invention” includes discoveries. Does that answer it / 

Mr. FELLNER. Yes, sir. but does not the old law, 4886, Say the 
same thing “any person who has invented or discovered any new 
ind useful art”. 

Mr. WI. Is. Well ] thought you were satished with the present 
aw, and that your only objection was that the new bill did not em- 
body, that is, the language in H. R. 9133 was omitted: that was you 
quarrel with the pending bill ¢ 

Mr. Fevvuner. I do not want to broaden it: I just want to have it 
clarified. And ] would like to Say — 

Mr. Wiuuts. I think it should be clear. 

Mr. Fertiner. I certainly would like to see clarification on the 
point, Where the invention resides in the discovery of a law of nature, 
or a principle of nature, where such a discovery can be practically 
employed, where it has SsOTit useful application and can be embodied 
in something like medicine, whether it is an art or a treatment. 

Such things we think, should be patentable. However | have 


grave doubts whether the new language even used in connection with 
the definition under section 100 (a) would take care of that. because 
the definition alone might give rise to differing interpretations. The 
old section provides a clarifying statement, the old section in H. R. 
9133, I mean. 

Mr. Bryson. There is no intention to change the law as itis prese ntly 
written: the purpose is just to make it clearer. 

Mr. Fevuner. I understand that. Mr. Chairman. I merely think 
that the original wording as set out in H. R.918 . 
I might say, modifies the bare definition in the pending bills by making 
uNnequlV or al that which might now be merely inferrible. 

Mr. Wiis. You would prefer, or rather advocate an amendment 
to carry out what you have in mind ¢ 

Mr. Fetitner. That is what I am actually trying to do. 

Mr. Wiuuts. But I do not think that is what this particular bill is 
intended to accomplish. 

Mr. Feuiner. I was suggesting only carrying the language of the 
old version in H. R. 9133 Into the pending b ll. for the purpose of 
( larifving the language, so as notto vive rise to judicial differences of 
opinion in the courts as to what might be considered as patentable 
discoveries. That question is answered in the old version of H. R. 
9133, and by reincorporating that language into the new bill, its adop 


sis verv much clearer— 


tion would remove cont roversies on quest ions of patentable discoveries. 

Mr. Bryson. We will give careful consideration to your suggestion. 

Mr. Crumeacker. I am still confused as to just what the special 
language is that you were recommending. In paragraph two, here 
in the “old bill” as you have referred to it, “an invention in the nature 
of a discovery” may be patentable. That is your understanding of it 

Mr. Fe_uner. That is right. 

Mr. Crumpeacker. The wording in the bill we now have. in section 
100 entitled “Definitions”, the term “invention” includes discoveries. 
What is the special distinction there you have in mind ¢ 

Mr. Fetiner. The special distinction is that vou still might have— 
vou still might say the invention is merely a discovery of a principl 
or law of nature, and that in addition to this discovery, the actual 
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practical embodiment must display inventive ingenuity. That is what 
[am concerned about. A court may hold again that it is not sufficient 
to give consideration only to the genius of discovery as the heart of 
the invention, but may also find it necessary, in accordance with the 
statute that the actual embodiment or practical application of the 
discovery calls for inventive ingenuity. And I personally feel that 
this is not quite justifiable, because the real heart of the invention must 
be recognized in the discovery of the law of nature. 

I also believe that this was the original concept of what is provided 
for in Revised Statutes 4886. But in order to make that clear and to 
avoid controversies such as arose in connection with the Supreme 
Court decision in the case of Funk Bros. v. Halo Co. 1 believe it to be 
necessary and advisable to define it clearly that an invention may be 
patentable if the heart of the invention resides in the discovery of a 
principle of nature. But under the mere definition, as provided in the 
pending bill, such an interpretation is only acceptable but not clearly 
called for. 

Mr. Crumpackrr. It seems to me that, to accomplish the purpose 
which you seek to accomplish, you will need clearer language than 
is in either bill, the present law or the pending bill, or the old bill, 
because all three of them use the same language, with just slightly 
different arrangement of the words. 

Mr. Freriuner. Well, T would say that the second paragraph of 
section LOL makes things pretty clear by definition. If you say that 
“an invention in the nature of a discovery as embodied in a new 
and useful art, machine, manufacture, or composition of matter” may 
be patented, you are recognizing the fact that in addition to mechanical 
inventions, in addition to inventions which display structural novelty, 
a discovery of a principle of nature may likewise be the basis of a 
patentable invention. 

Crumeacker. Does not the language of the pending bill say 
“whoever discovers any new and useful process, machine, manufacture, 
or composition of matter” may obtain a patent covering it? I would 
think that would specifically cover the case you referred to. And, 
if the Supreme Court has interpreted the words as you indicate, I 
do not see how including that language in the paragraph would cause 
them to make a different interpretation. 

Mr. Feciner. L believe that the Supreme Court in that particular 
case did not interpret it in the way the bill here originally contel- 
plated. If the law had been couched in such language and if such 
language had been before the Supreme Court, I believe a different 
decision in Funk v. Halo would have been reached, because the 
Supreme Court under such language would have recognized invention 
in the evidence of discovery as it was, however, the Court was able to 
hold that a discovery of a law of nature is not patentable if the prac- 
tical application thereof is so simple that, as soon as the discovery 
was made, the practical Baal ation suggested itself. In other words, 
it is not an invention, but just a discovery, and a discovery is not 


patentable. 
But if you go to the point of adding that an invention in the nature 


of a discovery, embodied in a new and useful art, or composition, that 
is if you can give a practical embodiment to that particular principle 
of nature, such as the discovery of the usefulness of a particular drug 
which under certain conditions you can incorporate in a new and useful 
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composition that such an invention can be patented, I believe that 
would sak adequate protection to the pharmaceutical industry. 

Mr. Bryson. Will you move on to the next paragraph. Our time 
is running short. 

Mr. Freuiner. As far as section 103 is concerned, the old version 
in H. R. 9133 provided for objective criteria in evaluating the inven- 
tion in the following language: 

Patentability as to this condition 
referring to the preceeding paragraph 
shall be determined by the nature of the contribution to the art, and shall not 
be negatived by the manner in which such contribution may have been accom 
plished. 

I notice that in the new version of H. R. 3760 the words “Patent- 
ability as to this condition shall be determined by the nature of the 
contribution to the art” have been omitted, And, I am asking my self 
whether this deletion again is to be understood as a mere revision of 
language or whether the committee thought that the original wording 
was too broad, and that actually the inventive standards should be set 
in accordance with, for instance, such type of decisions as those in the 
Great Atlantic case recently rendered in the Supreme Court. 

I question whether the manufacturer is sufficiently protected under 
the language as formulated in section 103 of the new bill, H. ¢ 3760, 
what does it mean that patentability shall not be negatived by the 
manner in which the invention was made ¢ 

I raise this question of interpretation in view of a decision that was 
rendered by the Supreme Court 2 years ago, wherein it was held that no 
invention was made where the same was the product of organized 
research, in other words, organized research such as in a big laboratory, 
where people are given certain assignments and everybody has a little 
piece of the job to work on. The Court said that, had the invention 
been accomp lished by a single inventor, it would justify the conclusion 
that a patentable invention is present. But if it is the product of 
organized research “We cannot recognize it as such.” Now, if this is 
merely meant by 

Mr. Bryson. That is what the language ot the pending bill seeks to 
take care of. 

Mr. Fetitner. Yes; but the language does not take care of the situa- 
tion. for instance, where a man has recognized a need of long standing 
in an industry or in some other field, and has for that problem found a 
solution which looks to eve rybody very simple, vet for which the art 
had been waiting for many years. It took, for instance, 20 or 50 years 
to bring about the merchandise handler in the Great Atlantic case, 
which novelty was immediately accepted by the public and saved the 
people in the self-serve stores a lot of expenses and manpower, and 
increased the daily cash rece hs by 33 percent. This is a meritorious 
contribution to the art. where the factor of convenience is the signifi- 
cant criterion of invention. 

In that particular case, the inventor built a bottomless tray which 

‘an be moved back and forth to handle merchandise at the counter of 
a grocery store. This innovation became a vital necessity. It was 
readily accepted and everybody considered it a valuable contribution 
to the art. 
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The question now before the committee is, whether it is of the 
opinion that we should have a positively evaluative criterion for inven- 
tions. In other words, shall we say that evidence of invention is recog- 
nized in the fact itself that a new device or a new machinery satisfy- 
ing a need of long standing is presented where the inventor is the first 
to recognize that need and has found the solution, though it be simple 
for it, and where the solution was readily accepted by ‘the trade? Is 
that evidence of invention or not ¢ 

I thought the committee was of that opinion when I read the 
original version in H. R. 9133, where it was specified that “patent- 
ability as to this condition shall be determined by the nature of the 
at to the art.” In other words, evidence of invention is the 

“adiness with which the novelty has been accepted; it is spelled out 
“te the value which actually resides in the contribution to art. Under 
this definition we would not have to go into a particular inquiry with 
regard to the question of inventiveness or what has been called 
“inventive genius,” which terms have been used by various Supreme 
Court decisions and in various other court opinions. 

Now, in the new bill, this positive criterion of evidence of invention 
has been omitted. Does that mean to repeal that part of the original 
concept according to which evidence of invention may actually be rep- 
resented by the v value of the thing that has been invented or has been 
found by the inventor? W e thought it did. 

Mr. Bryson. We think not. 

Mr. Fevtuner. Maybe not / 

Mr. Bryson. We think not. But, of course, we would be glad to 
evaluate your views. 

Mr. Feviner. Do you think that the sentence in the second para- 
graph “patentability shall not be negatived by the manner in which 
such invention was made” broadens, so to speak, the concept of 
invention so as to include the positive criteria as found in the original 
bill. 

Mr. Bryson. I do. 

Mr. Feviner. We thought that by the deletion of this criterion 
from the old bill, H. R. 9133, we would just find ourselves in the same 
situation as before, in that the term “invention” remain unspecified, 
or relatively unspecified, and that it would continue to be subject to 
judicial interpretation. That is why we thought it would be very 
valuable to have this clarifying language in the law so that it would 
say what is patentable and what is not. 

Mr. Bryson. Of course, the report accompanying the bill will elabo- 
rate on your views and the other views that may be expressed on these 
matters. 

Mr. Fevuner. Thank you, Mr. Chairman. 

Mr. Bryson. We will call next Mr. G. Wright Arnold. Do you 
have a prepared statement, Mr. Arnold. First, I think you should 
identify yourself for the record. 


STATEMENT OF G. WRIGHT ARNOLD, SEATTLE, WASH. 


Mr. Arnoitp. Mr. Chairman, my name is G. Wright Arnold, senior 
member, Arnold & Mathis, 1612 Smith Tower, Seattle, Wash., lawyers 
specializing in the practice of patent and trade-mark causes, member 
of the following organizations: 
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American Bar Association; patent section of the American Bar 
Association; American Patent Law Association; board of managers 
of American Patent Law Association; Washington State and Seattle 
Bar Associations, and president of Seattle Patent Law Association ; 
eraduate, Harvard Law School, 1913; worked in the office of Patent- 
Law Instructor Odin Roberts, son of George Litch Roberts, one of the 
lefendants of Alexander Graham Bell patents and author of Patent- 
ability and Patent Interpretation, which was the result of some 25 
vears of careful analysis of Supreme Court decisions before writ of 
certiorari was required. 

Mr. Bryson. You have just come in from the West / 

Mr. Arno.p, 3:30 this morning. 

Mr. Bryson. We are pleased to have you. Do you wish to read 
your statement, or would you like to submit it and make comments 
on it ¢ 

Mr. Arnoxp. I think that in part I will read it, and in part I will 
use it as a background for the points I want to make; so, I will not 
miss any of them. 

Mr. Bryson. Very well. We want you to take the time that you 
require, but of course, we are pressed for time. 

Mr. Arnoip. Yes. 

Mr. Bryson. You may proceed, as you wish. 

Mr. Arnowp. First, I want to Say this, gentlemen: that T am here 
with the firm conviction that this section 103 that I am referring to 
is one of the most important sections of the patent law, in the present 
bill you are considering. 

Mr. Bryson. It isa very short section, but you say very important. 

= ArNnoLp. It is very important, I believe. It will be noted that 

e have here and we are dealing with the question of patentability. 

“W e have in section 101 the language “Whoever invents or discovers 
any new or useful process, machine, manufacture.” and so on. As has 
been said, down through the times one of the great troubles has been 
to determine what is “new.” Just because we have a device never found 
in this particular form does not mean that it is new in the patentable 
sense. 

The testimony is directed to the importance of adding to section 
103 the following clause : 

Whenever there is established a new functional relationship between any of 
the factors which are required for rendering an invention in the industrial art 
practically operative, patentable novelty shall be found. 

That is the clause I seek to have added to section 103. We seek to 
have an objective approach, which was approved by the Patent Plan- 
ning Commission of which Mr. Kettering was Chairman, as found 
in its report in 1943, paragraph 14. 

The test proposed by section 103 turns upon a question of whether 
or not the invention of the applicant is “obvious” in view of the state 
of the art or whether it is not obvious. Such test is definitely subjec 
tive; what is obvious to one person is not obvious to another. The 
objective test overcomes this difficulty and provides a degree of defi- 
niteness entirely lacking in the subjective test. 

The witness seeks to add the above paragraph to the section. Thus, 
those who desire to follow the so-called “obvious” test will still have 
such test as a part of the law and those who wish to apply the objec 
tive test will likewise have the same as a part of the law. That is, 
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those who bring their inventions into the objective test will have that 
further protection, I submit; and, if there are those who wish to apply 
the subjective test, they may do so. 

It will be understood that many of the examiners in the Patent 
Office at the present time are following the objective test. Thus, by 
adding the above clause to section 103 we have true codification of 
present practice so far as the Patent Office is concerned. 

We positively need the objective test for protection of valid patents 
in the adjudication of patent causes by the courts. 

As a summary statement, therefore, witness contends that section 
103 should be amended by simply adding the sentence: 

Whenever there is established a new functional relationship between any of 
the factors which are required for rendering an invention in the industrial art 
practically operative, patentable novelty shall be found. 

You may ask what do we mean by the objective test ; in that connec- 
tion illustrations will be helpful. I will use an illustration by Mr. 
George L. Roberts. author of the text. Suppose we have 12 men busily 
screwing on the lids of shipping cases for machines being shipped out 
of a particular plant, and they are using hand screw drivers. Now, 
suppose (he said) that I take a brace and bit and take out the bit and 
put in a screw driver, and let us assume that had never been done be- 
fore, and with the greater efficiency resulting from the brace that we 
can now reduce the number of men from 12 to 3, so that we are 
making a great contribution with the substituted tool. Would that be 
an invention? And the answer was “No,” because there is no new 
functional relationship between the brace and the new screw-driver 
tool as compared to the function of the brace and the old bit. 

That is where this new functional relationship comes in. The old 
brace gives it a rotary motion, and pressure downward, but it does 
the same thing with the screw-driver tool that it does with the bit, 
and here it does not make any difference how much you may increase 
the efficiency of the operators. That is simply applying what we al- 
ready know, and it is not new in the sense of being patentable. 

Now, let us take the illustration exemplified by the barbed-wire- 
fence case. There we have the case of one barb in the prior art se- 
cured to the carrier wire by a single loop; that is, it was pivotably 
secured to the wire and the point could be pushed over to one side 
of the vertical as it was only pivotably mounted. In the patent in 
question, which resulted in the barbed wire as we know it, the inventor 
applied the barbed wire to the carrier wire by making a bearing on 
the carrier wire. That is, he wrapped the barb two times around 
the carrier wire which gave a supporting bearing which held the 
barb at 90 degrees to the carrier wire. Thereby he had an effective 
barb that was not pivotably mounted. In other words, he applied 
a barb that resisted being turned to one side so that it had a new 
functional relationship to the carrier wire, which the court held 
patentable, 

And 1 might say at this point, that Mr. Roberts in making his 
analysis of the cases had no a priori definition with which to be 
biased in the quest. It took him some 25 years of analyzing all of 
the cases before the Supreme Court before we had the requirements 
for the writ of certiorari. And all of that analysis is laid out in 
the text. This text, by the way, is not something new. It has been 
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the subject of publication for some 25 years, and was copyrighted 
in 1927 

Now, you may ask, how does the new functional test apply in the 
chemical field? Inthe chemical field let us take the case of the Bor- 
ated Cotton. The prior art showed cotton batting had been used 
saturated with boracic A id solely, but such cotton aturated with 
boracic acid would crystallize; it tended to dry upon the cotton and 
form erystals which lmnpaired its effectiveness or efhi lency and irrl- 
tated the sensitive tissues of a wound. 

On the other hana we also had cotton batting saturated with elycel - 
ine, but the glycerine was not as effective an antiseptic as boraciec 
u id, so What this particular inventor did was to combine the LWO, 
and then we hi ad this situation: The glycerine prevented the boracic 
acid from crystallizing, and thus we had a new functional relation- 
ship and the greater antiseptic properties of boric acid were made 
wWailable. The patent was sustained. 

So, we have app ied this to both the chemical field and the mechani- 
cal fieid this test of new functional relationship. 

The National Patent Planning Commission, of which Mr. Charles 
F. Kettering was the Chairman, stated in their 1945 report: 

The most serious weakness in the present patent system is the lack of a 
uniform test or standard for determining whether the particular contribution 
of an inventor merits the award of the patent grant , @ 


It is inconsistent with sound national policy to continue to grant patents 
with existing uncertainty as to their validity, and unfair to the inventors of 
this country and to manufacturers and investors who have proceeded on the 


basis of a protect ve security in the form of a patent issued to them by the 
Federal Government A promising improvement a be for Con 
gress, by leg slat ve enactment, to lay down a reasonable, unders dable test 


by which inventions shall be judged both from the standpoint ~*y the grant of 
the patent and the validity of the patent thereafter. 

Lawbooks abound Ww ith Causes where the eourt has variously at ited, 
mn effect. “Tn our opinion the patented device is obvious to those skilled 
in the art.” or at other times have stated, “It is well within the skill 
of the art.” This occurs even when the de\ ice or vention has filled 
a long-felt need and the public has manifested such is the case by 
the wide adop ition of the invent ion. 

After spending \ vears in inventing, deve lopin g, and marketing the 
device of an invention and after spe nding large sums of money In 
such efforts, it is submitted that it is a travest\ of justice to be met 
with a holding of a court that the patent is invalid for the renson 
that, “In the opinion of the court the invention is within the skill of 
the art.” Such a eonelusion is clearly of a subjective character. 
In short, the reasoning amounts to nothing more than, “I think any- 
one skilled in the art could make such an invention.” When legal 
de isions have no more of a logical backgrou I 1d than this certainly 
the patent system as an incentive to mechanics and industrial leaders 

‘annot tru ily serve its purpose. The reward of efforts of inventors 

| financial backers and industrial leaders involving years of their 
life ancl large sums of money ct rtainly should not be detert ined on 
so uncertain a test. After the solution of the problem, of course, it 
Is obvious. Kx post facto knowledge renders much oby ious. 

Mr. Roberts, in the introduction, page viii of his text, very definitely 
pointed out that the commonly employed facts of obviousness or 
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mechanical skill or genius, and so forth, were entirely subjective in 
character. He sought an objective test and states: 

No question of patent law has perplexed bench and bar more than that of 
patentability. For the most part, if not invariably, this question has been ap- 
proached on the subjective side; many have been the speculations on the subtle 
distinction between the inventive faculty or “genius,” and the skill or ingenuity 
normally exercised by persons skilled in an art; the criteria suggested for the 
definition of this distinction have, the author submits, failed to satisfy the 
standards of logic because quite as subtle, indefinite, and incapable of definition 
as the subjective qualities they are invoked to define. 

Thus we have the origin of the terms “subjective” and “objective” in 
the report of the National Patent Planning Commission and thus 
also we have in support of the new functional relationship test a 
very carefully prepared text by one of the recognized leaders of the 
patent profession. In short, if the committee recommends the adop- 
tion of the inclusion of the new functional relationship test to section 
103 and the same becomes law, the courts will have a two-volume text, 
the result of 25 vears of effort, which carefully analyzes and applies 
the test to the Supreme Court cases obtaining before the require- 
ment for the writ of certiorari. The test, it will be noted, satisfies all 
those cases with the exception of 3 which are deemed anomalous. 

In the Patent Office the examiners have great difficulty in trying to 
decide questions of patentable novelty. For the most part they rely 
upon the subjective test and the more conscientious they are the more 
difficulty they have in trying to decide whether the applicant’s con- 
tribution is obvious in view of the prior art or whether it is not obvi- 
ous. The time and energy involved in correspondence and confer- 
ence by solicitors with the examiners in attempting to point out that 
an applicant’s invention is not obvious and that it is patentable con- 
sumes a very large percentage of the examining corps time. In this 
connection the examiner often answers an applicant: 

“In view of the references [that is, prior patents of Joe Doe and 
Harry Roe] it is held that the device of applicant is obvious and 
therefore not patentable.” The applicant then often answers, “Since 
the patent of Joe Doe was issued 25 years previous and the one to 
Harry Roe was issued 18 years ago, it is submitted that it has not been 
obvious.” 

All such comments and answers manifestly are based on purely 
subjective processes rather than objective reasoning. In this connec- 
tion Mr. Roberts states: 

The course of nearly any patentable invention leads first through the Patent 
Office, where the solicitor and examiner oscillate between cooperation and 
controversy. If both parties to the transactions in this bureau possessed a 
reliable criterion, derived from judicial authority, by which to determine 
whether or not each subject matter presented is a patentable invention, how 
much time and effort in argument might not be spared. 

There is another point, which is that the functional relationship is 
not something taken out of the air, something conceived out of the air. 
It is deduced from the judicial decisions, it has all of that backing. If 
we want to know what sulfur is we do not ask anybody is it obvious as 
to whether that is sulfur or not. We apply the objective test, such as 
has it a certain boiling point or not, does it combine with other chemi- 
‘als in certain proportions, and we know definitely this is sulfur. We 
want to get the same approach to patentability. We cannot do it 
exactly, and in saying that I am not detracting from its reliability. 
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Take the case of the barbed wire. Today you might have an argu- 
ment about it, that it is just an adaptation, but we know there was a 
functional relationship. The inventor made that barb stand up and 
do the work, and that invention made it possible to fence in the great 
reas of the plains and made our great cattle industry possible, some- 
thing that is quite pertinent today, by the way. 

Mr. Roberts worked some 25 years or more in carefully digesting all 
the Supreme Court cases before writs of certiorari were required and 
there deduced the test set forth in his text and hereinabove as the 
paragraph desired to be added to section 103. 

On page 8 of the introduction, Mr. Roberts stated : 

In making this essay, the author had no a priori definition of his own with 
vhich to be biased in the quest. Only after analysis and comparison of the 
ases did the definition appear, which harmonizes all this group of cases—181] 
f them—with the negligible exception of 3 which the author is obliged to 
egard as anomalous and out of step with the impressive procession formed by 
he others 

Let it be particularly noted that many of the examiners in the Patent 
Office at the present time are applying the objective test of Mr. 
Roberts. Some have deelared that they place great reliance upon 
Mr. Roberts’ text and have been applying his objective test in their 
work, 

So, this committee is not being asked to bring in something new 
that has no precedent, that has no testing or previous history. 

The National Patent Planning Commission head, Mr. Charles F. 
Kettering, who recommended the objective approach calls attention 
to the difficulties of the subjective approach, and the confusion we 
are In at the present time. 

Now, I do not want to be misunderstood in the slightest degree, T 
am not stating that the Commission approved these very words, and 
! will get the wording of the report which is: 

The Commission therefore recommends the enactment of a declaration of 
policy that patentability shall be determined objectively by the nature of the 
contribution to the advancement of the art, and not subjectively by the nature 
of the process by which the invention may have been accomplished. 

There you have objectivity contrasted with subjectivity. 

Accordingly, if the above paragraph set out in the beginning is 
added to section 103 we would have the law recodified as it is being 
practiced by many examiners today. Unfortunately, we do not have 
the advantage of such practice in many of the courts and the addition 
would give needed protection against subjective tests and nullifying of 
patents where direct new functional relationships exist between the 
factors of the combination. If the addition here sought to be added 
to section 103 is not added, then we have given statutory endorsement 
for the first time to the “obviousness” test without a corresponding 
endorsement of the objective test followed by many of the examiners 
of the Patent Office. 

There may be those who feel that we are now trying to put some- 
thing into definite form that is too rigid, that it might take care of 
some little invention and require that to be patented where it would 
not be today by the obviousness test. I submit that is not any answer. 
I call your attention to the barb-wire case. Let us remember that this 
test must be applicable at the time when the inventor comes to the 
attorney. The inventor should not have to wait until after he has 
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made his contribution to the art. The lawyer who takes that man’s 
money is taking it to tell that man whether or not he has a patentable 
invention. It is a question as to whether or not we should be taking 
that man’s money on a mere guess Personally I do not take them on 
that basis. When a man comes in, if I cannot find a new functional 
relationship involved in that man’s invention, where IT feel it has some 
other test than the subjective test I tell him that I do not think he 
has a chance for a sustainable patent, and if he insists upon going for- 
ward with it anyhow then I give him a letter to that effect, stating 
that he can take his chances on whether or not the Patent Office will 
allow one on the basis of the obviousness test. This is very seldom. 

The Patent System of the United States provides great new fron- 
tiers for our graduates from electrical, mechanical, and chemical 
engineering institutions as well as for the ordinary mechanic who does 
not have the advantage of a university technical training. Other 
countries have great resources and have great ability, but they have 
not made the progress which this country has. Certainly when all the 
factors are weighed, the conclusion is inevitable that the patent system 
of the United States is directly responsible for a great part of the 
success of our country economically and militarily, and I consider 
these words right here of the utmost importance: I consider this 
committee the real national defense committee of our country. You 
have in your hands the power of deciding whether we are putting into 
this proposed law one of the keys to this whole patent system. If you 
do not have a proper test for patentable novelty you cannot get a 
worthwhile patent, and if you do get a patent then when you do get 
into the court you have the risk of having the court tell you, “We think 
this comes within the skill of the art.” Just as in the following case, 
in which the court said: 

Although we think the method advanced by appellants might well result in 
a saving of time, that of itself does not necessarily involve invention. On the 
contrary, although the method advanced by appellants eliminates or consolidates 
some of the steps of Williams— 
one of the prior parties— 
we believe such elimination and consolidation is within the skill of the art. 
In re Zobel and Helfenbein (88 U.S., P. Q. 367, 369). 

Now, after a party has invested years of his life in a patent, and has 
induced his friends to bring in their money and help him, to be told 
after that: “We think this comes within the skill of the art,” is not a 
satisfactory reason for judicial decision. It is almost unthinkable 
that we have such an illusory basis of testing for patentable novelty. 
I suggest, most respectfully, it is high time we get down to an objective 
(new functional relationship) test to give the inventors, the manu- 
facturers and industrial leaders something to guard their interests. 

The patent laws constitute some of the most democratic legislation 
we have. If aman is working at B’s bench, on B’s time and he con- 
ceives of a new idea that idea is his. It is not that of his employer's 
unless he has made a written agreement to assign the right to his in- 
ventions, or has been hired as an inventor. The American Federation 
of Labor out our way will not allow its men to sign up agreements 
that any inventions they make belong to their employers. They have 
to take it up with the unions, and they will make an arrangement 
whereby he is hired as an inventor, and then he is paid accordingly. 
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A mechanic without an inventor’s contract should never have to assign 
all of his time that he gives to an idea and all of the work he gives 
toittoanemployer. He should be recognized as the iron worker who 
got the idea of discharging steel into one large receptacle and thereby 
separating out the gross, and the steel company, as you know, pro- 
vided a trust fund for him, and took out his patent, and created royal- 
ties to protect that man. This is the kind of a democratic nation we 
have. Right down to the grass roots. 

The patent system has made it possible for us to serve most of the 
world by supplying necessary food for their daily living. The stand- 
ards of living are recognized in the United States to be far superior 
to that of other countries. If this is to continue, then the patent 
system, it is respectfully submitted, must be protected. 

Mr. Rogers. Mr. Arnold, may I interrupt you there / 

Mr. Arnowp. Yes. 

Mr. Rocers. Do I understand you contend that at any place in this 
law that this will prohibit contracts ¢ 

Mr. Arnowp. No. youl Honor. l have no such con eption as that. 
All Lam try ing to do in these sentences is to emphasize the lnportance 
of our patent stystem. I consider this patent system fundamental to 
the idea of the protection of our count ry. 

Mr. Rocrers. We too ngree in that, I am sure. 

Mr. Arnoup. That is good, There are some, though, who think that 
a patent is a monopoly. I am glad you raised this issue. They say 
it is a monopoly. Now, that is entirely a wrong term to apply to a 
patent. Dean Wigmore of Northwestern University hit that idea. 
He has pointed out that the patent lawyers are derelict in not stopping 
the use of the words “patent monopoly.” It is no more of a monopoly 
than your automobile or your library. Nobody can use those without 
your permission. An invention is only your property for 17 years, 

Mr. Rogers. I was curious about your remarks when you made 
reference to labor unions and corporat ions, and the labor unions insist- 
ing that if a man goes to work as an inventor that he be paid as an 
inventor. 

Mr. Arnon. Exactly. 

Mr. Rogers. There is nothing in this law that would prohibit that. 

Mr. Arnotp. No; nota bit. I had no conception, and no thought of 
suggesting any such idea, and I am glad you make that clear, and I 
want to be definitely understood on that point. 

Mr. Rogers. Have you any thoughts on the proposition of the 
large corporations who hire individuals as inventors and require them 
to assign their interests to anything that may be developed from their 
inventive knowledge to the corporation, and whether or not that 
increases this democratic system or leads to monopoly ¢ 

Mr. Arnoip. No. I am glad you asked that question. This is Mr. 
Rogers, is it not? 

Mr. Rogers. Yes: Rogers. 

Mr. Arnoup. I am glad you asked that question. I feel that the 
requirement that they do sign contracts and get paid accordingly opens 
up a field for employment for our graduate engineers, both chemical 
and electrical. 

Mr. Rocers. It opens up the employment for them, but, on the other 
hand, by virtue of that arrangement or contract which it is necessary 
to sign at the time they accept employment, is there not a tendency 
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to get all of the new patentable inventions into the hands of those large 
corporations with the result that there may be a monopoly given to 
those who maintain the laboratories? Do you see any possibility out 
of this law that might develop as a result of that practice? 

Mr. Arnorp. I do not see anything in this law that is pertaining 
that way any more than we have at the present time, but as to our 
present course I submit that we are very well protected. 

My experience after 37 years’ work in this field is this: I find men 
that do complain at times, “That I had to sign up when I went with 
the company that I would assign my inventions to them. I stayed 
with them a certain period of time, and after that I left because I 
wanted to have the advantage of my own inventions.” That is also 
bringing about at the present time arrangements for the party to share 
in inventions, that is, to share in the awards of the invention. In 
other words, there is that tendency to break away from a company 
and start out on your own, and that is bringing about an increase 
sharing in those rewards. 

Mr. Rogers. We have also had instances of those who have accepted 
employment and helped to perfect an invention and then left the com- 
pany and attempted to make use of the articles that were patented 
by the employer. 

Mr. Arnotp. Unfortunately, Mr. Rogers, we have weaknesses among 
inventors as well as others insofar as ethical situations and fidelity to 
the employer is concerned, but I submit in those cases our regular laws 
would take care of that breach of faith on the part of the employee. 

In the meantime, that young man or engineer, electrical engineer, 
or chemist, must remember that he received the benefit of equipment 
that may be beyond the power of any individual laboratory to own, 
and you have to have these expensive types of equipment sometimes 
in order to meet the requirements to make an invention, particularly 
in the electrical field. I am not trying to assist in any way in the 
field of monopoly, in the sense that we are taking away what was 
there before, with the definition that was put out or given before. As 
to the question of what constitutes, or what is a true definition of 
monopoly, we have: Monopoly—a license or privilege allowed by the 
king, for the sole buying and selling, making, working, or using of 
anything whatsoever: Whereby the subject in general is restrained 
from that liberty of manufacturing or trading which he had before. 
Blackstone (4 Com., p. 159) (Coke in His Institute, Vol. 3, p. 181, con- 
firms Blackstone) a patent adds what we did not have before. 

Mr. Rogers. So far as this bill is concerned there is nothing that 
would add to or subtract from the situation that may exist in the indus- 
try concerning the employees’ assignability that is now in the law. 

Mr. Arnoip. No; I see nothing in there that would do that. 

Of course, I have come here with the one thought of confining my 
attention to the one thing that I consider the key of this whole mat- 
ter, namely, section 103, Conditions for Patentability. For those who 
like obviousness as the test, the addition of the clause sought by the 
witness does not take that away from them. Let them have the obvi- 
ousness test, but we also would like our suggestion included. If the 
field of patentability covers a certain area, if it covers 1 square foot, 
we would like to have one little area up here of 2 square inches of 
that area, so that whenever it is established that in the invention 
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there has this new functional relationship then in that group of cases 
that patentability shall be found. 

Mr. Rogers. Then you suggest here because the courts many 
times determined that it is not patentable, you feel that we should 
write the code so that the attorneys and inventors may thereafter 
determine by reading the code whether it is patentable or not: that 
is your thought, is it not / 

Mr. ArRNoLb. The thought is to have in the code a test that will be 
objective in character. 

Mr. Rocers. What assurance can you give us that if it is written 
into this code that the courts will not pli we different interpretations 
upon it than you or I may place upon it as we read it, as they have 
done in the past ¢ 

Mr. Arnovp. I think that is a most relevant question, and I am 
very glad to have that question asked. 

1 am certain I cannot foretell the future, but I do submit when we 
have a text that has been out for 27 years, and involving work of 
some 25 years of research and analysis of all of the cases in the 
Supre me C ourt of the United States, 181, that is, before a writ of certi- 
orarl was required, when we have all of that, and when we have a 
two-volume text on this one question involving an analysis of all of 
those cases, pointing out just how this principle of functional rela- 
tionship is applied, I submit that Congress may well publish a test 
in line with the treatise. Such a test should help the Court as a 
gcuide, but we cannot know. 

Mr. Rogers. Do you not feel that with section 103, inclusive of 
104, we have pretty well covered that field of the 181 cases that have 
been decided, trying to put it in concise language ¢ 

Mr. Arnotp. No: I do not think so, Mr. Roge rs, I feel that it is 
better also to put in the objective test. It is the “nonobvious” and 
obvious character of section 103 that is exactly what Mr. Roberts is 
contending against. 

Mr. Bryson. Would you have us spell it out by statute so plain and 
simple that he who runs may read ¢ 

Mr. Arnoup, I cannot hear you; pardon me. 

Mr. Bryson. I say would you have us spell out by statute the rule 
of obvious patentability so plain and simple that he who runs may 
read, including the Supreme Court ¢ 

Mr. Arnotp. IT would have you put in just those words we have 
suggested because that is the definition of objective patentability 
or new functional relationship that Mr. Roberts has worked out after 
so many years of effort. I do submit with that clause in there, taken 
di irect]y out of his text, that we » have backing it up two volumes of 
cases that will help the courts in elucidating and applying that test. 

Mr. Bryson. Of course, you are assuming that we follow the rule 
of stare decisis. 

Mr. Arnovp. It is mandatory, just like in other fields of the law 
involving a certain given situation, it is mandatory. When you come 
in to secure a patent and your patent lawyer says, “I find new fune- 
tional relationship here so that vou are entitled to a patent on that,” 
your application goes to the Patent Office, and your lawyer shows the 
examiner Why prior-art patents do not have that new functional 
relationship. After that happens, we assume that you get your 
patent. Then you get out into the courts later, and then you can 
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point out the situation to the court and put in your evidence and your 
opponents can bring up new evidence showing that as a matter of 
fact the functional relationship existed before, that it was existing 
in the art, and the court can hold the alleged new functional rela- 
tionship was old then you have not established a new functional 
relationship. But if there is a new functional relationship then 
it is mandatory on the court to find patentability in support of your 
invention upon the basis of which you have spent years of your life 
and years of work, and have invested the money of your friends 
involving investments of possibly hundreds of thousands of dollars. 

Mr. Rogers. Assuming, for the purpose of this question, that we 
should adopt your definition as set forth on page 2 of your prepared 
statement, your suggested addition to section 103, could you there- 
fore conceive of an instance where a man, having applied for and 
received a patent from the Patent Office, could have the same declared 
invalid by the court ? 

Mr, Arnowp. I think there, Mr. Rogers, our chances would be much 
improved, You cannot tell what some court may hold. They may 
hold it is invalid. 

Mr. Rocers. That is the point I am getting at. Even if we took 
the language vou offer here and added it to this code we would still 
have that hiatus, that there is a likelihood that the court still, in its 
inherent power has the right to declare a patent invalid, the point 
that you have complained about, because the functional relationship 
had not been established under the old or under the new law. 

Mr. Arnovp. In such a case I would not be done with that particu- 
lar court. There would be an appeal there from that court’s decision. 

Mr. Rogers. Let us forget the lower court and say you are in the 
higher court. 

Mr. Arnorp. Yes; fine. 

Mr. Rogers. And vou see in the higher court the same hiatus or 
fear that is now held by the industry and the inventors that the patent 
is not valid and cannot be determined to be a valid patent until finally 
it is passed upon by the highest court of the land, would your defini- 
tion here or any other phase of this law have removed that fear and 
made it positive? 

Mr. Arnotp. Of course, Mr. Rogers, please understand that I am 
not saying that Mr. Roberts has discovered the last ironclad test that 
we can alw: ays submit to the Supreme C ourt—— 

Mr. Rocers (interposing). That may be, but the point, as I under- 
stand it, is, you know that the proposition of trying to recodify this 
law has been going on for some time. 

Mr. Arnovp. Yes, indeed. 

Mr. Rogers. And there are a number of men who are interested in 
the business, and some of them, such as yourself, have devoted a great 
deal of time to it. 

Mr. Arnorp. Indeed they have. 

Mr. Rogers. As you have stated in your testimony here, the objec- 
tive is to try to establish with some security after a patent has been 
issued by the Patent Office that thereafter the courts will never set 
it aside. Now, that is more or less some part of your statement this 
morning. 

Mr. Arnot. Yes; it is part of it, but not conclusive, because I think 
we have the right—— 
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Mr. Rocers (interposing). Now, following that through 

Mr. ARNOLD. Yes. 

Mr. Rogers. If this law is adopted or if we recodify it as we set it 
forth here, you will admit it will relieve the fears and apprehensions 
of some, and that there is a likelihood that when the Patent Office 
has issued a patent that the court is more likely to adhere to this re- 
codified law ¢ 

Mr. Arnoip. No, Mr. Rogers. That is my great fear. That is why 
I am so anxious and so much concerned about this matter. This 
statute now says, “Conditions for patentability; nonobvious subject 
matter.” We have never had a test of this kind of statutory language 
before that I know of, and if I am wrong some of my friends can 
quickly correct me, but we now have in section 103, “Conditions for 
patentability : nonobvious subject matter.” Going into the question 
of whether it is oby ious or not is subject ive, That emphasizes the very 
thing we object LO, namely, the uncertainty. What is obvious to one 
manis hot obvious to another. 

If we add the proposed new functional relationship test (the objec 
tive test) we certainly would not be in any worse condition even 
though we do not cure everything. I have faith in the courts that 
they would try to follow what is clearly suggested by Congress, and 
with the textbook behind it to show what the meaning of that phrase 
is, the courts would have a clearly chartered course. How great is 
our confusion is depicted positively by Justice Jackson when he 
stated in the case of Jungersen v. Osthy & Barton Co. (S80 U. S. 
P.Q. 36): 

It would not be difficult to cite many instances of patents that have been 
granted improperly, I think, and without adequate tests of invention by the 
Patent Office 

Parenthetically I will state that the Patent Office will come through 
ina bigger percentage of the cases with justification than we have had 
from the Supreme Court in the last several years. To continue state- 
ment of Justice Jackson: 

But I doubt that the remedy for such Patent Office passion for granting 
patents is an equally strong passion in this Court for striking them down so 
that the only patent that is valid is one which this Court has not been able to 
get its hands on. [Italies ours. | 

Mr. Rocers. That is the point we are trving to make, that regard- 
less of what we agree to in this revised code in attempting to recodify 
all of the law you would still have this problem when you get to the 
Supreme Court of the United States. 

Mr. Arnotp. If we had this test we are recommending in there now 
what would be the situation? Let us take a concrete case. Let us take 
the Great Atlantic & Pacific case just decided. That isa simple case, 
In that case it was a matter of a frame without any bottom to it, with 
an open end, devised for sliding over a table. 

Mr. Bryson. One of those little wagons that telescopes with an- 
other? 

Mr. Arnoip. No; that is a wagon, Mr. Bryson. I am speaking 
about the case where there was a counter—you come with the little 
cart to the counter on which is a little framework device slidingly 
mounted—and you place the groceries of your purchase in this little 
frame. The clerk, after dealing with the preceding customer, draws 
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the frame with your groceries up to her station. She can pull these 
groceries up there and let go without any further action, and the frame 
is retracted for the next customer coming along. The evidence showed 
in that case that there had been a tremendous increase in the number 
of customers served and in a shorter time, that it was of benefit to the 
customer and of advantage to the store. So, we had all of the indus- 
trial worthiness in that matter, and benefit given to the public in that 
invention. Then that went to the court, and Justice Florence Allen, 
of the sixth circuit, at Cincinnati, pointed out in her opinion in the 
circuit court of appeals that the defendant admitted that there had 
been no such prior arrangement as that which constituted this bottom- 
less open framework with open front, and yet the Supreme Court, 
and I do not know how they ever missed it, went right on and said 
there was no arrangement in this at all that was new, and yet here we 
have in that very case that situation. 

[f the court does not want to listen to the record we cannot stop that, 
but I want to point out that in that case Justice Allen very clearly 
pointed out the new functional relationship, because when that frame 
was pulled up there you let go and all of the groceries were left there 
at station of clerk on the counter. The alleged anticipating court 
article then depended on was the billiard-ball triangle, where you 
take billiard balls and put them in a triangle and very carefully pick 
up the triangle when the balls are in position. 

The new functional relationship was in there in that case, and yet 
the court struck it down. 

Mr. Rocers. That is the point. If we took your amendment and 
put it in there, do you think the Court would then be prohibited from 
arriving at the same conclusions? Suppose this law had been re- 
codified and your amendment was in there, would the Court then have 
been bound to have arrived at some different conclusion, or what would 
have been the situation ¢ 

Mr. Arnon. Off the record. 

(Discussion off the record. ) 

Mr. Arnoip. The question is very pertinent, and I am glad to have 
it asked. I am not submitting, Mr. Rogers, that we have something 
that is perfect, but if I cannot get a plane that will take me clear 
across the country I will take one that will get me as far as I can go, 
to Minneapolis, for example, and transfer to another one, and so forth, 
until I get into Washington. Let us get as far as we can with our 
objective test. 

In this case I think if we had a law like this that many members of 
the Court, who have no idea, so far as they have evidenced they do not 
seem to have any idea of the logical test that gives them any kind of a 
basis for making a determination, and that is why Mr. Jackson has 
pointed out here that the only patent that is valid is one which “this 
Court has not been able to get its hands on.” I think that is a more 
serious indictment than I have ever heard a patent lawyer make of 
a court, and I do feel if we had this law that when the functional 
relationships are established we have the point established that this 
does deal with some degree of certainty, and that that is a good law. 

In legal jurisprudence that principle of law is good which works 
out the greatest justice with the greatest uniformity and certainty 
toth . greatest number. 
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Mr. Rocers. We have had testimony from a number of organizations 
on this bill before, and you think it would be improved by adding 
this section ¢ 

Mr. Arnotp. Very definitely do I feel that way. I do not see how 
logically it could be otherwise because what we are doing here is 
preventing the Court from holding that it is an invention within the 
skill of the art as the sole explanation. How can we expect anybody to 
be willing to spend money on developing and carrying on on a test 
lacking in a rational basis. Now when the life of our country is at 
stake, when we have economic burdens to meet, one of our workmen 
must be equal to thousands of others, and one of our soldiers must 
have equipment that makes him the equal of many thousands of the 
enemy. Our patent laws should be just as clear, sound, and certain in 
their operation as they can be, and this test would certainly give 
help to that situation. 

Mr. Bryson. Mr. Arnold, we are indebted to you for the comprehen 
sive and very thorough way In which you have presented your state 
ment. We hate to remind you that you have consumed an hour now. 
Will you not try to sum up your remarks soon’ Iam sorry that we 
are limited for time. 

Mr. Arnorp. I think the main points have been brought out. Cer- 
tainly this addition that Lam trying to have added is certainly the key 
to our patent system, it really is the fundamental one, because we can- 
not have incentive if a man comes home tired at night and gets an idea 
that comes into his head and says, “Why should I try to work that 
out, patents are too uncertain?” If we cannot give him some incentive 
some assurance that he is going to be protected he will not be working 
at his lathe or bench. He will ask, “Why work something out at 
great expense and give it to the public.” That patent incentive of 
old is now being whittled away by the adverse decisions of the courts, 
and I feel very strongly that is destructive to the American way of 
life. 

Ina word, I do not know how I can make it more definite than this, 
that the principle in moral life and everywhere that leads to life 
more abundant ts right, and that the principle in moral life and every- 
where that leads to life less abundant is wrong. In the same way that 
principle of law which gives the greatest justice and the greatest 
certainty is right. The objective test will give a sound basis for justice 
with certainty and uniformity. 

I thank you each and every one. 

Mr. Bryson. We thank you, sir, and we will certainly give due 
consideration to your advice. 


STATEMENT OF I. E. McCABE, CHIEF ENGINEER, AND CHAIRMAN 
OF THE BOARD, MERCOID CORP., CHICAGO, ILL. 


Mr. Bryson. Mr. McCabe, representing the Mercoid Corp. 

Mr. McCarr. Yes, sir. 

Mr. Bryson. Mr. McCabe, will you identify yourself for the record ? 

Mr. McC ape. I am an inventor, and I am chief engineer, and chair- 
man of the board of the Mercoid Corp. of Chicago. 

Mr. Bryson. What is the Mercoid Corp / 

Mr. McCase. It is a manufacturer of automatic controls of various 
types. We manufacture several thousand assembly and control de- 
vices, 
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Mr. Bryson. We have heard mention of your company in connec- 
tion with a decision of the Supreme Court. 

Mr. McCane. Yes, I believe you have. I have here a statement of 
which I have brought 25 copies. 

Mr. Bryson. Sit down, and please observe the rule we have im- 
pressed on the other witnesses. Do you desire to read your statement 
or file it for the record ¢ 

Mr. McCare. For the purpose of discussion I would like to point out 
two or three matters I have mentioned in my statement, and file it for 
the record. 

Mr. Bryson. Your statement will be put in the record in full, and 
you may make such comments as you care to make. 

(The statement referred to is as follows :) 


COMMENTS ON H. R. 3760 (S2p Conc., 18T Sess.), To Revise AND Copiry THE 
Laws RELATING TO PATENTS AND THE PATENT OFFICE, AND TO ENACT INTO LAW 
TIrce 35 or THE UNITED StaAres Cope ENTITLED “PATENTS” 


(Prepared by I. E. McCabe, chief engineer and chairman of the board of the 
Mercoid Corp., Chicago, Tl.) 


My name is Ira Ek. McCabe, chief engineer and chairman of the board of the 
Mercoid Corp. of Chicago, IL, manufacturers of automatic controls and switches. 
I filed my first patent application in 1915 and since that time more than 125 
patents have carried my name, and I have patents pending as well as others 
to be filed. Incidentally, a considerable number of my inventions have found 
commercial use, and [ have prospered therefrom. In my opinion, gathered 
from personal experience and direct knowledge, our country under the consti- 
tutional powers granted to Congress “to promote the progress of science and 
useful arts by securing for limited times to authors and inventors the exclusive 
rights to their respective writings and discoveries” has attained the greatest 
advances of any country in the world and for so little. Stimulating invention 
is important, but it must be Cone within the constitutional limitation “to pro- 
mote the progress of science and useful arts.” Failure by the Congress to 
observe this may in the long run destroy the patent system, and it is because 
of a personal fear that this may occur that I am here to oppose H. R. 3760 
With respect to section 231 relating to contributory infringement. 

Patents are monopolies, and the framers of our Constitution were aware 
that patents so granted should be properly limited and only for the purposes 
described, namely :—to promote the progress of science and useful arts.” 

H. R. 3760 is titled “A bill to revise and codify the laws relating to patents 
and the Patent. Office and to enact into law title 35 of the United States Code 
entitled ‘Patents’”. This would seem to be an admirable purpose, but I note 
many new matters not before included in the code and many of these of a 
controversial nature which have not been individually accepted by the Congress, 
or possibly in some cases even considered before, 

It would seem to me that inclusion of these Controversial matters in a revision 
of existing statutes is both improper and unwise, as some of these proposals, 
such as section 231 and particularly paragraphs (b), (¢), and (d), I am sure, 
cannot stand on their own and only by associating them with the bill as a whole 
could they ever be enacted into law. 

As an inventor, engineer, researcher, and businessman I can assure you that 
there is more to this than appears in the phrasing, innocent as it may seem. 
The people who deal with obtaining of patents and litigating them when in- 
fringements are involved do not deal with their impact or effect upon the public 
other than relating to their own problems. 

The courts have had to deal with the abuses, and a study of the decisions 
and the matters relating thereto, will often disclose why they felt impelled 
to become emphatic. 

Section 231, Chapter 8, Infringement of Patent, has previously appeared in 
substance as separate bill H. R. 5988, Eightieth Congress, and H. R. 3866, 
Kighty-first Congress. I testified at the hearings before the subcommittee of 
the Committee on the Judiciary in each instance in opposition thereto. I do 
not find in the present bill any ehanges in section 231 which has removed the 
objectionable features of the earlier proposals. 
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In our business we manufacture several thousand specifications of instruments 
and switches. Our order department must process forty or fifty thousand orders 
per year, and our product is used in innumerable products and places We 
employ less than 500 people in our organization, and it can readily be seen that 
no order department could screen these orders for possible contributory in 
fringement throughout the field of industry involving nearly 600,000 unexpired 





patents embodying several million claims It must be remembered that each 
claim is recognized as a separate invention. Certainly in the manufacture of 
the devices themselves we make every effort to avoid building infringing strue 
tures and even then disputes will arise involving prior usages and consequent 
nvalidity or whether the device is within the scope of a patent or not Yet, 
this proposed law were to become effective, every time a customer ordered 
trol with some deviation such as a smaller bulb in a temperatu nstrume 
or made of a certain alloy to withstand chemical effects we would then assume 
ossible patent liability, not because our device is an infringing device but becaus 
ur customer brought about such infringement with a nity he had “espe 
uly made.’ True, the bill says in paragraph (¢) of section 231 that an 
nfringer is one who “knowingly sells” for a nfringing use and one therefore 
might deny knowledge to avoid liability. On the other hand, as Mr. Justice Jack 
son said in his dissenting opinion in the case of Mercoid Corp. v. Mid-Continent 
Inv. Co, (3820 U.S. 661, January 3, 1944): 
‘But want of knowledge or innocent intent is net ordinarily available to 
diminish patent protection. I do not see how intent can make infringement of 
what otherwise is not The less legal rights depend upon someone’s state of 


mind the better. 

“The practical issue is whether we will leave such a combination patent with 
little value indeed or whether we will give it value by projecting its economic 
effects to elements not by themselves a part of its legal monopoly In these 
circumstances I think we should protect the patent owner in the enjoyment of 
just what he has been granted—an abstract right in an abstruse combination 
worth whatever such a totality may be worth. I see no constitutional or statutory 


authority for giving it additional value by bringing into its monopoly all or any 
of the unpatentable parts.” 
The last sentence in the above quotation by Justice Jackson is one which I 


hope this committee will give consideration to in passing upon 


he advisability of 
bringing into the patent monopoly the unpatentable parts and whether or not 
Congress has free rein to grant such monopoly to the inventor 

Many advance the idea that inventions involving old devices increase the us¢ 
for them and that the maker therefore is not entitled t st for these me 


purposes. One of our items is heating thermostats for heating systems in various 
furnaces, The other day it was predicted that atomic energy would furnish home 
heat produced directly in the home furnace. Controls for such a furnace would 
obviously require construction of special materials—so they would be “especially 
made”’—but such use would subtract from the sale of present heating systems 
thereby decreasing sales of heating thermostats in present systems. Whi should 
the new system gather into it the monopoly of the older unpatented devices and 
by what stretch of imagination can the future inventor of the atomic energy 
furnace be said to have added the heating thermostat to the arts and sciences 
“constitutionally specified” ? 

Is it constitutional for one to include in the monopoly granted him by patent 
the discoveries of others? The power of Congress to permit patents t issue is 
a constitutional grant defined by article I, section 8. It provides for the grant 
for a limited time to inventors the exclusive right to their inventions compris 
ng their discoveries. The power of Congress in connection with these grants is 
well expressed by Mr. Justice Douglas in the case of the Great A. & P. Tea Co. 
v. Supermarket Equipment Corp. (U.S. Sup. Ct., 87 USPQ 306) 

“It is worth emphasis that every patent case involving validity presents a ques 
tion which requires reference to a standard written into the Constitution. Article 
1, section 8, contains a grant to the Congress of the power to permit patents to 
be issued. But unlike most of the specific powers which Congress is given that 
grant is qualified. The Congress does not have free rein, for example, to decide 
that patents should be easily or freely given. The Congress acts under the 
restraint imposed by the statement of purpose in article I, section 8 The pm 
pose is ‘to promote the progress of science and useful arts. The means for 
achievement of that end is the grant for a limited time to inventors of the 
exclusive right to their inventions.” 


S6988 51 ser, )— 10 
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Every patent is the grant of a privilege of exacting tolls from the public. The 
framers plainly did not want those monopolies freely granted. The invention 
to justify a patent had to serve the ends of science—to push back the frontiers 
of chemistry, physics, and the like; to make a distinctive contribution to scientific 
knowledge. That is why through the years the opinions of the Court commonly 
have taken “inventive genius” as the test.’ It is not enough that an article is 
new and useful. The Constitution never sanctioned the patenting of gadgets. 
Patents serve a higher end—the advancement of science. An invention need not 
be as startling as an atomic bomb to be patenable. But it has to be of such 
quality and disinction that masters of the scientific field in which it falls will 
recognize it as an advance. Mr. Justice Bradley stated in Atlantic Works v. 
Brady (107 U. S. 192, 200), the consequences of a looser standard: 

“It was never the object of those laws to grant a monopoly for every trifling 
device, every shadow of a shade of an idea, which would naturally and spontane- 
ously occur to any skilled mechanic or operator in the ordinary progress of 
manufactures. Such an indiscriminate creation of exclusive privileges tends 
rather to obstruct than to stimulate invention. It creates a class of speculative 
schemers who make it their business to watch the advancing wave of improve- 
ment, and gather its foam in the form of patented monopolies, which enable 
them to lay a heavy tax upon the industry of the country, without contributing 
anything to the real advancement of the arts. It embarrasses the honest pursuit 
¢f business with fears and apprehensions of concealed liens and unknown liabil- 
ities to lawsuits and vexatious accountings for profits made in good faith.” 

While the above quotation is directed to the validity of patents—the quality 
and distinction marking invention—the same consideration may be given to the 
right of Congress to grant combination patents with the patentee privileged to 
include in his monopoly the patented and unpatented elements included in his 
combination but not his invention. The Constitution may well limit the patentee, 
and Congress the power to grant him, a patent monopoly only for his invention 
and not to anything else related thereto, to which he is not the inventor. 

Since the decisions in the Mercoid cases the Mercoid Corp. has been free from 
harassment and litigation for the first time in many years of the sort regarding 
which you will find mentioned in my statement filed in H. R. 5988 of the EFightieth 
Congress and my testimony in H. R. 3866 of the Eighty-first Congress involving 
this same problem of contributory infringement. I am also attaching herewith 
copy of a statement submitted to the committee at the hearings on H. R. 3866 
but which I have noted was not included in the printed record thereof. 

I therefore recommend that paragraphs (b), (¢c), and (d) of section 231 be 
eliminated from this bill. 

A few days ago I attended a meeting held for the purpose of discussing this 
bill. A representative of a large chemical company, long a customer of the 
Mercoid Corp., remarked during a luncheon that they employed a process in the 
manufacture of one of their products which did not infringe a patent but by the 
addition of a Mercoid-switch infringement would then exist. Now, chemical 
plants order many “especially made” switches from us for use in their various 
processes, and in some cases our salesmen may know what they are intending 
to use them for. In many other cases we don’t know, and in Some Cases we 
are not permitted to know. 

We give our customers a patent warranty but that refers to the device we 
sell him and not to what he may do with it, and we limit ourselves to the things 
we sell because our knowledge is concentrated there. Should section 231 of 
this bill become law “knowingly selling,’ “especially made,” or “especially 
adapted,” as well as “substantial noninfringing,” all will become highly con- 
troversial phrases construed by various patent lawyers to suit each situation, 
and as quoted before in Justice Bradley’s words “it embarrasses the honest 
pursuit of business with fears and apprehensions of concealed liens and unknown 
liabilities to lawsuits and vexations accountings for profits made in good faith.” 

Furthermore, as to damages in contributory infringement cases, the court's 
discretion will be governed by statutory definition and in section 244 there has 





1“Inventive genius,” Mr. Justice Hunt in Reckendorfer v. Faber (92 U. 8. 347, 3! 


‘ 

“senius or invention,” Mr. Chief Justice Fuller in Smith v. Whitman Saddle Co. (148 
U. S. 674. 681): “intuitive genius,” Mr. Justice Brown in Potts v. Creager (155 U. S. 597, 
607): “inventive genius,” Mr. Justice Stone in Concrete Appliances Co. v. Gomery (269 
U. S. 177. 185): “inventive genius,” Mr. Justice Roberts in Mantle Lamp Co. v. Aluminum 
Products Co. (301 U. 8S. 544. 546 (33 USPQ 421—-422)) : Cuno Corp. vy. Automatic Devices 
Corp. (314 U. S. 84, 91 (51 USPQ 272, 275)), “the flash of creative genius, not merely the 
skill of the calling.” 
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been no distinction drawn between infringement and contributory infringement 
so that in the case of the chemical company to whom a switch might be sold 
under doubtful circumstances, and I have already referred to this situation in 
the previous paragraph where we might sell an item costing at the most a few 
dollars, we would find ourselves liable for damages “adequate to compensate 
for the infringement,” which section 244 says the court “shall award”—not 
“may award’—and furthermore there is nothing in section 241 that compels 
a suit against the chemical company as an infringer in this situation as against 
us as a contributory infringer (what opportunities for blackmail lie here’) 

Referring to section 242, presumption of validity; defenses; I would like to 
see included provisions specifically dealing with contributory infringement suits, 
In my statement on H. R. SYSS8, pages 81 and 82, I state: 

“It is an old axiom of patent law relating to validity that that which it later 
nfringes, it earlier invalidates. 

“T should like to see included in any bill defining contributory infringement a 
section specifying that: 

“That which constitutes contributory infringement by the accused, if by him 
is proved to constitute that which he likewise did more than 1 year before 
the filing date of the patent in suit, upon which the cause of action is based, in- 
validates said patent.” 

As a closing observation the proposed bill states, as its purpose, that it is to 
provide for the protection of patent rights where enforcement against direct in- 
fringers is impracticable. 

“Since the owner of the patent wishes a convenience when he sues for contribu 
tory infringement instead of suing the direct infringer, is not the alleged con- 
tributory infringer entitled to be relieved of going out and finding a direct in- 
fringement constituting a reduction to practice which he may never have had a 
reason to have carried out himself, although, he may have supplied materials and 
the instructions for so doing more than 1 year prior to the filing of the applica- 
tion and be able to prove his own actions although unable to go further to the 
satisfaction of the court as to his instructions having been followed?” 

I do not find any safeguards here under section 242 and certainly as a maker of 
controls instead of a chemical manufacturer I can be accused only of doing 
certain things as a contributing infringer, and if I have done such things more 
than 1 year prior to the alleged contributory infringement that of which I am 
accused if earlier should invalidate regardless of whether or not the purchaser 
carried out the direct infringement. 

Even aside from my comments on sections 241, 242, and 244 I again say that 
paragraphs (b), (¢c) and (d) of section 231 should be eliminated and that the 
question of contributory infringement is something to be determined by the 
court rather than to be set out in statutory definition. 


Mr. McC ane. I particularly oppose sections 231 (b), (c), and (d) 
on contributory infringement. 

It is my understanding that these items were up before the commit 
tee in previous bills on contributory infringement. The numbers were 
then H. R. 5988 and H. R. 3866. I testified before this committee on 
those items, and I find in this bill that some of the objectives which 
were stated in the original bill have been left out, and in order that 
you may appreciate the situation, and what may result from it—I am 
not trying to tell you what to do—I am trying to tell you what may 
happen. We make a large number of devices and people come to us 
in the industry from distant points. At this moment with all other 
defense work going on we have been building our standard devices, 
but they come in to us and say, “We want this part of stainless steel, 
and we want this dimension here, and we are going to use it for some 
process.” When you realize that there are some 600,000 patents and 
millions of claims involved under the present status of this bill. in 
conection with other modifications of the bill, and we become liable 
as contributory infringers, you can see it would be impossible for us 
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to know in all cases whether we infringed or not. When we build 
these instruments we usually get an idea whether the particular device 
we make would infringe a patent on that device, but there are hundreds 
of uses for these instruments, and we have a number of salesmen out, 
and a number of people handling incoming orders in our business 
which is small, and employs less than 500 people. The number of 
orders involved is between 40,000 and 50,000 every year. This bill 
includes salesmen, we were told. He might know the use but not know 
it is patented, I believe the wording in the bill is, “Knowingly sells,” 
and I will refer to it: 

Whoever knowingly sells the component of a patented machine, manufacture, 
combination, or composition, or a material or apparatus for use in practicing a 
patented process, constituting a material part of the invention, especially made 
or especially adapted for use in an infringement of such patent, and not a staple 
article or commodity of commerce suitable for substantial noninfringing use 
shall be liable as a contributory infringer. 

“Knowingly sells” will thus become highly controversial, and it will 
be construed by various patent lawyers to meet their particular situa- 
tion. We have had in the past experience of that nature. I need not 
tell you of the importance of the cases, but if you go into those cases 
you will see the thing I am talking about. Those words mean different 
things to different people, and the attempt is usually made by the 
lawyers to get the Court to accept their construction of those words. 
For instance, take the words “knowingly sells” this device, and later 
they sue you, and they state, “You made this article to infringe this 
patent.” The question is what does “knowingly” made mean. If a 
man said he was going to use it on a chemical process, that he was going 
to use it there, and for instance it might infringe a chemical process 
or system, if he used a Mercoid switch he might have used it knowingly. 
If he did, it would infringe a patent, but without it, it would not in- 
fringe it. Suppose this man added the switch, and he told the sales- 
man, “I am going to use that on such and such a process.” He would 
not probably say that it infringes a patent, but the inference might 
be there, and in the future where would we be if the owner of that 
patent decided to sue us? 

There is nothing in this bill that compels the owner of the patent to 
sue the infringer because in section 231 it states under (c), “Whoever 
knowingly sells’—and suppose we knowingly sell this article—*‘shall 
be liable as a contributory infringer.” 

When section 231 was first proposed as H. R. 5988, it was “to provide 
for the protection of patent rights where in enforcement against direct 
infringers is impractiable.” That was the purpose of that bill, but 
this bill does not qualify at any time. It does not say you must sue the 
direct infringer if practicable. I find nothing in the bill requiring 
that. I might supply a $10 or a $15 item for use in a very large process. 
They might use it in that process and we could be subjected to defend 
a suit against such a form of infringement and be unable to protect 
ourselves. We had sold the product in good faith. We knew our 
product that we built was not an infringing device, but it was put 
to infringing use. There is the question of what “knowingly” means. 

We might have been selling this device for some other purpose, but 
the words “noninfringing use” are very substantial words when you 
get them in the hands of a man fighting a case. We had that in the 
Mercoid case, and even in the case that was involved there there was 
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another use. The Court held there was no proof it was used that way, 
but the attorney then proceeded on the opposite line to show that there 
is no other use. When you put the word “substantial” in front of it, 
can you tell me what “substantial” means ? 

I have here a device. Here is a switch we build, and perhaps it will 
help you to understand. This was made for a customer who needed 
it. Here it became another structure. We took this off and this [in- 
dicating|. Part of this we specially made, and the customer ordered 
this. He says he is going to use this on something, and at the time it 
sounds innocent enough, and we sell it to him in good faith. 

Mr. Recers. Referring to the last instrument you had in your hand, 
is that a stable line? 

Mr. McCane. ‘This is a stable article [indicating]. The words in 
this section (c) are “or especially adapted for use.” You cannot put 
this on that job. Our customers order this (another part) made up. 
This is welded in. There it is still the same switch, but with this word- 
Ing the construction by the people in the patent field would be, it is 
especially made. I do not think that was the intent there, but it is 
what will happen when we get out in the field and you make this law. 
At present the court could have some discretion in it. 

Mr. Rocers. May I interrupt you there just a moment ? 

Mr. McCanr. Yes. 

Mr. Rocers. Section 231 (c) says— 


especially made or especially adapted for use in an infringement of such patent. 


Mr. McCane. That is right. 

Mr. Rocers. Then it goes ahead and says— 
and not a staple article or commodity of Commerce suitable for substantial 
noninfringing use shall be liable as a contrbutory infringer 

Mr. McCane. That is right. 

Mr. Rocers. Now, the intent there is that where one especially makes 
it for the purpose of infringing a patent, if an individual did especially 
make an item for that purpose, for the purpose of infringing a patent, 
do you not think that the patentee should have some redress ¢ 

Mr. McCanr. Provided it is especially made, but the point that I 
made in my last session with this committee on this last bill before 
this was that the fact that if vou had a commercially noninfringing 
use it would relieve you of infringement. In this case you have added 
the words which say, “substantial noninfringing use.” 

If you will read my testimony in that previous case, and I would 
like very much for you to do that, because I believe you W ill catch the 
difference in the inflection on this, and noninfringing use in one case 
might relieve you of contributory infringement when you were not 
entitled to it. On the other hand it might convict you of contributory 
infringement in a case where you were perfectly innocent of any in- 
tent to injure the inventor. You have sold your product, but because 
the customer came in and asked you to put this particular thing on it 
that is not something you sell normally, you are no longer relieved of 
infringement. 

It seems to me whether you have knowledge or not you have got to 
sit down and get the facts concerning that particular situation and 
not be governed by a statutory definition. For instance, in some of our 
transactions we will sell any number of items, $15 or $20 items that 
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have been purchased especially under this construction of the words 
of the act, and they get on these devices. Now, there may only be one 
infringement, but ‘the patent owner may have known of the infringe- 
ment, and by what stretch of the imagination should we be held liable 
when they can reach the direct infringer? The original purpose of the 
bill H. R. 5988 said where it was not convenient to reach the direct 
infringer. 

Here is a case which I think you will agree can be brought under 
this act as it is now stated. In other words it is possible where we sold 
to this man who said, “We have this chemical process,” and if he buys 
a Mercoid switch which infringes, in that case why should the patent 
owner be permitted to sue us on that small item ‘when he can reach 
the direct infringer ¢ 

Now, I invent something, but I cannot do everything in the world, I 
do not have all the knowledge and research, so why should I be sub- 
jected, or my company be subjected, to suit because it sold this thing 
when the purpose is to reach the direct infringer? The point is, why 
is this necessary to sue a contributor in order to reach these people 
who use these things? What about the individual part maker? Why 
should not there be some guaranty of protection to the man against 
such suits? 

Mr. Rocers. Do they attempt in the latter part of section 231 (c) 
to say that it does not apply to articles or commodities in commerce ; 
do you feel that is not broad enough ? 

Mr. McCape. I feel that it is one in which there would be consider- 
able dispute, because it says “substantially.” 

I point this out in connection with a case that was made, in connec- 
tion with the phonograph record, Leeds & Catlin: Why put that word 
in the statute for something that I am not building if it is to relieve 
me from being a contributing infringer ¢ 

At the time I said T thought it was wrong. On the other hand, when 
vou include the word “substantial” what constitutes substantial 4 Here 
is a case it seems to me where we have to leave it to the discretion of 
the court that can judge the infringer or the contributing infringer 
from the facts, and can handle them. 

As it is now, it will be a statutory definition, which in my own mind 
will destroy or endanger small business in the merchandising of 
products, because I think it will be susceptible of interpretations that 
can endanger small business, 

Mr. Rocrers. You told the committee about a suit that went to the 
Supreme Court / 

Mr. McCane. Yes. 

Mr. Rogers. And you have in the past been bothered with suits 
evidently of that kind, that one particular suit. Would it increase or 
decrease the likelihood of suits if this section 231 were adopted ? 

Mr. McCane. I think you would find it absolutely would greatly 
increase them, because it is much easier to sue the man in small busi- 
ness, because he would not have the means to defend himself. For 
instance, in the chemical industry, how much wouid T know about the 
chemical industry, to know whether a product was this or that, when 
anything I might know about it would be without background par- 
ticular to that field. 

Now I have some 125 patents and I have not had to go to court except 
in one instance and the case was settled out of court—and may I stop 
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long enough to say that I think most patent cases that reach the Su- 
preme Court are of the doubtful v: alidity type and I do not feel that 
all of them that go are justified in going there. 

Now in case you throw the burden on us, for instance, to try to 
police the entire patent field and have Bestel te of everything to 
oid the pitfalls, it would be like buying this building from a 
-tranger—it would not be a very good thing. 

I hope I have made myself clear to you in my brief, as it sets up 
everal cases and imaginary cases in order that you can see the way 
t will operate. 

Mr. Bryson. That is in your brief ¢ 

Mr. McCane. Yes, and I hope you will study it; you will see the 
error that has been made. 

Another thing that should be limited in this matter of contributory 
nfringement is the reference to any person who contributes to the 
nfringement of a patent shall be li: able as the infringer. Suppose in 
the case referred to it was found there was an infringement in a chemi- 
‘al process upon using a certain item. I think there should not be the 
right to sue the supplier of that item. The infringer is using it: it 
is something we have developed and made available to all industry. 
This is not a separate matter. And it would not be a matter of justice 
to hold the contributor for damages based on profits derived from the 
process, and not hold the direct actual infringers who might be able 
to avoid, for some reason or other, the financial responsibility. One 
person may be financially responsible from profits derived from the 
direct infringement while the other is not from the sale of the part. 
Why should he be held liable any time it goes on sale ¢ 

Mr. CRUMPACKER. Are you opposed to the whole doctrine of con 
tributory infringement, or opposed only to the special language used 
here ¢ 

Mr. McCane. I am opposing the statutory definition, of the right of 
approval by the court. 

Mr. Rogers. Does your brief suggest any other language more 
desirable ¢ 

Mr. McCase. As I have said before, I am not enough of a lawyer 
to make definitions, I do not believe. I have not seen the aa ‘finition 
that I feel is acceptable—I do not believe that the contributing in 
fringer has been—well, I may say, I believe there have been cases 
which I think have consumed much time before they have been held 
to be contributors. And I feel that with the removal of the discre 
tionary power from the court, where it must find contributory in- 
fringement—the court only has to find the facts, and then he is 
governed by section 244. 

Now suppose I have a patent that is infringed, the infringer would 
have under section (¢)—he would be held hable as an infringer with 
out that provision in 244. 

Mr. Rocers. You would rather leave it to the court to determine who 
is the infringer / 

Mr. McC ase. I think the contributor should be held in these cases 
that are brought in good faith, although there is nothing here that 
guarantees against the abuse. It says: 

The court shall award the claimant damages adequate to compensate for the 
infringement. 
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It does not say he may. It is my feeling it is a mistake to give the 
court in that section the directive to say the man has been damaged, 
and inflict damages upon the contributory infringer who is not the 
real culprit, you may say; it may be a chemical company whieh has no 
connection with it. 

What I am trying to point out is there are cases where there is abuse, 
and if there is abuse then I would deal with it by the actual infringer. 
But a contributing infringer can be held for many times the profit 
that he himself could ever have earned or the plaintiff could ever have 
arned out of the infringement. To make it possible to allow many 
time the amount of profit in contributory infringement would be 
terrific. 

I do not believe that was intended by the people who wrote this 
law; I do not think it should have that kind of interpretation, 
Whether the courts would do it I do not know. 

I question personally whether this act to extend the patent beyond 
the monopoly of the invention or discovery, I question whether it is 
constitutional or not. I do not believe that the Congress—and let me 
say I respect, of course, the Congress—but what I am trying to say 
is what should be done and what could be done under the provision of 
the Constitution which provides that Congress has the power “to pro- 
mote the progress of science and the useful arts by securing for 
limited times to authors and inventors the exclusive rights to their 
respective writings and discoveries.” I do not think that when you 
extend this right it is within the scope of the constitutional powers 
granted. 

Mr. Bryson. We are very much obliged to you. We are called to 
the floor now. Due consideration will be given to your full state- 
ment and we will have access also to the statement you have made 
heretofore, year before last. 

May 23, 1949. 
CoMMENTS ON H. R. 3866 (Sist Conc., Ist Sess.) Derintnc “CoNnTRIBUTORY 
INFRINGEMENT” 


(Submitted by I. Eh. MeCabe, chief engineer and chairman of the board of the 
Mercoid Corp., Chicago, Ill.) 


I have previously studied the predecessor bill H. R. 5988, and appeared before 
the subcommittee of the Committee on the Judiciary, House of Representatives, 
Kightieth Congress, to express my concern in the contents thereof. I find that 
the present bill H. R. 3366 is identical with H. R. 5988 and, therefore, take sub- 
stantially the same stand in opposition thereto as with the previous bill. 

JT have read the record made of the hearings before the committee on H. R. 
HOSS and have no issue to make with the proponents of the bill, as expressed in 
the record, with regard to defining contributory infringement in such a way as will 
restore the doctrine formerly announced in the Leeds & Catlin case without 
giving sanction to the abuses presently condemned in the misuse doctrine exem- 
plified in the Carbice case. 

I am opposed to any bill which will extend the patent monopoly into fields of 
commercial staple goods and unpatented and patented articles consumed, used, or 
incorporated as component parts of a patented structure or process when such 
goods or articles are not made by the patent, distinguishable from other such 
goods capable of substitution beyond a change in physical form, or, by size or 
shape, or immaterial designs. 

I do not believe the bill in its present form, nor, by any of the proposed amend- 
ments a matter of record in the earlier hearings, properly defines what constitutes 
contributory infringement. 

In earlier days, in citing the Leeds & Catlin case, the United States Supreme 
Court, with reference to it, attributed Certain specific characteristics to the ele- 
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(Bassick Mfg. Co. v. Hollingshead Co.. and Rovers et al. v ilemite Corp.. 
U. S. 415, 425, and Lincoln Engineering Co. v. Stewart-Warner ¢ orp., 303 U. S. 
542, 552). 


There the Court spoke of “Elements which were novel” and “neither of which 


ment comprising that which one made and sold to become a contributory infringer 





possessed utility without the other,’ “each element was necessary to the operation 
of the other,” “an entirely novel principle was disclosed, the dise not only per 
formed a new function, but performed it in combination with another new 
element.” 

I do not believe that minor and insignificant changes to goods for the sole 
purpose of attempting to distinguish it from staple articles of commerce and 


here the change is not a requirement of the patent, make of such articles, things 
of the class of the phonograph record or disk as we know it today and which con 


stituted the contributing infringing article of the Leeds & Catlin case There 
the “elements” or “parts” making up the patented combination bore evidence 
in themselves of being novel—novel as a part as was the whole combination 


when assembled. 

When an ordinary staple article of commerce can be made adaptable for use 
na patented combination, not by any demand of the patent itself, but merely 
Ww an expression of choice by one who practices or promotes the practice of the 
patented invention I do not believe that in the light of the Leeds and Catlin case 
or the Kerosene Lamp case, later referred to, that such modified staple articles 
of commerce thus become “especially made” so as to be characterized as “Ele 
ments Which were novel; not possessing utility without the other; performing 
a new function in combination with another new element, ete..” such as could 
ve ascribed to the disk of Leeds and Catlin or the burner mechanism of the 
patented lamp. 

The kerosene-lamp patent, as explained in the earlier hearings on H. R. 5988, 


related to a combination of elements Comprising a base, a chimney, and a new 
and improved burner mechanism. It has been pointed out that when one, not 
licensed to do so, attempted to make and sell all but the chimney and thus selling 
not the whole of the patented combination (all the elements of the patent claim) 
claim he did not infringe, the court found no difficulty in finding that what 
the defendant had done was a virtual infringement and held him liable.” There 
certainly is no issue to be made with such a holding 

However, while this example was cited by a proponent of the bill to show 
the first case of contributory infringement arising out of selling a part of a whole 
patented combination, no one has raised the question as to the propriety of 
such a patentee attempting to so prevent the sale of the chimney To be sure, 
like the phonograph disk, the new elements—the novel elements involved in the 
cited lamp case, were those unlawfully being made and seld, but what of the 


chimney’ If the chimney were a standard article of commerce, would one be 
free to make and sell it for assembly in the patented combination And, if the 
| imp base were so designed (not as required by the patent, but b ehoiee of the 
manufacturer), the chimney woul ikewise have to be made special to be 
mounted upon it This required shape of the chimney could t s then be said 
to be especially made and adapted for use in the patented combination, and so 
distinguish t from other commercially available chinmeys Dh necessary 
shape of the chimney base to fit the lamp base may be such as to render 


without other use 

I do not believe that such a change in the character of a staple article of 
commerce reclassifies it as one which a patentee can expal d his combination 
patent monopoly to cover, There can be many instances where existing articles 
of commerce can be used, some of which T have had experience with, but which 


by necessitating some slight change the standard article becomes especial! 
made to permit charges of contributory infringement to be made 

The purpose of obtaining “use” or “combination” patents on the part of many 
s to attempt to obtain a monopoly in some element of the combination upon 
which he otherwise could not obtain one. It is an attempt to do that with a 
patent which otherwise he could not. If the kerosene-lamp patentee were a glass 
manufacturer, his interest could readily be in gaining a monopoly in the use of 
glass for manufacturing the chimney. 

Mr. Swingle, as disclosed in the record of the hearings on H. R. 5988, con 
tended the bill did not go far enough to leagalize a situation where a manu 
facturer of aluminum foil in developing a new use for the foil, such as in the 
making of milk-bottle caps, should be privileged to license out the patented 


method of cap making on the basis of a license grant requiring the purchase of 
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aluminum foil from the manufacturer as a requisite to use of the patented 
cap making. If this were made possible, the aluminum-foil manufacturer could 
prevent the use of other aluminum foil by the cap maker and obtain in effect a 
monoply on foil for that use, although a patent could not be had on the aluminum 
foil. Given enough use patents to acquire a large aluminum-foil volume, the 
aluminum-foil manufacturer could secure a monopoly in the manufacture of 
such foil as though he had a patent on it, since his patent-assured volume would 
sustain his unassured volume (not protected by patented use) to enable him to 
undersell his competitor in such markets to virtually obtain a complete monopoly. 

The bill in its present form is intended to prevent this practice (Carbice doc- 
trine) but with the “especially made or adapted for use” provisions, seems to 
provide a way for such practices to be legally restored, for the foil, as used in 
the patented way may be required to be of a special thickness or size to be 
handled by the machine not particularly required in that form elsewhere or it 
may be specially coated or carry imprint of customer indentification such that in 
that form its use in a patented machine would be marked. 

It is my opinion that the real difficulty in defining contributory infringement 
resides in the way in which one can express what is to be understood as coming 
within the meaning of especially made and adapted for use in infringement 
of a patent and which will not grant more to the patentee than that to which he is 
justly entitled and which will not encourage abuses which through publie re- 
sentment will bring damaging attacks upon our patent system. 

It should not be possible for any interpretation to be placed on such a defini- 
tion that would give to a patentee the right to embrace within his monopoly 
all or any of the elements or materials—old, unpatented, or patented—which 
become “especially made or adapted for use” by -virtue of a choice or demand 
made by one practicing the patent. If the character of the thing used is de- 
termined by the one who practices or promotes the practice of the patent and 
not by virtue of the patentee through his patent teachings and from which 
novelty can be ascribed to it so that, as such, it becomes a requisite to the proper 
asselnbly or operation of the patent, I do not believe it should be as an element 
per se, a patentee’s right to embrace it within his patent monopoly. If we 
adhere to defining elemtnts such as the phonograph record of the Leeds v. Catlin 
case, We shall be setting proper limits for those things which can be said to be 
“especially made, ete.” 

Without some limits to “especially made,” enactment of such a bill into law 
would serve as a great incentive for groups of individuals or manufacturers to 
adopt and cause to be suplied to the public patented products not of themselves 
of great merit over unpatented products except that these things would be pro- 
tected by patent whereby monopolies of one kind or another could be set up. As 
an inventor who has had many patents issued and is familiar with many patents 
issued to others, I can point out that one with knowledge of the art and a re- 
sourceful mind can readily patent many inconsequential arrangements upon 
which patents can nevertheless be obtained for such exploitation even though 
they may not represent a great advance in the art. 

There is one other aspect to this objection to including “elements,” not prop- 
erly defined, within the patentee’s patent monopoly. This is with reference to 
the public’s rights. 

In many instances, the “element” of a Combination patent which a patentee 
may charge when sold, as contributing to infringement is, per se, patented by 
another. As long as the element, per se, remains patented, both patentees may 
deal with one another on a mutually agreed basis. The exclusive rights granted 
to a patentee expire after 17 years and thereafter it becomes the property of 
all the people. Assuming that the combination patent was granted at a later 
date, both the patentee on the element, per se, as well as the public, may lose 
their rights in the element, per se, when the patent thereon expires. The pat- 
entee of the combination may thus assume a monopoly on a thing upon which 
a patent has expired. The patentee on the element, per se, who had to be re- 
spected by the other as long as his patent existed, may be forced to pay tribute 
after his patent expires. The public may well be obliged to pay more for an 
item upon which, per se, a patent has expired than they were obliged to pay 
before, for competition may well be lessened if not removed. 

I believe that we should also give consideration to the effect of a definition 
of contributory infringement upon the replacement of parts in a patented com- 
bination. Would the definition wipe out the present rule that an expendable 
element in a patented combination may be replaced without infringement? It 
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is conceivable that if it did, it would become highly profitable for some com- 
panies to accept recognition, or a pool, of certain patents as a means of becoming 
the sole source for parts in the repair of their products. What this could mean 
in cost to the public and the effect upon competitive parts makers today is not 
difficult to imagine. One need not look further beyond the automotive field, 
radio, and home-appliance goods, to realize the possibilities and the effect of 
dealing only with designated suppliers 

I have tried to point out possible effects of the proposed bill based upon per 


sonal knowledge and experience with the patent system In 1913 1 applied 
for my first patent, and since that time more than 125 patents have carried 


my name. More than SO of these have not expired, and I still have pending 
applications and new inventions on the way. The greater majority of m) 
inventions have attained commercial use, and IT have been further associated 
not only with their development, but with the manufacture, exploitation and 
ale of my inventions as chief engineer and chairman of the board of the Mer- 
oid Corp., Chicago, Il. I have also had experience with patent litigation on 
humerous occasions during the past 25 years 

The Mercoid Corp.’s business is based on patents, the rights thereunder being 
ibtained by license with others and myself. As an individual, | have never 
chosen nor deemed it necessary to file suit for infringement of anv of my pat 
ents, except in one instance on a joint invention many years ago in which case 
the defendant agreed to cease the infringement, The Mercoid Corp., howeve 
has not es’aped suits for infringement and is fully conscious of the varied 
attempts to utilize patents to control the sale of various commodities ihe 
corporation’s successful defense of such suits has not been limited to the prin 
ciple upon which the United States Supreme Court decided the recent Mercoid 
cases, but rather, in the other instances, on the ground of invalidity and non 
infringement. 

The late Judge Evans, United States Circuit Court of Appeals, Seventh Circuit, 
in his study of the disposition of patent cases by the courts shows a total of 
162 opinions from October 1956 to May 1941 During that period more than 
900,000 patents existed, including expiring and issued patents 

Of the patents in litigation, about three-fourths were held invalid or not ir 
ringed, so that it is good reason to conclude that the defendants’ reasons for 
fighting infringement suits were not frivolous, and it is therefore to be expected 
that the outsome of such suits can be adverse to the patentee for the Patent Office 
when granting issue of the patent may not have available that information in the 
hands of people familiar with the art. 

There were 81 cases held valid and infringed or less than 1 in 11,000 patents 
and assuming these to have been deliberate infringements, it can still be said 
that there is strong approval and respect for the inventor and his patent. There 
are more than 600,000 patents in force and nearly 150,000 pending applications 
with a rate of filing of patent applications greater than ever showing that we 
have a healthy and active group of inventive forces operating under our present 
system 

As much as it may be desirable on the part of some to have a statutory defini 
tion of contributory infringement, I view with much skepticism the attempts 
to so define it and with great apprehension the results which may follow the 
enactment of the chosen worded bill. This patent system of ours, it would 
appear, seems to be functioning quite well, and nothing seems to have particular|) 
stifled the inventive minds of the Nation either by virtue of a questionable degree 
of reward which a patentee may expect or by the method to which he may have 
to resort to exploit his patented invention. 

Mr. McCase. I am sorry. I thought perhaps you might want to 
ask me more questions, because I am very sincere in trying to be of 
assistance in the sense of getting a good revision. I hope you will 
remove the objectional provisions in section 231 (b), (c), and (d) in 
the bill. 

Mr. Bryson. Thank you very much. 

Without objection the committee will resume its hearings at 2 
o'clock. 

(At 12:10 p. m. a recess was taken until 2 p. m. of the same day.) 
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The committee reconvened at 2 p.m. at the expiration of the recess. 
Mr. Bryson. Come to order, please. 
Captain Robillard, will you come forward, please? 


STATEMENT OF CAPT. GEORGE N. ROBILLARD, UNITED STATES 
NAVY, APPEARING FOR THE DEPARTMENT OF DEFENSE 


Captain Ropitiarp. Mr. Chairman, I only want to take about a half 
minute. Yesterday I discussed the eight suggestions the Department 
of Defense had to make, but I failed to note in the record that we 
otherwise approve the bill. 

Mr. Bryson. Thank you so much. When you say “we” whom do 
you mean / 

Captain Rositiarp. The Department of Defense approves the bill. 

Mr. Bryson. You speak for all three of the branches? 

Captain Ropm.arp. I am representing the Department of De- 
fense—the Army, Navy, and Air Force. 

Mr. Bryson. We are glad to see that they finally are coordinating. 

Captain Ropmtarp. It happens occasionally. 

Mr. Bryson. Mr. Rich, we spoke to you informally before the noon 
hour. Will you come forward, please, and identify yourself for the 
record? Give your name and in what capacity you appear. 


STATEMENT OF GILES S. RICH, ESQ., NEW YORK, N. Y. 


Mr. Rien. Mr. Chairman, my name is Giles S. Rich and I am from 
New York. [ama practicing patent lawyer and have been in practice 
for 21 years. I appear here as a member of the advisory committee 
of the Coordinating Committee of which Mr. Ashton spoke in his 
testimony. 

As you will recall he also stated that I am and have been a member 
of the drafting committee which assisted in the preparation of the 
suggestions which the Coordinating Committee submitted to the coun- 
sel for your committee. 

Mr. Bryson. Do you have a prepared statement ? 

Mr. Ricu. I do not have any prepared statement. 

Mr. Bryson. All right, sir; you may proceed. 

Mr. Ricr. I have been asked to address my remarks to section 251, 
which is the infringement section of this bill. I should perhaps ex- 
plain why I should be selected to deal with this particular part of 
the bill. I am, of course, very familiar, due to my activities on the 
Coordinating Committee, with the very great amount of work which 
has gone into the entire bill on the part of the committee counsel and 
the Coordinating Committee and all of the associations which worked 
independently and sent the fruits of their labors to the Coordinating 
Committee. 

I also know, of course, how the labors of the Coordinating Commit- 
tee commenced on the basis of your committee print which was pre- 
pared after studies of all the legislative proposals of the past 25 years. 

The infringement section, however, has perhaps received even more 
consideration than any other part of the bill. As Mr. McCabe pointed 
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out to you this morning, much of section 231 is based upon two prior 
bills which were considered in two previous Congresses—H. R. 5988 
of the Eightieth Congress and H. R. 3866 of the Eighty-first Con- 
eress. ‘Those bills dealt specifically with a subject which your reporter 
has recorded in reporting the testimony of these hearings as con 
tributory fringe. 

Mr. Bryson. With the fringe on top. 

Mr. Ricn. I can also recall having made a valiant effort to explain 
In previous hearings on one ot those bills what the a flerence was 
between contributory infringement and contributory negligence. 
Somebody wanted to know who contributed to what. So perhaps I 
should state at the outset that wherever there is contributory infringe- 
ment there is somewhere something called direct infringement, and 
to that direct infringement someone has contributed. It is a very dif 
ferent thing from a concept like contributory negligence. And it is an 
old doctrine that has been in the law for some eighty-odd years. 

In 1897 in a well-known case. Thompson Houston Electric v. Ohio 
Brass (80 Fed. 712). the then Judge Taft said of this doctrine: 

If this healthful rule is not to apply to trespass upon patent property, then 
indeed the protection which is promised by the constitution and laws of the 
United States to inventors is a poor sham. Many of the most valuable patents 
are combinations of nonpatentable elements and the only effective mode of pre 


venting infringement is by suits against those who, by furnishing the parts 


which distinguish the combination, make it possible for others to assemble and 
use the combination and who, by advertisement of the sale of such parts and 
otherwise, intentionally solicit and promote such invasions on the patentee’s 
rights. 

Now, Judge Taft was on very sound ground in making those 
statements. 

Mr. Bryson. That was Judge William H. Taft / 

Mr. Ricu. Who was subsequently President of the United States. 

Mr. Bryson. Was he Chief Justice then / 

Mr. Ricn. At that time he was on the Cireuit Court of Appeals, I 
believe of the Sixth Circuit. 

Mr. Bryson. We frequently hear his name, or the family name, 
mentioned here on Capitol Hill now. 

Mr. Ricw. Coming specifically to 231, which I have called the 
infringement section, it seems to me that this is a codification of the 
finest kind. It does not deal exclusively with contributory infringe 
ment, but with the whole subject of infringement which is a logical 
part of any codification of the patent laws. You will observe that it 
begins with section (a) in which infringement generally is for the 
first time set forth in any patent statute. The laws that we have now 
say nothing whatever on the subject of infringement. They simply 
create a right and leave it to the courts to enforce it. But section (a) 
deals specifically with the matter and says what shall be infringe- 
ment. That. of course, is direct infringement, which is the making, 
using, or selling of the patented invention without permission. 

Then if you go over to section 241, in the next subsection of this 
bill, vou find it states what remedy the patentee shall have in case of 
infringement. So it is a very neat and logical arrangement. 

Now. the origins of the rest of 231 are to be found in these two 
previous bills which I mentioned, And I will not gO into great detail 
about them, because the hearings were published, and I persume it was 
because I testified at some leneth on both of those bills that I was 
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asked to deal with the subject here today. Paragraph (b), (c), and 
(d) can be compared with the old bills in this fashion: Paragraph 
(b) of H. R. 3760 comes from the first section of the old bills, which 
had no number, and provides that any person who shall actively in- 
duce infringement of a patent shall be liable as an infringer. 

In the old bills section 2 was purely introductory, and then we had 
sections 3 and 4. Now, those sections have been very neatly combined 
by your own committee counsel into the single section (c) of the 
present bill. We previously had a positive statement coupled with 
negative statement looking at the opposite side of the situation, and 
your counsel felt that that was an unnecessary thing to do. You 
could just as well say what it was and be done with it. And it has 
turned out very nicely. 

Section (d) comes from section 5 of the old bills and deals with a 
topic which has come to be known in the patent law as the misuse 
doctrine, and I will have something to say about that in a moment. 

1 would like to say why I think this is codification of the finest kind. 
We do have in the law the doctrine of contributory infringement at 
the moment. In the last case in the Supreme Court, by which some 
people think the doctrine was abolished, it was actually specifically 
recognized by the Court. Only they said they couldn't apply it. 

On the other hand, we have the conflicting doctrine called the mis- 
use doctrine, and we have to deal with both of them if we are to tackle 
the problem at all. 

In the cases known as the Mercoid cases the doctrine was to a large 
extent upset and rendered obscure. In the course of testimony on 
these previous bills it became unquestionably clear that there was a 
great deal of disagreement about the state of the law. How much 
contributory infringement do we have’ Do we have any’ The 
very decisions out of which this confusion arose, the Mercoid cases, 
show that there is confusion because the Mercoid case was decided by a 
divided Court in a five to four opinion, and the Court managed to ren- 
der five separate opinions. There was one majority opinion by Mr. 
Justice Douglas in which Justices Stone and Rutledge concurred. 
There was a separate concurring opinion by Justices Black and 
Murphy and there were three separate dissenting opinions, the first by 
Justices Roberts and Reed, the second by Justice Frankfurter, and the 
third by Justice Jackson. 

‘That opinion itself left things in a rather confused state. 

Now, it was not an easy task for even the experienced meiubers of 
the patent bar to take this situation and try to clarify it and codify it 
because the courts had not laid down any clear-cut line. That is the 
problem with which we wrestled. What we have been trying to do all 
along is to pick a sensible line in accordance with public policy as it 
seems to exist today, and to make it as clear as we possibly can. And 
that I think we have done within the limits of the English language. 
You cannot deal with situations which are, of necessity, going to vary 
and make language so clear that it is beyond any interpreting at all. 
That is what we have courts for. 

But I think with all the work that has been done in the course of 
these 4 years since the introduction of the first bill on contributory 
infringement, that we have come up with a solution which suits prac- 
tically everybody. 
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Now, I do not want you to get the impression that this is a con- 
troversial matter. I think the fact that at the last Coordinating Com- 
mittee there was practically no controversy at all should carry a lot of 
weight. There was much discussion about a couple of changes of 
language. I don’t think there is any question whatever about the 
desirability of dealing with this subject, and trying to clarify it, be 
ause nobody could say that they do not want the law made as clear 
as possible except those elements of society whose interests it is to keep 
things in a state of confusion. 

Now, as to our solution, I think that if anything, it is on the ultra 
onservative side. This language has grown over the course of 4 
years into a condition which has met with almost unanimous approval 
by the patent bar. It has taken a good deal of educating, it is a 
difficult concept to come to grips with. They call patent law the 
metaphysics of the law, and I would say that this contributory in- 
fringement business is the metaphysics of patent law. That is one 
reason I do not intend to vo into it here today. 

Mr. Bryson. So it is the metaphysics of the metaphysics. 

Mr. Ricu. It is the meta metaphysics, beyond the beyond, you might 
say. 

Mr. Crumpacker. Mr. Chairman / 

Mr. Bryson. Yes, sIr. 

Mr. Crumpacker. We have received protests from manufacturers 
of replacement parts for such things as automobiles, farm tractors, 
and the like, who evidently feel that the language used in this H. R. 
3760 would make them contributory infringers of patents on the 
original article, the tractor or something of that sort. 

Would you care to state your views on that subject, Mr. Rich / 

Mr. Ricu. Those were the most vociferous objectors to the old bills 
on the subject. Whether or not they would be liable would depend 
on the facts in each particular case. And 1 think that the best way 
to clear that up is to take up section (c) and deal = the matter 
specifically and point out to you the limitations that are there, which 
have to be met before anybody is held hable, and then “a ave it to you 
to decide whether a parts suppher should be held liable or not, de 
pending on the kind of a part he may be supplying. 

If the part - is supplying is in substance the very thing which 
was invented, it seems to me personally, that he is an infringer, and 
he should not ~ let off on some little technicality that there is some- 
thing minor in the whole apparatus that he is not supplying. 

Mr. Crumpacker. Now, to take specific examples, I presume that 
an automobile, a complete automobile, is not now and has not been 
for a good many years subject to a patent, although there may be 
some component parts which are covered by patents. , 

Mr. Ricu. That is correct. 

Mr. Crumpacker. Now, say you manufacture something like a 
crankshaft or a king pin or a spindle or spring or some item like 
that, for an automobile which in itself is not patentable, and the item 
itself is also unpatentable. How could there be any infringement of 
a patent / That is something I do not understand. 

Mr. Ricu. I don't either, because if the item itself is not 
patentable—— 
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Mr. Crumpacker. If neither the component part or the machine it 
goes into is patentable, I do not see where there could be infringement. 

Mr. Ricn. Neither do I. 

May I read section 231 (¢) : 

Whoever knowingly sells a component of a patented machine, manufacture 
combination or composition, or a material or an apparatus for use in practicing 
a patented process 


and note the next phrase— 
constituting a material part of the invention 


that means part of the inventive contribution that the patentee made, 
something new that did not exist before that came from him, and that 
is an important limitation which is in here which was not in the old 


bills— 
especially made or especially adapted for use in an infringement of such patent 
another prerequisite— 


and not a staple article or commodity of commerce suitable for substantial 
noninfringing use shall be liable as a contributory infringer. 

I think that you would agree with me that just from the reading 
of that it is evident that that is an exceedingly restrictive provision. 

Mr. Crumpacker. Could you cite me some specific example of what 
would be a violation of that ? 

Mr. Ricu. Yes. With great pleasure I would like to give you what 
I believe is the latest case on this whole subject, for which I am in- 
debted to our colleagues in Chicago. This is an oral opinion by Judge 
Barnes handed down on the 28th of May of this year in the 
case of Amalgamated Dental Co. against the William Getz Corp. 
in the United States District Court of Illinois, Eastern Division. 

The patent involved in this litigation is No, 2,249,694, and it is for 
material for taking dental impressions. 

Now, just let me explain generally what this patentee invented. 
You have all had the unpleasant experience of getting impressions 
taken with hot wax which makes your mouth burn, and with plaster 
of Paris which has to be knocked to pieces to be removed, and this 
patentee decided that he would produce a material which would set 
without either heating or cooling, and which would be elastic so that 
it could be removed without pain. And he succeeded in doing so, 
and apparently this is now a successful business. 

The invention is claimed in two different ways: It is claimed as a 
method and it is claimed as a material The court in its opinion talks 
mostly about the method, but from a brief quotation from the opinion 
you will clearly gather the nature of the invention. 

Or, perhaps it would be more clearly set forth if I read you one 
claim to the method, 

Claim 1 of the patent says: 

Method of forming a material for taking impressions which comprises mixing 
calcium sulphate with an aqueous solution of an alginate to form a stiff elastic 
gel. 


Note the words “aqueous solution.” 

Mr. Bryson. That is very plain. 

Mr. Ricu. In this method there is water involved, and likewise 
with the material claims an aqueous solution is called for. Other 
chemicals apparently could be added to this mixture which these 
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claims I read describe in the simplest form, and you will see them 
mention in the opinion which says as to the defendant’s contention : 

Now, here it is said that the method set forth in the patent in suit in 
volves the use of water; that the plaintiffs, owning the patent, sell, generally 
speaking, sodium alginate, sodium carbonate, caleium carbonate and anhydrous 
calcium sulphate, or their equivalents and thereby grant licenses to 
I assume that is it 
thereby grant licenses to dentists to use the method of the patent, which involves 
the use not only of those four chemicals sold, but also water, and thereby 
the plaintiffs are misusing the patent since they do not sell water—they are 
selling an unpatented article 

This is a fine contention under the Mercoid case. I would make 
it myself if given an opportunity. Anything recited in a patent 
claim which Is omitted avoids infringement. That is a verv old and 
well-established rule. And these claims include water in the ex 
pression “aqueous” and the omission of the water avoids infringe 
ment, at least direct infringement, and you have to rely on the doc 
trine of contributory infringement, although this case does not men 
tion it by name. 

Judge Barnes Says: 

I decided the Mercoid case in the district court and I held the patent was 
misused there, and I decided the so-called Lecithin case. and that was another 
misuse case, and I held misuse there, and I] am not unfamiliar with these 
doctrines 


but when he comes to this case, he saVvs—and this shows you the 
trouble the courts are hav ing today : 


Now, I do not see the wrong in this case which I saw very clearly in the Met 
coid case, and likewise saw very clearly in the Lecithin case 


And now for the students of jurisprudence he says: 


And since I do not see the wrong, of necessity, it is presented to me to find out 


some reason why I do not see it And I guess the best reason which has beet! 
suggested is the water referred to in this patent is just an environment I guess 
that is us good a4 reason as anyone can suggest I do not see why it is not valid 


And at any rate it would seem to me to be absurd—it would just be reducing 
a very excellent rule to an absurdity—to say that this plaintiff is misusing 
its patent because every time it sells a mixture of sodium alginate, sodium 
carbonate, calcium carbonate, and anhydrous calcium sulfate, or their equiva 
lents, it does not also sell a little water. I think that would be reducing the rule 
to an absurdity 

And, as I say, the best reason that has been suggested to me as to why the rule 
does not apply is that the water just constitutes the environment in which these 
chemicals perform 

At any rate, I do not think there has been any violation of the rule laid down 
in the Mercoid case, 

Logically, he cannot vet around the Mercoid case. What he says 
in effect is: “Let’s throw the water out of the claim and treat the 
claim as though it did not have any water in it, and then we have a 
case of direct infringement, and we do not have to worry about the 
Mercoid rule.” 

That is the same sort of problem that hits the courts regularly every 
time they get a fact situation of this kind, and now they decide one 
Way and now they decide another. 

Mr. Crumpacker. Another example that occurs to me. That is 
the jet aircraft engine. I understand that most of the basic features 
of these engines are covered by English patents, I do not think 
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any trouble will come up over it, inasmuch as assignments or agree 
ments have been made for the use of the patent. I suppose if you 
were asked a question concerning some nut or bolt used in a jet 
aircraft engine, you would say that that is not an essential part or 
basic part, nor is it a key to the basic invention, so therefore the 
manufacturer of the nut or bolt would not be guilty of contributory 
infringement. 

But, take for example the fuel-metering device which is manu- 
factured by the Bendix Aviation Corp. Now, that, I would judge, 
would be awfully hard to say was not a basic part of the invention, 
because it was one of the key ‘things that had to be developed in order 
to make a jet aircraft engine work. 

Now, the Bendix Aviation Corp. may have a license on some of the 
British patents, too, but supposing they developed a jet fuel-metering 
device that was substantially different from any previously existing, 
and sold that to manufacturers of jet engines. Would the y possibly 
be guilty of contributory infringement ? 

Mr. Kicn. You have posed, sir, a very complicated question, which 
may be answered either way, and I am not trying to dodge the issue. 

sut if the patentee invented the very fuel-metering device which 
Bendix chooses to manufacture without a license—— 

Mr. Crumpacker. That would be a direct infringement, of course. 

Mr. Ricu. But if this fuel-metering device is ¢ laimed in the patent 
in some language which says in combin: ation, a combustion chamber 
which was old, a meter ing device of a specific character, and so forth, 
then the defense is, well, we do not sell combustion chambers, we only 
sell the metering devices, and knowing somebody else is going to put 
them in the combustion chamber, I would say perhaps it should be 
held to be an infringement. 

But you have got to go into the facts, and the court has to go into 
the facts, and it is a question of whether it is a case like the first con- 
tributory infringement case that ever was decided, the old kerosene- 
lamp case, or whether it is like some of the other early cases. 

Now, just let me give you two examples: You know what a kerosene 
lamp looks like, with a globe to hold the oils and the brass works and 
the glass chimney. 

And in the first case, which is discussed in the previous hearings on 
the contributory infringement bills, the invention was in the brass 
works; they were sold, I believe, attached to the base, but without any 
chimney, and the claim in the patent included a chimney as a positive 
element. The defendant sold lamps without chimneys too, just the 
way the plaintiff did, and the de fense was: “We don’t infringe because 
your claim includes a chimney.’ 

And the court said never mind this technicality, this is virtual in- 
fringement because when this lamp is sold there is a certain inference 
that somebody is going to put a chimney on it. 

On the other hand, one of the next cases that came along, which is 
the first one in which the words “contributory infringement” were 
ever used, the device which was sold was a little relay which could be 
used in all sorts of places. And there was no proof connecting the 
sale of this relay with any direct infringement, and for that reason 
the plaintiff did not prevail. But even if there had been some such 
proof, it was still a common article of commerce, let us say, and many 
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cases came along later dealing with articles of that kind holding that 
to let a patentee control the sale of common articles such as stove pipe 
and sheet iron and nuts and bolts would be too great an interference 
with trade and should not be tolerated. 

This thought goes back to the very earliest days. It was lost sight 
of in the gay nineties, this doctrine became greatly inflated, it was 
vreatly abused, the courts justifiably cracked down on it. The whole 

ituation got a bad smell, and in due course, this new doctrine of 

\isuse was evolved which sort of counteracted it, and we are today 
left with a dilemma which we are trying to straighten out. 

Mr. Crumpacker. I was merely citing those examples to try and 

lear up my own thinking on the application of this section. 

Mr. Ricu. Well, in each case you would have to look at the details 
ind see what was invented, and in effect whether the alleged infringer 
s appropriating somebody else’s invention, or whether he is not. And 
the one thing we have definitely tried to do is to exclude the people 
who sell common articles of commerce, staples, things that had noth- 
ng to do with the invention, nuts, bolts, cement, sand, nails, lumber, 
even things especially adapted, as Mr. McCabe pointed out this morn- 
ng, to fit things into other people’s apparatus, unless they are a mate- 
rial part of the invention. And I think that Mr. McCabe has over- 
looked the fact that we have added those words to this statute. 

l would just like to saya word about paragraph (d) ot section 931. 

Mr. RoGers. Before going to that, may I make inquiry concerning 
section (c) of 231. 


Do I understand that that is just an attempt to clarify what the 
judicial decisions have said constituted contributory infringement / 


Mr. Ricu. I could not say, sir, ves or no, because the judicial deci- 
sions have said so many different things at so many different times. 

Mr. Rocers. That is the point I am getting at. 

Mr. Bryson. There are many of them in controversy. 

Mr. Ricu. This field of patent law is the only one I know of in 
which the Supreme Court has specifically overruled itself. 

Mr. Rogers. That leads to the next thing. 

Mr. Ricu. That means that when you ask me a question like that 
I have to say: Of what period of time are you speaking ¢ 

Mr. Rocers. This committee was given some information to the 
effect that this bill was merely a restatement of statutory law plus 
ommon accepted interpretations of the Supreme Court or higher 
ourt decisions, that in its nature, the entire bill should not be a con- 
troversial one. And we come to the question of infringement of pat- 
ents, as set forth here in section 231, and we recognize that the law 
before was: That he who does infringe shall be liable under the court 
decisions, which takes care of section (a) as I understand it of 23 

And then (b) is one who induces another to infringe, why, he is 
liable as an infringer. 

And under (c) we have, as you have testified, and many others, 
some decisions of the court that reached to a contributor. That is, 
one who sets about as you demonstrated, and in many other instances, 
to get around—let us put it point blank—that many people sit around 
ind try to arrive at some manner and method in which to get around 
a patent. 

Mr. Ricu. May I say that section (c) does not primarily deal with 
that particular kind of a situation, it deals more with a situation 
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where the economics of the industry is such, perhaps, that the inver 
tion is not sold in the form in which it is claimed in the patent; it is 
sold in a slightly incomplete form like the lamp without the chimney, 
so that there is a technical defense based on the omission of something 
mentioned in the claim. As in this O’Donnell Moulding Materia! 
case, the stuff was sold in the package as a dry powder which the 
dentist mixed up with water, but the water was included in the claim, 
So it was not an attempt by anybody to avoid infringement, it was a 
situation in which the patentee found it practically impossible to 
enforce this patent unless he could proceed against somebody who 
was not technically a direct infringer, but who was a person who did 
everything calculated to bring about the infringement. 

Mr. Rogers. In that instance he would be a direct infringer and 
not contributory. Is that not the case that you illustrated ¢ 

Mr. Ricuw. Not under the technical interpretation of the patent 
law. The reason is that the defendant who is doing these acts is not 
making or using or selling the invention claimed in the patent, but 
something different. 

Mr. Rocers. Some part of it. 

Mr. Ricw. And the minute there is any difference between what 
he is selling or making or using and the claim language, then it be- 
comes something other than a direct infringement and you have to 
put a different label on it, and it is called contributory infringement. 
And the important thing that the courts all seize upon and the thing 
that makes all the trouble is that the thing which does not meet the 
terms of the claim becomes “an unpatented thing.” 

Mr. Rogers. Lami not sure I follow you. 

Mr. Ricn. It is not covered by the claim, the claim doesn’t fit. It 
is like a puzzle, you cannot put the one down on the other, and make 
them fit, there is a difference. The minute there is a difference, there 
is no infringement, therefore, you have to go after them under this 
doctrine of contributory infringement. 

Mr. Rogers. Have you seen them go after the one whe, according 
to this definition, knowingly, prepares the article—and this article is 
a material part of it—for the special purpose of using it to infringe 
the patent. You make all those requirements necessary in order that 
he may be guilty as a contributor. 

Now, were you present yesterday when the Justice Department man 
testified ? 

Mr. Ricu. I was not present, but I know the testimony. 

Mr. Rogers. You know the testimony ¢ 

Mr. Ricu. I have read it. 

Mr. Rogers. You know their thinking in the matter. It might lead 
to further antitrust violations, or monopolies. Have you any com- 
ments in that regard ¢ 

Mr. Ricn. I do have comments on the statement, with which I do 
not agree with respect to its conclusions, 

I do not agree that this section, if enacted, would extend the law of 
contributory infringement. 

There again we have a point of view. If you take the point of view 
that there is no such things as contributory infringement today, then 
this bill would extend the doctrine by bringing it back into force to 
a certain extent. But as I remember the testimony of the representa- 
tive of the Department of Justice on the second contributory infringe- 
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ment bill, it was to the effect that the Supreme Court had not abolished 
the doctrine of contributory infringement, that it was still there for 
ipplication in a proper case, and that is what we are trying to do in the 
ill, make sure it is there for application in the proper case. 

Mr. Rogers. Then I take it from your statements, that there is some 
difference of opinion among those engaged in the practice of patent 
iaw as to whether or not the Supreme Court in its decisions has done 
iway with contributory infringement. 

Mr. Ricu. There is a great difference of opinion, 

Mr. Rogers. There is a great difference. 

Mr. Ricu. There is a great difference of opinion on the part of the 
har and also apparently on the part of the judiciary, because down in 
the fourth circuit, in the case of Florence-Mayor Nuiway v. Hardy 
(77 USPQ 439), the court held the defendant lable for contributory 
nfringement and said the Mercoid case did not apply, ana that the 
proper rule was that of Jlenry v. Dick, which was the case which the 
Supreme Court overruled in the Motion Picture Patent case, when it 
reversed itself as 1 mentioned earher. 

That is What they cid there, and in correspondence with the attor ney 
for the winning party in that case, he said to me flatly, “Obviously the 
circuit court did not properly apply the Merecoid case, and T am sure 
that if we had gone up we would have been reversed.” 

Mr. Rogers. Then in effect this recodification, particularly as to 
section 231, would point out to the court, at least that it was the sense 
of Congress that we remove this question of contusion as to whether 
contributory infringement existed at all, and state i positive law 
that there is such a thing iis contributory Infringement. or at least 
have in the Mercoid case done away with contributory infringement, 
then we reinstate it asa matter of substantive law of the United States 


it be the sense of Congress by the enactment of this law that if vou 


and that you shall hereafter in a proper case recognize or hold liable 
one who has contributed to the infringement of a patent 

That is the substantive law that we would write if we adopted this 
section 251 as it now exists. Is that not about right ? 

Mr. Rion. That is a very excellent statement, and T am very glad 
that vou made it, because the opinion of all of us in the pate | bosvy - 


left 


int this isa situation in wh I) the decisions of the court 


} 1.1 
tll olve the problem, 


omuch at sen that only C MIVTeSS 
Mr. Rocers. Now. I. like Mr. Crumpacker have had some letters and 


pose this quest on: They place ah mterpretation on th . to th s effect: 


Suppose I were the manufacturer either through a special order or I 


id it in mv revular order of business. mavbe a staple article. Of 


yurse, if it is a staple article then it would not apply. But suppose 
ecame in ona special order and told me that he would be using it, and 
vy the use in a certain machine then I would have an obligation to 
vo and ascertain whether or not it violated this patent or this machine 
that had been patented, and that that Is al obligation that I~ pl iced 
impon me as the manufacturer and that never existed in the law before. 

Now, could you enlighten us as to what obligation the manufacturer 
may have had to make an investigation of that situation prior to the 
Mercoid ease or afte ward 4 

What I mean by that is: Did he, prior to that time, lay himself 
liable as a contributory infringer prior to the Mercoid case or had his 
status changed any by the Mercoid case, or would that depend upon 
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the interpretation that you have illustrated here, that one set of th: 
members of the bar say that it has done away with contributory in 


fringement and the other says that it has not. "And this is just merely 


for the purpose of trying to clarify it. But in the clarification, does ji 
place the manufacturer ‘of these articles under any greater handica)) 
than he had before if this was passed as a law # 

Mr. Ricu. I don’t think it places him under any greater handicap 
than he was under for a long time. 

As I suggested, in the old days, back before 1917, say, there was « 
contributory infringement doctrine which really flour ished. Almost 
anybody who made any part of a patented invention, especially ai 
element of a combination, might be held liable. And business lived 
with this for 25 years without much trouble. I don’t think he is under 
any greater handicap than every businessman is under in taking the 
risk of infri ingement every time he makes anything. 

There are ways of finding out, and he is cert: ainly not terribly handi- 

capped when he has to go and do this know ingly. He has to know what 
he is doing this for, and then if he is doing it knowingly, he only has 
to consult his counsel as to whether what he is supplying ¢ onstitutes a 
material part of the invention, and so on, complying with the rest of 
(c). And this is an ultra conservative type of contributory infringe 
ment. You have to balance the equities in this situation. It puts a 
little hardship on some businessmen to find out what their patent was. 
But on the other hand, remember this: there may be twenty or thirty 
percent of all the patents that are granted that cannot practically be 
enforced against direct infringers because of the nature of the inven- 
tion and the way it is claimed in the patent. 

Like this dental compound, it is simply not feasible to go around the 
country suing every dentist who buys a package of this stuff, and the 
practical way to give the patentee some way to enforce this patent 
right that he has been given is to let him go after the brains of the 
enterprise, the person who is really responsible and not the innocent 
end user. 

Mr. Rocers. Well, I take it, then, that this would include the chem- 
icals that you are talking about, that are necessary in a dental case, 
that if I manufactured one of them, and Mr. Crumpacker manufac- 
tured another and the chairman manufactured another, and you man- 
ufactured the fourth ingredient necessary to make this up, we are 
engaged in a business, probably making that particular chemical which 
we call a staple article. 

Now, by virtue of the fact that the man has the patent on it, the rest 
of the world, if they want to, can go down here to the Patent Office 
and see that combination, and suppose that Mr. X then sees that com- 
bination and he then comes to me and the other manufacturers and 
buys in large quantities and proceeds to infringe the man’s patent, and 
we know that when he buys it, that he is going to use it for that 
purpose. 

Mr. Ricn. You and each of you, it seems to me, are beyond question, 
specifically excluded by the language of paragraph (c). 

Mr. Rogers. Because we have a staple article or—— 

Mr. Ricn. Yes; because what you are selling is not a material part 
of the thing which was invented, which was a combination of chemicals 
which has to be brought together from the ordinary sources of those 
chemicals. 
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Mr. Rocers. But here, I as the manufacturer—it may be a staple 
article and it may not—but I as a manufacturer of a certain part, 
have it to sell, and as I have pointed out the other four would have 
certain parts of it to sell, and in fact the man comes in and tells us 
what he is going to use it for. We then would knowingly sell him 
a component part of a thing that we know he is going to use to infringe 
a patent. . = 

Mr. Ricu. But you are still excluded because it is a staple. Either 
it is a staple or it is just a commodity of commerce, which has some 
other substantial noninfringing use. 

Mr. RoGERs. Yes. 

Well, then, you feel, when we sel] a staple article or commodity of 
commerce, that any who have engaged in the business of handling 
those things, although we know the individual who purchased it is 
going to infringe a patent, that there would not be any liability on 
is, although we may have especially prepared that, or knew that if 
would be especially adapted for that purpose, that that would relieve 
the manufacturer from it? 

Mr. Rieu. I definitely do so feel. We definitely wrote this lan- 
guage to take care of the very situation which you have given us as 
an example: The chemical manufacturer who makes chemicals to or- 
der, know Ing what is voing to be done with them or not know ing what 
is going to be done with them. One of the worries of the chemical 
manufacturer is that his customers come in and say, “Make us up so- 
and-so, according to this description, and we won't tell you what we 
are going to do with it: it is none of your business.” 

Mr. Roe RS. Well, then. changing the subject for a moment, do you 
think that the adoption of section (c) of this section 251 will lead 
back to the practice that existed as I believe you said, back in 19147 

Mr. Ricu. Well, not that far back. You cannot compare it to 
a definite era, but it would alleviate the confusion which has arisen 
as a result of the Mercoid case. This whole misuse doctrine began 
in 1932, I believe, in the Carbice case, where the dry ice was involved, 
and it would not touch the result of the Carbice decision. 

There would be no possibility under this section of utilizing the 
patent to monopolize the sale of dry ice which was a staple article of 
commerce, or a commodity of commerce which had been known 80 
years. It would still be misuse as in the Carbice case, even though 
this section were enacted. 

Mr. Bryson. Have you finished, Mr. Rich ? 

Mr. Ricu. I was about to make one remark on paragraph (d) 
when we became involved in this last discussion, and all I want to 
say about it is this: It deals with the misuse doctrine, and the reason 
it is necessary is that the Supreme Court has made it abundantly 
clear that there exist in the law today two doctrines, contributory in- 
fringement on the one hand, and misuse on the other. and that, where 
there is a conflict, the misuse doctrine must prevail because of the 
public interest inherently involved in patent cases. 

Other decisions following Mercoid have made it quite clear that 
at least some courts are going to say that any effort whatever to en- 
force a patent against a contributory infringer is in itself misuse. The 
cases are cited in the old hearings. Therefore, we have always felt— 
we who study this subject particularly—that to put any measure of 
contributory infringement into law you must, to that extent and to 
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that extent only, specifically make exceptions to the misuse doctrine, 
and that is the purpose of paragraph (d). 

It goes with, supports, and depends upon paragraph (¢). 

Mr. Bryson. We are very much obliged to you, Mr, Rich, thank you. 

Mr. Ricu. Thank you, Mr. Chairman. 

Mr. Bryson. We will next hear from Mr. Fugate, of the Depart- 
ment of Justice. Will you come forward, please, and identify yourself 
for the record ¢ 


STATEMENT OF WILBUR L. FUGATE, TRIAL ATTORNEY, ANTITRUST 
DIVISION, UNITED STATES DEPARTMENT OF JUSTICE 


Mr. Fueate. Mr. Chairman, my name is Wilbur L. Fugate, and I 
am a trial attorney in the Antitrust Division of the Department of 
Justice. 

Mr. Bryson. Do you have a prepared statement / 

Mr. Fucare. No, sir; I do not. 

I just wish to amplify some of what Mr. Brown said yesterday. 

Mr. Bryson. Do you contemplate requiring much time ¢ 

Mr. Fucare. No, sir; I do not believe so, particularly in view of 
Mr. Rich’s comments. 

I will address my remarks specifically to section 231, which he has 
just commented upon. 

Mr. Bryson. All right, you may proceed. 

Mr. Fueate. First, I wish to refer to the statement of the Depart- 
ment of Justice at the hearings on H. R. 3866 of the Eighty-first 
Congress ,a former bill to enact this doctrine of contributory infringe- 
ment into law, and in substantially the same form as this bill. 

The doctrine of contributory infringement arose out of a common- 
law doctrine that one who aids another in committing a tortious act 
may find himself guilty of a tort. 

One case, at least, has defined “contributory infringement” as the 
intentional aiding of one person by another in the unlawful making, 
using, or selling of a patented invention. 

It has been settled that there is no contributory infringement with- 
out direct infringement. It has also been settled, as Mr. Rich stated, 
that the sale of a staple article of commerce to a direct infringer does 
not constitute contributory infringement, even though the seller of 
a staple article knows that it is to be used in direct infringement. 

So much for contributory infrmgement on the one hand. 

The other doctrine which Mr. Rich mentioned is that of misuse of 
patents which has a long history. It was perhaps given body in the 
Mercoid decision. The “misuse of patents,” insofar as it has anything 
to do with contributory infringement, is the doctrine that one who 
has a patent may not license that patent upon condition that the pur- 
chaser may not deal in goods of another; or, in other words, that the 
purchaser purchase unpatented supplies exclusively from the patentee. 

A similar doctrine has been written into law in section 3 of the 
Clayton Act. 

Now, the Mercoid case merely held that the practice in that case 
was substantially similar to this “misuse” doctrine, or this “tie-in 
clause” doctrine which the court had formerly announced. In the 
Mercoid case the patentee and his exclusive licensee had engaged in 
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the practice of selling an unpatented Stoker switch together with a 
license that the sale of the Stoker switch gave the purchasers a license 
to use a patented furnace assembly. 

Then, in order to enforce that practice, the patentee sued suppliers 
of the unpatented Stoker switch for contributory infringement. 

Now, the Mercoid case merely held that where there is misuse of a 
patent, where there is, in effect. a “tie-in clause” arrangement, W hich 
is a misuse of patents, no recovery can be obtained even though con- 
tributory infringement exists. The Supreme Court in the Mercoid 
case assumed that contributory infringement did exist. 

Now, at the hearings of H. R. 3866, the Department submitted a 
list of cases subsequent to the Mercoid case in which it seemed—to 
us, at least to be apparent that there was no confusion as to the 
doctrine of the Mereoid case, where contributory Infringement did 
exist. and no misuse existed, why then there Was no obstiac le to re 
covery 5 but, where the patentee Was Inistusing his patent, he could 
not recover even though contributory infringement did exist. 

Mr. Rogers. Pardon me for just a moment, Do IT understand that 
your interpretations of the present decisions are to the effect that 
the Court does recognize contributory infringement 4 

Mr. Fuearer. Yes, sir. 

Mr. Roa RS. As a cause of act ion 4 

Mr. Fucare. Yes, sir. 

Mr. Rogers. And that this definition of “contributory infringe 
ment” Is any different from that recog ized in the decisions / 

Mr. IF UGATE. Yes. We believe that the definitions are considera! ly 
different. 


Mr. Rog rs. Would you point that out 7 
Mr. FUGATE. I will point those differences out, I will divide it 
into two phases, if I may. First, the definition of “contributory 


infringement” proper and then the provision rel 


doctrine. 

You were interested, Mr. Rogers, a while ag 
someone who knowingly sold an article, especially adapted for use 
in a patented combination, could be guilty of contributory infringe- 
ment even though he did not know it was to be so used. 

Under the present law, I do not believe that he would be guilty of 
contributory infringement. 

In that connection, I might cite the case of Lane against Park, 49 
Fed. 454, in which it was held that a manufacturer who cut metal 
plate according to a pattern and ordered by a buyer for infringing 
use was not himself guilty of contributory infringement in the absence 
of know ledge of the purpose for which the metal plate was to be used. 

[ believe that represents the law on that subject. 

Now. as tothe fact that the article is especially adapted for infring- 
ing use, I wish to quote from the old case of //¢ nmry NV. A. B. Dick 
(224 U.S. 1) a case which was overruled as to the misuse doctrine 
but not as to this particular statement. The Court in this case said 
that such a “presumption” that is, the presumption that if an 
article is especially adapted for use in an infringing manner there 
is an intent that it be so used—“arises when the article so sold is only 
adapted to an infringing use.” 

You will note that it is merely a presumption and that, if the intent 
doesn’t exist, at least under that case, here can be no contributory in- 
fringement: and I believe that is still the present law. 


vr to the misuse 


ati 


o as to whether or not 
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Mr. Rocers. Recognizing that the present law gives the cause of 
action against the one who has contributed to the infringement, I 
believe you take that position, although some of the members of the 
bar say that that is not the law. But, assuming that to be the law from 
the interpretations of the various court decisions, how does section 231 
in any manner misstate that law or enlarge upon it and, if so, how ? 

Mr. Fceare. I believe that it does. Sub-section (c) states that 
“whoever knowingly sells a component of a patented machine.” No- 
where in subsection (c) is there any reference to knowledge that the 
component part is to be used in an infringing manner. 

Mr. Rogers. You think that the fact that it says “whoever knowing- 
ly sells a component of a patented machine” without also putting—— 

Mr. Fueare. If that means that whoever shall sell a component 
part of a patented machine knowing that it will be used in a patented 
combination or something of that sort, why, I would think that it does 
state the present law. But I understood that Mr. Rich took the op- 
posite view. 

Mr. Rocrrs. What I am getting at is that this section (c) says 
“whoever knowingly sells” and so on “for use in practicing a patented 
process, constituting a material part of the invention.” Now, under 
that definition he has got to knowingly sell a component part knowing 
that it constitutes a material part of the invention. 

Mr. Fueate. That is why I am not clear as to the meaning. I am 
not sure that it means that. 

In fact, as I understood from Mr. Rich, he doesn’t think it means 
that. 

Mr. Roeers. As I understood Mr. Rich, he said that there were 
some who just felt that the Mercoid case did away with contributory 
infringement. 

Mr. Fucare. I don’t believe the Mercoid case enters into this par- 
ticular part. It may be a matter of language. At any rate, if this 
means “whoever knowingly sells a component of a patented machine” 
knowing that it is to be used in an infringing manner, why, I believe 
it states the present law of contributory infringement. 

Mr. Crumpacker. It is purely a matter of semantics, as I see it. 
That is, the “knowingly” refers to the fact that it is to be used as a 
component rather than to his selling of it. 

Mr. Fueare. That is the question that I raise; ves. 

Mr. Crumracker. Your objection is to the phrasing of the thing 
rather than to the substance of it? 

Mr. Fuearr. It is to the language. 

Mr. Crumpacker. To put it differently, if the language means that 
the “knowingly” refers to the use of the article as a component part 
in some patented thing, then you say that it correctly states the law. 

Mr. Fuearer. I believe so. 

Mr. Crumpacker. Your objection is that you don’t think the lan- 
guage clearly indicates that that is what the “knowingly” is supposed 
to refer to? 

Mr. Fucare. Yes, sir. 

Mr. Bryson. It seems to me that if he sells it at all he knows he 
sells it. 

Mr. Fuaatr. He knows he sells it; but, as in this case that I men- 
tioned, the cutter of the metal plate according to a special pattern 
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idn’t know that that was to be used in an infringing manner, that it 

as to be used in a patented combination. 

Mr. Rocers. Inasmuch as you recognize that the law still gives a 
cause of action against the contributor who helps infringe, would 

here be any objection on the part of the Justice Department to clarify 

iat law in definite words so that there would not be the confusion 

iat the gentlemen have testified to? Or is the objection by the Justice 
Department to the fact that you are fearful that if this is in the law it 
may lead to monopoly and drive out those who may have the incentive 
to manufacture something new or comparable to the patented article ? 

Mr. Fvearer. I believe we oppose it for both reasons. The Depart- 
ment objects to writing the doctrine of contributory infringement into 
the law. It is not particularly a patent doctrine. It arises from a 
common-law source. Therefore, it doesn’t seem to have any particular 
place in the codification of the law of patents. 

Mr. Rogers. You think that there is not a great deal of confusion 
unong patent attorneys as to what constitutes contributory infringe- 
ment; that is, more than as to what constitutes negligence in any 
ordinary damage suit, recognizing that it is impossible for us to write 
a rule of law for every rule of conduct of every individual ? 

Mr. Fuaarte. Yes, sir; that is the position. 

Mr. Rogers. For that reason any attempt to do it would not cover 
the entire field, and if this particular field were covered in some man- 
ner it would lead people to violate the so-called antitrust law ? 

Mr. Fueate. Yes, sir. Our primary objection to section 231 is sub- 
section (d); that is, the misuse doctrine. Now, at present under the 
Mercoid case, as I have stated, if there is misuse of patents, the 
patentee cannot recover either for direct infringement or contributory 
infringement. 

Now, this section attempts to say that if there is contributory in- 
fringement the patentee may recover even though there is also misuse. 

In other words, as I read the section, it would have the effect of 
wiping out a good deal of the law relating to misuse of patents, par- 
ticularly with reference to tying-in clauses. 

Mr. Rocers. As I understood Mr. Rich, it was to the effect that this 
subsection (d) only went so far as to say that it is a misuse of a patent 
and that they couldn't recover and that it didn’t go ahead and also 
make a contributor hable: or does it ? 

Mr. FuGarr. As I] interpret section (d) it Says that if there is con- 
tributory inf ingement the patentee may recover even though there is 
misuse. It says that if he seeks to enforce his patent rights against 
infringement or contributory infringement, that is, under 3 of subsec- 
tion (d). reading from subsection (d). “The patentee shall not be 
denied relief or deemed guilty of misuse or illegal extension of patent 
rights.” 

Mr. Rogers. Do you think there is any possibility that the Justice 
Department and the coordinating committee can arrive at a solution 
of this problem at all so that vou may remove the confusion that you 
say exists! 

Mr. Fucare. I can't speak for the Department on that. Iam sure 
that wherever there is a question of confusion in the law we are always 
willing to cooperate in any attempt to remedy it. We have taken the 
position that we don’t think there is any confusion in the law in this 
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respect, and even so we would be opposed to doing away with the 
misuse doctrine in preference to the contributory infringement do 
trine. : 

Mr. Rogers. In other words, you want the misuse doctrine to stand 
under the decisions as announced / 

Mr. Fucare. Yes, sir. 

Mr. Rogers. And you think that section (d) would change those 
decisions in certain respects / 

Mr. Fuearr. Yes, sir. 

Mr. Rogers. And so far as you are concerned, you don’t think that 
any confusion exists as to what constitutes contributory infringement 
under the present. law / 

Mr. FuGare. Yes. I might also say that I think this section comes 
under the heading of a controversial issue. I don’t believe that it 
should be included in a codification bill. 

Mr. Rogers. You say “controversial.” As T understand the con 
troversy, it is as to whether or not the Supreme Court still recog 
nizes an action for contributory infringement. Now, you take the 
position that they still do recognize that and that there is no confu 
sion as a result of their decisions. 

Now, that is your position, is it not 4 

Mr. Bryson. Although a recent decision was decided by a 5 to 4 
division of the Court from which came five separate reports, and that 
fact does not indicate that there is any confusion ¢ 

Mr. I UGATE. That was the Mercoid case, | believe, which Mr. Rich 
had reference to and in which the opinions all agreed on the misuse 
doctrine. 

Now, since thaf time the Supreme ¢ ‘ourt has affirmed the Mercoid 
decision ina number of cases. 

Mr. Bryson. Would you list them, please, for the record 4 

Mr. Fuearr. For one there is the (’nifed States v. Line Mate- 
rial Ce. 

Mr. Bryson. How was the Court divided in that case? 

Mr. Fucarr. I don’t believe there was any dissent from the Mercoid 
ease. That was 33 United States 2S7. 

Another case is the United States Vv. Paramount Picture (334A U. >. 
131). 

I believe there are many others in which the Court cited the Mercoid 
case with approval. 

Mr. Bryson. Are there any other questions / 

Mr. Crumpacker. Yes. You say that the Department is opposed 
to this subsection (d) ¢ 

Mr. Fucare. Yes. 

Mr. Crumpacker. In its entirety / 

Mr. Fuecare. Yes: I believe so. 

Mr. Crumpacker. You mean to say that a patentee should be denied 
relief because he has previously sought to enforce his patent rights 
against an infringer ¢ 

Mr. Fucare. Not if he has been guilty of misuse of patents previous 
to that. 

Mr. Crumrpacker. It doesn’t say that. 

Mr. Fucare. It says— 


no patent owner otherwise entitled to relief for infringement or contributory 
infringement of a patent shall be denied relief for or deemed guilty of misuse 
or illegal extension of the patent. 
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Mr. Crumpacker. And it names three things, the third of which is 
that he has sought to enforce his patent rights. 

Mr. Fucarr. Well, now, if that is applied generally, it includes a 

ise Where there is a misuse. 

Mr. Crumpacker. Why ¢ 

Mr. Fucare. Because it is all-inclusive. No one shall be guilty of 


it, vou might also 


iisuse 1f he has sought to enforce his patent rights against iInfringe- 
ad 


ment or contributory infringement. As I re 
iid “even though he has misused his patent.” 
In the Mercoid Cause, for example - 
Mr. Crumpacker. It says that he shall not be deemed guilty of 
miistse because he has done one ot these three thir vs, It cloesn t Say 


that he shall be deemed not ouilts of misuse because he has done this. 
I think you are reading it backward. ‘That is, he may have done all 
three of these things and still be guilty of Hlistise, as Ii terpret the 
ineuage, 

Mr. Fucarr. That is not the way Mr. Rich interpreted it. As I 
understood his testimony, he said that where there was cont? ibutory 
infringement the doctrine of misuse would be limited, that it would be 
an exception CO the doctrine of misuse. That is also the wit) I inter- 
preted it. 

Mr. Crumpacker. It seems to me that the laneuage is clear, and it 
Ssavs that he shall not be denied relief or be deemed guilty of misuse 
because of hay InYg done any of these three things. It doesn’t Say the 
reverse of that. that because of hav ho done these th ngs he shall be 
deemed not guilty of misuse. 

Mr. iy GATE, In the Mercoid cause a sult for contributory infringe 
ment was part of the general plan of misuse of the patent. In othe 
words, that was part of the plan of operation, the sale of the stoker 
switches which were unpatented with the license to use them in a 
patented assembly. That license was given only to purchasers of the 
stoker switches from the patentee or his exclusive li ehnsee, Any others 
were sued for contributory infringement. 

Now, the Supreme Court held that that plan of operation was 
substantially the same as conditioning the licensing of a patent on 
the condition that the purchaser purchase unpatented supplies from 
the patentee. 

Mr. Rocers. You are objecting to section (d) because these three 
things indicate that if he should do any one of the three or all of 
them he could still recover, Subsection (1) says “derived revenue 
from acts which if performed by another without his consent would 
constitute contributory infringement of the patent.” Subsection (2) 
Savs “licensed or authorized a person to pel form acts which if per 
formed without his consent would constitute contributory infringe 
ment of the patent.” 

Subsection (3) says “sought to enforce his patent rights against 
infringement or contributory infringement.” 

Now, in the Mmistise ot patents have they taken those three items 
as outlined there and said that that constituted misuse of a patent 
and as a result have denied the patentee the right to recover ¢ Have 
they heretofore had decisions to that effect / 

Mr. It GATE. I believe you are reading into that o1 rather inter pret 
Ing that as meaning that a patentee shall not be deemed guilty of 


misuse of patents merely because he brings an infringement suit. 
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Now, if that is all it means, why, of course, the Department doesn’ 
oppose it. 

Mr. Crumpacker. Do you find anything intrinsically wrong in any 
of these three acts enumerated there? Is the Department opposed to 
a patentee doing any of these three things enumerated in this para 
graph ¢ 

Mr. Fucarr. As we read the section—— 

Mr. Crumpacker. Never mind the preamble. I mean just specif 
ically those items enumerated, the three items. Does the Department 
consider any one of those acts as undesirable or contrary to publi 
policy ¢ 

Mr. Fucare. I do not believe you can read them without reading 
them in connection with the preamble. Of course, if you mean doe: 
the Department oppose a patentee suing to enforce his rights by either 
direct or contributory infringement action, of course, we do not oppose 
that. We have no objec tion toa patentee enforcing his patents. 

However—and this is not only my interpretation—you have heard 
Mr. Rich interpret it as meaning that it makes an exception to the 
law of misuse of patents where contributory infringement exists. As 
I say, it is not only my own interpretation of the section. 

Mr. Rogers. If under the present law a man should do any one 
of the three things outlined in section (d), is he denied the right 
to recover because he may have performed one of those three acts? 

Mr. Fucare. Not in and of themselves. 

Mr. Rogers. What is that ¢ 

Mr. Fucare. Not in and of themselves. 

Mr. Crumpacker. How about a combination of the three or any 
two of the three? 

Mr. Fucarr. Not having had any part in writing the language, 
[ am not certain what it means. But I am convinced that upon Mr. 
Rich’s interpretation and upon the interpretation which the Depart- 
ment of Justice has placed on it, it does seriously impair the doctrine 
of misuse of patents in favor of the doctrine of contributory infringe- 
ments. 

Mr. Rogers. In other words, the Department’s attitude is that it 
should be the duty of the Court to ascertain whether or not there 
has been a misuse of the patent ? 

Mr. Fueare. Yes. 

Mr. Rogers. Without the Congress saying that if he has misused 
it in these three separate items—well, I will put it this way: You 
do not feel that the Congress should say that if he has misused it 
in these three ways that he should thereafter be permitted to recover 
if the Court should decide otherwise ? 

Mr. Fueatre. Don’t misunderstand me, that I think that any of 
these things in and of themselves are a misuse of patents. All I am 
saying is that if misuse exists the Court should be able to deny re 
covery on the ground of misuse of patents despite the fact that con- 
tributory infringement may exist. 

Mr. Rocers. Do you know of any instances where the courts have 
denied recovery where a patentee has performed, by virtue of the 
fact that the patentee has performed any one of the three acts? 

Mr. Fucarr. Well, the Mercoid case itself was a case where the 
patentee was attempting to enforce his rights in an action of con 
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tributory infringement. Now, as I read this section, he would have 
recovered in that case, in the Mercoid case, under this section. 

Mr. Rocrrs. If this section had been in the law expressed by Con- 
gress at the time the Mercoid case was decided, then by virtue of 
either one, two, or three, there would have been a recovery because 
it may have come within one of those? 

Mr. Fucare. All the patentee was doing there was seeking to en- 
force his patent rights against contributory infringement. He was 
denied recovery for infringement because he was misusing his patent. 
But all he was attempting to do was to bring a suit for contributory 
infringement, and the Court assumed that that existed in that case. 

Mr. Rogers. I may have misunderstood the Mercoid case. Wasn't 
it misuse because he was requiring the purchase of something for the 
furnace 4 

Mr. Fueatr. That was misuse, and the misuse was sufficient to de 
feat recovery for contributory infringement. 

Mr. RoGers. Do you think any one of those three items set forth 
in subsection (d) would fit into the Mercoid case in any manner ¢ 

Mr. Fucare. I believe so. 

Mr. Crempacker. [ would like to make the observation that this 
is one of the few points in this bill where the language is clear and 
unequivocal, and it seems to me capable of only one interpretation, 
and that interpretation is entirely contrary to that which the Depart- 
ment seems to be placing upon it. 

Mr. Fuearr. I believe Mr. Rich placed the same interpretation upon 
it. 1 would like to ask him if that is his interpretation. 

Mr. Rich, as you interpreted this section, it would make an exception 
of the misuse doctrine where contr ibutory infringement existed ¢ 
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Mr. Ricu. I will agree with that to this extent: That as I testified 
it is necessary to make an exception to misuse to the extent that you 
revive contributory infringement in paragraph (c), and this whole 
section (d) is entirely dependent on (c). Where (d) refers to con- 
tributory infringement, it only refers to contributory infringement 
as defined in (c) and nothing more. 

Mr. Crumpacker. In other words, all it says is that bringing an 
action against someone who is guilty of contributory infringement is 
not a misuse of the patent. 

Mr. Ricu. That is true. And there is a reason for this language. 
The reason is to be found in a decided case, Stroco Products v. Mullen- 
bach (67 U.S. P. Q. 168), where a district judge out in California 
granted a motion for summary judgment of dismissal before trial on 
the ground that the complaint was merely an attempt to use the 
patents to maintain an unlawful monopoly of an unpatented article. 
The patent claimed a combination of elements for are welding and 
the method. 

The defendant sold control units for use in the combination and for 
practicing the method and furnished wiring diagrams, and advertised 
the use of his product. 

Knowledge and intent on the part of the defendant were stipulated. 
He knew what his products were going to be used for. There was no 
evidence in the case whatsoever, there having been no trial, of any 
attempt to misuse the patent otherwise than by bringing the suit. 
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The court dismissed the suit “according to the principles announced 
in Mercoid and for the reasons therein stated.” 

That is a clear case where merely bringing a suit against one alleged 
to be a contributory infringer was per se misuse of the patent. Now, 
that is about as far as the logic of the Mercoid decision can be carried. 

Mr. Fueate.The judge in that case had no trouble deciding that this 
Was not misuse in bringing them to suit. 

Mr. Ricu. He held that the bringing of this suit was per se misuse. 
That was the end of it. You can’t sue a contributory infringer— 
period. ; 

There have been other cases like that. IT have them here. 7'/A¢ 
Lincoln Electric Co. v. The Linde Air Products Co. (80 U.S. P. Q. 
59) is the same situation. 

Mr. Bryson. We have been getting along beautifully all during 
this hearing. It seems as though we have run into a period of eonfu- 
sion here. It might be like the judge down home of whom it was 
said that the more light you turned on him the blinder he got. That 
may be what has happened to the committee here. If you experts 
here in this particular field seem confused, imagine those of us who 
sit here and wlio have had no special training. 

Mr. Recu. Mr. Chairman, you do not in the least surprise me; and 
if you have a minute it might help this committee and it might help 
the Department of Justice, if it is in an amiable mood, to know a little 
bit of the history of this section, which, as I said, came from those old 
contributory infringement bills. 

The whole thing started in New York, not in Wall Street, but in 
New York where I come from. 

Mr. Bryson. Well, coming from the South, IT would say that you 
come into court with unclean hands. 

Mr. Ricu. Now, we have a patent law association up there, as you 
have heard, which decided to tackle this problem of contributory 
infringement after the Mercoid decision and propose some legislation. 

We worked on it through the Patent Law and Practice Committee 
for about a year and a half to 2 years before any bill was proposed. 
The origin of this contributory infringement section was a proposal 
made by Mr. Robert Byerly, as the older hearings show. 

It just happens that contributory infringement has been a hobby of 
mine since the Carbice case was decided about 1932. 1 wrote an article 
on it at that time, disclosing that I hadn't the slightest comprehension 
of what the court had done. Therefore, I shall not eyen cite it. 

Since then I have learned quite a lot. 

Mr. Byerly wrote a proposal which was in substance along the lines 
of paragraph (c) which revived contributory infringement and which 
was submitted to me and to other members of the committee. I said, 
“That is fine, but it won't work because the reason we don’t have con- 
tributory infringement is that every time you try to enforce a patent 
against a contributory infringer, the court says it is misuse and throws 


you out.” 

Now, the funny thing about all of these misuse cases is that what 
the defendant does has nothing to do with the decision. It is never 
a question of whether or not there was infringement. They don’t 
decide whether the defendant is guilty or not guilty, whether he in- 
fringed or didn’t infringe. 
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They say to the plaintiff, “You are a bad boy, and you came here 
with unclean hands. You will not have the aid of this court of 
equity.” 

Nobody realized that this had happened until a suit was brought 
first against a contributory infringer and lost, whereupon the plain 
tiff’s attorney said, “That is too bac, we will have to sue the direct 
nfringer.” 

They sued the clirect infringer, ana the court sa al. * Loo bad, you 
don't appreciate the ground of the earlier decision. Is the plain 
tiffs fault that he can't recover, not the defendant s, it doesn’t 
make any difference whom he sues.” 

Mr. Rogers. Now, let me interrupt vou there. I thought I asked 
the question whether or not the law wave a cause of action to the 
patentee against il contributor, one who contributes to the infringe 
ment, and T thought the answer was that in those cases they did have 
rcause of action. Now. was I w rong in getting that Inipression, that 
s. that there Is an action, or that a cause of action exists at all where, 


inthe proper cases, a hah can contribute and can be re overed against ¢ 


Mr. Ri a. I can only tell you that they do. even today. 

Mr. Rocrrs. All right, that is iy lM pression as to the answer that 
was given. Now, following that. the next question is this: Would the 
fact that vou then institute a suit against one who has contributed 
to the infringement result in a court automatically dismissing it be- 
cause you have instituted a suit ¢ 

Mr. Ricu. I can only Say that they do. It depends on What court 
vou are in. 

Mr. Rogers. What was that ? 

Mr. Ricu. It depends on what court you are in. 

Mr. Rogers. Well then, do thes dismiss it. though, because the 
action has been stated / 

Mr. Rien. Oh, no. 

Mr. Rocers. Or do they dismiss it because you have filed a lawsuit ? 

Mr. Ricu. No. They dismiss it because in attempting to utilize the 
patent to cover something which it doesn't literally cover in its claims, 
you are thereby attempting to extend the monopoly Which 1s co 
trary to public policy and constitutes misuse. 

Mr. ROGERs. That would apply mn all cusses / 

Mr. Ricn. It can if the defendant's attorney raises the point and the 
judge is sympathetic. But if it is down in the fourth circuit where 
they are not sympathetic, they may just brush off a defense based 
on the Mercoid case. 

Mr. Roegers. Can you conceive of a set of facts w hereby one may be 
an infringer and a patentee has not by any act of his pel formed an 
act that was contrary to public policy that would cause the court 
not to dismiss the lawsuit’ Have we ever had a case of that character 
that you know of ¢ 

Mr. Rion. Not that I can recall specifically. The trouble usually is 
that the plaintiff is in business, and he has a patent which he thinks 
protects some aspect of his business. If he isn t in business at all and 
Is Just sitting there with a paper patent invention which has never been 
commercialized in any way, then he can hardly be guilty of unclean 
hands. That situation hasn't come up vet. 
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Mr. Rogers. As I understand so far, any action for contributor) 
infringement has never been successful. Is that right or is it wrong / 

Mr. Ricu. The plaintiff has rarely recovered in an action for con 
tributory infringement since the Mercoid case. 

Mr. Rogers. Well, at any time before the Mercoid case ? 

Mr. Ricu. Oh, yes, of course. This doctrine has been in the law, 
as I said, for 80 years, and many patentees have recovered against 
contributory infringers. 

Mr. Rogers. All right, but since the Mercoid case have there been 
any recoveries ? 

Mr. Ricu. Yes. In Florence-Mayo Nuway against Hardy, there 
was a recovery. That was in the Circuit Court of Appeals for the 
Fourth Circuit in 1948, I think. 

In the Tenth Circuit in 1948, the case of National Machine Works v. 
Harris (79 U.S. P. Q. 350), there was a recovery. 

Mr. Fucarr. May I just read from that case Mr. Rich mentioned. 
Maybe it will clarify the issue a little bit. Judge Phillips said: 

It is urged that Gerner and National should have been denied relief under 
the doctrine announced in Mercoid Corporation v. Mid-Continent Company (3820 
U.S. 651). In the instant case Gerner and National are using the patent not 
to monopolize the sale of what is not patented, but to prevent Harris and Cal 
houn from infringing and aiding others to infringe what is patented, Harris 
and Calhoun would be guilty of contributory infringement. 

That is one of the cases that I believe we cited in the last hearing 
as indicating that the doctrine of contributory infringement still 
existed. 

Mr. Rogers. It does still exist, and Mr. Rich’s thought is that if 
the man is ever engaged in business, since the Mercoid case, he may 
have committed some act that is contrary to public policy and the 
court would deny him relief because of that act. 

Mr. Fuaarr. Now, that comes down to what the court decides is 
or is not the misuse of patents. 

Mr. Rogers. Yes. 

Mr. Fveare. Mr. Rich mentioned the Carbice case. The Carbice 
case, I believe, was the case in which contributory infringement was 
defeated, not from the misuse angle, but because the component part 
was really a staple article of commerce, and therefore it wasn’t con- 
tributory infringement at all. 

In fact, when the court in the Mercoid case refers back to the Car- 
bice case, they say that the doctrine of misuse hadn’t been enunciated 
at that time. 

Mr. Ricu. May I participate in this dialog which I greatly enjoy 
because I teach patent law ? 

Mr. Rogers. You probably have some apt pupils here. 

Mr. Ricu. Carbice was historically the first case of misuse, although 
the word is not used in that case. The reason for the decision in favor 
of the defendant is stated in these words: 


Relief is denied because the Dry Ice Corp. is attempting, without sanction of 
law, to employ the patent to secure limited monopoly of unpatented material 
used in applying the invention. 

That is the key to that case. It was affirmed and explained again 
shortly thereafter by the same court, the same judge, in Lutch versus 
Barber, where they were selling asphalt emulsion for curing roads. 
There was a patented process for curing the roads, and the asphalt 
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emulsion was old stuff. They said in effect, “The same reason, relief 
denied, no distinction.” 

Mr. Rogers. I thought I had a clear understanding of the question. 
We do recognize that there is a cause of action for contributory in- 
fringement. Now, that is admitted. But the Mercoid case, as I 
understand it, was decided on the theory that the patentee was mis- 
using his patent and, therefore, although one may have contributed 
and been guilty as a contributory infringer, nevertheless relief was 
denied because of the misuse of the patent. 

Mr. Ricu. That is correct. 

Mr. Rogers. That is correct up to that point ? 

Mr. Ricu. That is exactly in line with Carbice, which, of course, is 
the case on which the Supreme Court was relying. 

Mr. Rocers. All right. Now, due to what many members of the 
patent bar believe, that it did away with contributory infringement 
cases, you feel that we should now staie as a positive law a cause of 
action against contributory infringement as set forth in section (c), 
and that if he has done one of the three things in section 4, that shall 
not be considered a misuse of his patent, and thereby reestablish what 
you thought you had before the Mercoid case. Isn't that about what 
the situation 1s / 

Mr. Ricu. That is what we are driving at. I appreciate now that 
I never finished the statement I intended to make when I got up here, 
the history behind the reason for paragraph (d). 

When the proposal was made to reenact contributory infringement 
or the equivalent of paragraph (c), a simple enactment, “this shall 
constitute contributory infringement,” L pointed out to the author 
that it wouldn’t work because contributory infringement was still with 
us as a legal doctrine. The only reason the plaintiff got no recovery 
was that he was held guilty of misuse. 

So this, like the cat in Alice in Wonderland that was there but dis- 
appeared all but its smile, to be brought back and have a body again, 
meant that you had to do something about misuse. You had to say that 
insofar as we want contributory infringement back, the act shall no 
longer be labeled as misuse, thus throwing the man out of court. 

So attached to paragraph (c) we have a paragraph (d) that says 
that the recovery, the enforcement against contributory infringers, 
the holding out of the patent against contributory infringers, and 
granting them licenses, the use of it to protect the business and making 
money out of it, and getting your reward as a patentee, all of these 
things shall not be misuse, and then contributory infringement, which 
ve have had all the time, would become effective again to the extent 
that the by wish to have it so. 

Mr. Crumpacker. Well, as you interpret this paragraph (d), would 
it in any way prevent a court from holding the monopolistic practices 
referred to as bei ‘ing misuse of patents? 

Mr. Ricn. | beg your pardon, sir? I Was distracted. 

Mr. Crumpacker. As you interpret this paragraph (d) as it now 
reads, would it in any way prevent a court from holding the monopo 
listic practices referred to as being a misuse of a patent? That is, 
where a pate ntee had actu: ally been e ngage “din trving to o ain a limited 
monopoly of un pate nted articles through the use of a patent. 

Mr. Ricu. If we assume that staples are excluded from paragraph 
Ac) ¢ 


Mr. Crumpacker. Yes. 
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Mr. Ricn. The answer is that (d) would not prevent their being 
held, the acts being held to be misuse. 

Mr. Fueare. I might point out that in the Mercoid case the stoker 
switch may not or may have been a staple article of commerce 
especially adapted for use ina patented combination. In other words, 
it was contributory infringement. The court recognized that. How- 
ever, as Mr. Rich pointed out, it was the action of the plaintiff which 
made him ineligibie to come into court and recover for coutr ibutory 
infringement. 

Mr. Rogers. May I ask this further question? Do you know of any 
case where the plaintiff was denied relief because he had accepted 
revenue from acts which, if performed by another without his consent, 
would constitute contributory infringement of the patent? That is 
umber one. 

Mr. Ricu. The Barber Asphalt case, I think is typical of that, and 
to some extent the Carbice case. In the Carbice case thefe was a form 
of license on the invoice. In the Barber Asphalt case they tried to 
distinguish on the ground that they had no agreements with anybody, 
so that what they were doing was deriving revenue in the form of 
profits from the sale of the unpatented staple commodity for use in the 
invention. 

Mr. Rogers. So the court then said that that aet constituted some 
thing leading toward monopoly or contrary to public policy, and for 
that reason denied relief to the plaintiff? 

Mr. Rieu. That is correct. 

Mr. Rogers. Now, as to No. 2, are there any cases where licensed 
authorized persons performed acts which, if performed without thei 
consent, would constitute contributory infringement of the patents? 

Mr. Rieu. Well, that is the Mercoid type of situation. 

Mr. Rogers. Yes. 

Mr. Ricu. It must, of course, be realized that if we had had a 
statute like this, the Mercoid case might have been tried ditferently, 
on a different theory. But it deals with granting licenses to people 
who would otherwise be contributory infringers, not direct infringers, 
because they are only making part or less than the whole of the in- 
vention. 

Mr. Rogers. Well now, do you know of any case where they have 
denied relief to the plaintiff where he had sought to enforce his patent 
rights against infringement or contributory infringement on this sec- 
tion 34 

Mr. Ricu. Do you mean section 2, licensing ¢ 

Mr. Rogers. No, section 3 of (cd). 

Mr. Ricnu. That is sought to enforce / 

Mr. Rogers. Yes. 

Mr. Ricu. That is the Stroco Products v. Mull nbach ease. 

Mr. Rogers. Then the effect ef (d) with the (3) in there would 
be to say to the Supreme Court that it is the sense of this Congress 
that where you have heretofore denied relief to the plaintiff, you 
shall henceforth grant him relief if he has only performed one, two, 
or three of these acts in (d), and that is why the Department of 
Justice is objecting to it? 

Mr. Fucare. Yes, sir. 

Mr. Rocers. And it would therefore necessarily follow that by 
taking (c) and (d) together we are asking the Supreme Court to not 
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follow the line of reasoning of declaring that a man shall be denied 
his day or damages if he has done any one of these three acts. Isn't 


that what it amounts to? 

Mr. Ricn. That he shall not be denied his day or damages merely 
because he has done one, two, or three, or all of these acts if the con- 
tributory infringement referred to in (d) is of a tvpe which falls 
within the specific terms of ( ‘ 

Now, a suggestion has come to me during this discussion which 
may bring the views of Justice and of the patent bar together. That 
would be to insert in the third line of paragraph (d) before the last 
word “by” the word “solely” so that he shall not be deemed guilty 
of misuse or illegal extension of patent rights solely by reason of his 
having done one or more of the following. 

If he has gone hevond those and done other acts Which could he 
misuse, then the misuse doctrine would be applicable. 

Mr. Rogers. But then even with the word “solely” we would st 
say to the Court that if he had done one of these, he could now 
permitted to recover ¢ 

Mr. Ricu. If he has not misused it otherwise. If it comes within 
the terms of (c). If he tries to heense somebody, for instance, to 
manufacture | staple article of commerce, to be sold ina patented 
invention and collect royalties, let us Say, for the manufacturing of 
salt tablets to be used in a patented vending machine or dry ice to be 
used in a patented shipping container, that will be misuse because it 
doesn’t come within the terms of (c) 

Mr. Rogers. I might ask the further question as to whether you 
think we have a very good chance of explaining all of this on the 
floor of Congress in trving to recodity the laws of patents ¢ 

Mr. Ricu. No comment. 

Mr. Bryson. Any further questions / 

Mr. Ricu. I think there are many other sections in the law which 
you would have difficulty in explaining on the floor of Congress, too. 

Mr. Bryson. Mr. Crumpacker has some questions. 

Mr. Crumpacker. Referring again for a moment to paragraph 
(c), do you think it is possible that the phrasing could be improved 
upon there to remove the possible misinterpretation referred 

Mr. Ricn. I don’t know. 

Mr. Crumpacker. Particularly with respect to the word “know 
ingly” and as to what the word “knowingly” refers to. 

Mr. Ricu. I think it is clear to most of us that “knowingly sells a 
component of a patented machine” means to us that you know that 
the component is going into that machine. You don’t have to know 
that it is patented. You don’t have to know the number of the patent, 
and you don’t have to know that the machine that it is going into 
constitutes an infringement. You just know its ultimate destination. 

Mr. Crumpacker. But the way it is phrased the word “knowingly” 
refers direct ly to the word “sells.” 

Mr. Fucare. As IT understand it, Mr. Rich only intends it to refer 
to the word “sells.” The one who sells it need not know that it is to 
be used in a patented page igas wer 

Mr. Crumpacker. As I understand it, the wrong that is sup yposed 
to be committed is the knowledge that i is going as a component in 

a patented machine. 

Mr. Ricw. Or maybe he is just selling tapered pins. 
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Mr. Crumpacker. I say that he knows that he is selling it. He may 
not know that it is to be a component in a patented article. 

Mr. Ricu. I think that is a construction which nobody would ever 
put on this section. Anybody who sells, of course, knows that he is 
selling it. There is no point in saying “knowingly” if that is all it 
means. 

Mr. Crumpacker. The Department of Justice has put that con- 
struction on it. That is why I raised the question. 

Mr. Ricu. I can hardly believe that they would. 

Mr. Fucarr. I would like to know whether Mr. Rich is construing 
“knowingly” as meaning that the supplier knows that it is to be used 
In an infringing manner. 

Mr. Rogers. And constitutes a material part of the patent. 

Mr. Fueare. Yes, that is the point. 

Mr. Ricu. I have already explained that he knows how it is to be 
used. He doesn’t have to know about the patent, he doesn’t have to be 
legally advised of that infringement. 

Mr. Crumpacxer. To someone who isn’t familiar with this subject, 
it is not at all clear what elements you are supposed to know about 
and what elements you don’t need to know about, in order to violate 
the section. I think it could be made much more specific and more 
understandable. 

Mr. Bryson. We will have an opportunity to try to rectify those 
different things. Gentlemen, we have run now—— 


STATEMENT OF I. E. McCABE, CHICAGO, ILL. 


Mr. McCare. May I have a word? 

Mr. Bryson. We hate to cut you off. 

Mr. McCase. For this discussion that has gone on, I have an answer. 

Mr. Bryson. What do you mean by a “word” ¢ 

We are going to leave the record open for 10 days, and any of you 
gentlemen who have not had an opportunity to testify, if you will 
identify yourself now for the reeord—— 


STATEMENT OF A. ARNOLD BRAND, CHAIRMAN, COMMITTEE ON 
PATENTS AND TRADE-MARKS, AND TRADE PRACTICES, CHICAGO 
BAR ASSOCIATION 


Mr. Brann. If your Honor please, I would like to identify myself 
as A. Arnold Brand, chairman of the committee on patents, trade 
marks, and trade practices of the Chicago Bar Association. That is 
the general bar association in Chicago. 

I was going to speak in support of the bill as chairman of the com- 
mittee because the association itself, through its board of managers, 
has not had an opportunity to review the entire matter. But as chair- 
man of the committee, I was going to approve the bill with certain 
specified modifications. 

I understand that those have already been presented by the co- 
ordinating committee, so if you will leave the record open we will 
supplement this appearance in support ‘by a written addendum within 
the 10 days. 

Mr. Bryson, That will be fine. 
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Mr. Branp. When does the 10 days expire? Would they expire on 
the 24th? 

Mr. Bryson. We will observe the usual legal rule as to 10 days. 

Mr. Rogers. Make it the 25th. 

Mr. Branp. That will not include Sundays, holidays, and high feast 
days, I hope, and, if so, I will be glad to have it in by Monday a week. 

Mr. Bryson. We will certainly appreciate your doing that, and we 
are sorry we couldn't have all of you gentlemen testify at length. 

I think there was another gentleman here. I would like to have 
him identify himself. Will you come around and give your name 
ind the capacity in which you appear? 

(Addendum referred to was not furnished by time of going to 


press. ) 
STATEMENT OF R. S. OULD, PATENT ATTORNEY, WASHINGTON, D. C. 


Mr. Ouutp. My name is R. S. Ould, and I am a patent attorney 
here in Washington, D. C. 

Mr. Bryson. Do you wish to file a statement ? 

Mr. Ovunp. Yes, I would like to file a ‘statement, Mr. Chairman. 

What I had intended doing, if I had been able to, was to talk 
very briefly about sections 116, 118, and 206. 

Mr. Bryson. We appreciate that and we hope this will serve your 
purpose. Members of Congress, you know, constantly have to revise 
and extend their remarks, so you have a precedent for that. 

Now, there is another gentleman here. 


STATEMENT OF JOSEPH ROSSMAN, PATENT ATTORNEY, 
PHILADELPHIA, PA. 


Mr. Rossman. I should like to have the privilege of filing a brief 
statement. My name is Joseph Rossman. I am a patent attorney, 
and formerly examiner in the United States Patent Office. 1 repre 
sent several corporations and individual inventors. 

Mr. Bryson. Where are you located / 

Mr. Rossman. I am located in Philadelphia, Pa., and also here in 
Washington, D. C. 

Mr. Bryson. You are one of those Philadelphia law vers. 

We will be very glad to have you file your statement. 

Are there any other gentlemen appearing pro or con, in favor or 
otherwise / 

Now, in view of this gentleman’s sickness, we want to be over gen- 
erous With him. Will you just proceed. 

Mr. McCapse. I beheve Mr. Rich stated in his testimony a few 
minutes ago that inventors are not able to license patents similar to 
those involved in the Mercoid-Mid-Continent case, involving stokers, 
without violating the antitrust laws. I have a letter here from one of 
our salesmen dated May 11, 1951, and I want to state something here 
which I think will help you a lot. 

In the Merecoid case on the stoker, the man licensed his patent out 
to a maker of one of the parts (a control). Now, here is a man who 
has a patent on a similar thing. He says: 

The above owns the right to a patent, concerning the automatic cleaning of 
industrial filters by some method of air jets, 1 believe, and quite a number of 
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leading manufacturers of industrial stokers have taken out license on this 
system. 

A differential pressure control is required to regulate the operation of the 
cleaning apparatus, He wishes us to propose descriptive specifications and a 
list price on a unit for this application, and if that seems satisfactory to him 
he will purchase two of the units immediately for use in his own test laboratory 
If these units that he would use perform satisfactorily, he will write a specifi 
eation and recommend it to each licensee who, in turn, would each purchase 
their requirements directly from Mercoid. 

Now this patent owner, he didn’t go out and try to make money 
on the controls. Now, suppose we had approached him and taken a 
license and said, “The only way you can get this thing is by buying 
this control from us.” That is the improper method which the Su 
preme Court in the Mercoid decisions objected to. That is what you 
are repealing or changing in section 231 (ad). 

The letter I have just quoted from shows you that there are methods 
for these owners of patents to license their patents. He is licensing his 
properly. He is recommending a control. He is not saying where 
they must buy it. We will sell it ina perfectly safe way and even with 
his cooperation. He needs that control for his purpose and we have 
to design some specifications for it. 

Now, there is an approach, I think, that these people are forgetting— 
that is, that the patentee can go out and operate in a legal manner and 
not go out and make his money on the unpatented articles. The Su- 
preme Court decision was very definite on that—that you cannot go 
out—and we have not operated that way. 

Rather than take up more of your time, [ would suggest you again 
read the Mercoid decision, 

I believe there was an error made by Mr. Rich as to the Supreme 
Court decision on the Mercoid Midcontinent case being a 5-to-4 decision 
on the quest ion of contributory infringement. 

The disagreement of the Court was with respect to the subject of res 
adjudicata, relating to misuse as a defense, on the grounds that the 
defense could have been raised in an earlier suit but wasn’t. As to the 
misuse principle, the Court was also unanimous in the Mercoid Minne- 
apolis-Honeywell case. I believe that you will find that there are 
ways for these inventors to license their patents without conditioning 
the same to obtain a monopoly on unpatented (by them) material. We 
are working with inventors right along. We are not trying to obtain 
a monopoly. This man found a way to meet a stoker invention and 
he is doing it nicely and he isn’t infringing and isn’t practicing the 
patent improperly; nor are we infringing his patent. 

Mr. Bryson. We will certainly reread the Mercoid case. 

Gentlemen, we are very much obliged to you, you highly technically 
trained attorneys of patent law. 

As declared, we will leave the record open and those of you, even 
those who have not appeared in person, who have pertinent suggestions 
to make may submit them within this period. 

Under those conditions the oral hearing has been concluded. 

(Whereupon, at 4:20 p. m., the hearing was concluded.) 
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out particular reference to a defense emergency and became effective a month 
before the invasion of Korea, they have proved a valuable too] in organizing the 
administration of the defense program. 

As conditions change and new problems arise, these reorganization plans will 
greatly facilitate the adaptation of departmental organization to the new re- 
quirements. However, if the bills adopted by the Congress to enact titles of the 
code into definite law vest the functions in subordinate officers, this possibility 
will scon be blocked and the purpose of the reorganization plans destroyed. 

For these reasons, it is very important that new legislation, and especially 
the bills enacting entire titles of the code, adhere to the pattern established 
by recent reorganization plans of vesting functions in the heads of departments 
rather than in bureau chiefs and other subordinate officers. This principle has 
long been observed by the Congress in case of certain departments, particularly 
tht Departments of State, Post Office, and Agriculture, and now applies to the 
other civil departments. In this connection it should be noted that the Congress 
has followed this principle in the numerous regulatory laws administered by the 
Department of Agriculture as well as those relating to its operating programs. 

Accordingly, I should urge that your committee revise H, R. 3760 to vest the 
functions in the Secretary of Commerce rather than the Commissioner of 
Patents. 

Sincerely yours, 
EtMER B. Staats, Acting Director. 


THE SECRETARY OF COMMERCE, 
Washington, June 20, 1951. 
Hon. Joserpn R. Bryson, 
Chairman, Subcommittee No. 8, Committee on the Judiciary, 
House of Representatives, Washington, D. C. 

DEAR Mr. CHAIRMAN: This letter is in further reply to your communication 
of April 30, 1951, requesting the comments of the Department concerning H. R. 
3760, a bill to revise and codify the laws relating to patents and the Patent 
Office, and to enact into law title 35 of the United States Code entitled “Patents.” 

This bill, if enacted, would codify the patent laws, enact title 35 of the United 
States Code into law, and make certain revisions in existing patent laws. The 
Department of Commerce is fully in accord with the purpose of H. R. 3760 but 
finds it necessary to object to the use of language inconsistent with the provisions 
of Reorganization Plan No. 5 of 1950. 

On March 13, 1950, the President transmitted to the Congress Reorganization 
Plan No. 5 of 1950, which vested in the Secretary of Commerce the responsibility 
for the performance of all other offices of the Department and all functions of 
all agencies and employees (with exceptions not here relevant) of such Depart- 
ment. Resolutions unfavorable to the plan failed to pass either House and the 
plan became effective March 24, 1950. 

In testifying before the Committee on Expenditures in the Executive Depart- 
ments of the House of Representatives, the Secretary of Commerce stated that— 

“The central idea of the plan is to make the Secretary of Commerce respon- 
sible in fact as well as in theory for the operations of the Department which he 
heads. Without reservation, | am convinced sincerely that this plan is entirely 
sound in terms of both theory and practical operation.” 

In his testimony before the committee at that time the Secretary dealt at 
some length and went into considerable detail concerning the functions of the 
Patent Office and the effect of the passage of the plan on the location and 
supervision of those functions. He stated: 

“T have no intention of changing the present procedure or the present powers 
of the Patent Commissioner or the Patent Office, and I have already announced 
my intention of authorizing the Commissioner and the Patent Office to continue 
to carry on their functions in accordance with their present statutory powers.” 

A departmental order carrying out this announced policy was promulgated 
immediately when the plan went into effect. 

Enactment of H. R. 3760 in its present form without providing for the vesting 
of the functions described therein in the Secretary of Commerce would effect a 
partial repeal of Reorganization Plan No. 5, and we are opposed to any such 
result. Accordingly, it seems appropriate that provision be made in the proposed 
codification for continuing the amendment made by this plan. 
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It appears that amendment of H. R. 3760 to provide for the performance of 
the functions by the Secretary of Commerce would be the procedure which would 
be the most satisfactory since the resulting bill would clearly set forth the 
officer of the Government with primary responsibility. We will be glad to work 
with the staff of the committee in the task of making appropriate amendments 
to the bill for this purpose. 

As an alternative, but less direct and therefore less desirable, method of 
accomplishing this purpose we suggest the addition to the bill of a section reading 
somewhat as follows: 

“Sec, —. For the purposes of Reorganization Plan No. 5 of 1950, this Act 
shall be deemed to have been enacted prior to the effective date of such plan.” 
Language similar to that here proposed was adopted by the Congress in enacting 
the Social Security Act Amendments of 1950 (Public Law 754, Sist Cong.) 

Apart from the problems arising with regard to Reorganization No. 5 the De- 
partment believes that the selection of the statutes to be included in the title, 
and the changes in the language required by the arrangement and the omission 
of obsolete material have been in general, very well carried out in the bill. 

In addition to the codification the bill also proposes to make various changes 
of substance in the patent laws. Since most if not all of the changes introduced 
are of a minor character or are of a procedural nature and substantial) 
troversial, or, are such that general unanimity of opinion can be easily obtained, 
the Department has no objection to the changes proposed. 

If we can be of further assistance in this matter in any way, including technical 


noncon- 


assistance by experts in our Department, please call on us. 
We are advised by the Bureau of the Budget that it would interpose no objec- 
tion to the submission of this report 
Sincerely yours, 
D. W. RENTZEL, 


icting Secretary of Commerce. 


THe NATIONAL EprrorrAL ASSOCIAT 
Washington D. C.. June 
Representative Josern R. Bryson, 
House Office Building, Washington, D.C 
DeAR Mr. Bryson: It is our understanding that subcommittee No. 3, of which 
vith respect to H. R 
ar, letter, or by 


T! ere bave 


you are chairman, has just completed a series of hearings 
3760. The proposed omission of the following, “by word, circu 
advertising” provokes some concern on the part of our newspapers 
been so many attempts to curtail advertising with respect to Patent Office that 
we are frankly suspicious that this omission could be construed as granting the 
Commissioner of Patents additional control over advertising by patent attorneys 
or agents. 

The National Editorial Association is a trade organization representing 
approximately 6,000 newspapers published largely in small towns, some weekly, 
some semiweekly, and several hundred dailies, and having distribution in every 
State of the Union. The South Carolina Press Association is one of our affiliated 
groups. So long as advertising conforms to established principles of truth and 
decency and its effect is not contrary to the public welfare, we are committed 
to defend its use against all further restrictions. 

I am sure that the publishers of your State and other areas represented by 
our membership will appreciate your thoughtful consideration in clarifying H. 
R. 3760 to the extent that the Patent Office cannot possibly interpret any section 
of the bill as giving it arbitrary control over advertising. 

Very truly yours, 
Ep M. ANDERSON, 
Chairman, Legislative Committee, 
National Editorial Association. 
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A. Paut Connor, 
ATTORNEY AND COUNSELLOR AT LAW, 
Baltimore 17, Md., May 14, 1951. 
Re Patent advertising ethics. 
Hon. J. K. Bryson, 
Vember of Congress, 
Washington, D.C. 

Dear CONGRESSMAN: I suggest that you look into the following phase in patent 
matters. It seems that some patent attorneys expend some $5,000 a month in 
paid advertising in periodicals. The same attorneys employ learners to make up 
their applications, but get the full fee for the work, leaving the impression with 
the inventors that they are getting the personal service of the members mentioned 
in the title of the concern. 

If requested, the Commissioner of Patents would be glad to furnish data on 
this phase of patent practice: It would seem consistent with good practice to 
limit the expenditure for paid commercial advertising by patent attorneys to 
$1,000 a month at normal rates (no discounts or rebates). And put this in the 
statute, so it will be enforceable. 

Yours very truly, 
A. PauLt CONNOR. 


KANE & Koons, 
Washington, D. C., June 15, 1951, 
CHARLES J. ZINN, Esq., 
Law Revision Counsel, House Judiciary Committee, 
House of Representatives, Washington, D. C. 

Dean Mk. ZINN: In our brief conversation of yesterday, I gave you a reference 
to volume 61, page 941, of the Reports of the American Bar Association (1936), 
which showed that Mr. Howson, of Philadelphia, recommended the amendment 
of title 35, section 11, of the United States Code (R. S. 487), by striking out from 
the second sentence thereof the words “by word, circular, letter, or advertising.” 
An examination of that reference will further show that Mr. Howson explained 
that the presence of those words in the statute had been construed “by some” as 
recognizing by inference that some advertising by patent attorneys is proper, 
and that, as the statute then and now stands, there is a question as to whether 
or not the Commissioner has the power to prohibit registered patent attorneys 
from advertising, except when done with misleading intent. 

From the report of the committee on ethics and grievances of the American 
Bar Association to the section of patent, trade-mark, and copyright law (1089), 
it is very clear that Conway P. Coe, when he was Commissioner of Patents, 
interpreted the law as preventing him from prohibiting advertising. The follow- 
ing is a quotation from that report: 

“That subsequently a conference was held at Chicago on February 19, 1939, 
at which it was agreed that the most desirable action would be the Commis- 
sioner’s promulgation of a rule prohibiting the practice but that, irrespective of 
how favorably disposed he might be, he would not take such action unless the 
present statute be clarified by amendment, as it is his view that under it he does 
not have the authority to do so. He has been advised that the following portion 
of section 11 of the present act: ‘or who shall with intent to defraud in any 
manner, deceive, mislead, or threaten any applicant or prospective applicant 
or other person having immediate or prospective business before the Ollice by 
word, circular, letter, or by advertising’ are words which limit the broad dis- 
ciplinary authority which the statute apparently intends to vest in him.” 

Reference is also made to volume 65, Reports of the American Bar A 
tion (1940), pages 470 et seq. On page 471 it appears that the section of patent, 
trade-mark, and copyright law reported to the American Bar Association in 
140: 

“The Commissioner of Patents alone has power to discipline registrants who 
are not lawyers, and it is asserted that the power given him by statute (R. 8. 
487.35 U. S. C. 11) is insufficient to enable him to forbid all advertising because 
the present statute, by mentioning advertising, impliedly authorizes it.” 

The section thereupon recommended to the bar association—for the purpose 
of accomplishing the result of enlarging the Commissioner’s power in order to 
make it possible for him to forbid advertising—the enactment of a statute 
which would omit from the law the words “or who shall, with the intent to defraud 


.ssocia- 
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in any manner, deceive, mislead, or threaten any applicant or prospective 
applicant or other person having immediate or prospective business before the 
Office by word, circular, letter, or by advertising.” 

I have deemed it advisable to give you these further references because 
apparently had not been advised that the patent law section of the American 
Bar Association has for more than 15 years been attempting to have the word 
“sdvertising” deleted from the statute. By writing this letter I do not intend 
to foreclose my right to file the written statement which we discussed yesterday 


use in Vvour dis 


vou 


This letter is intended merely as something which Vou miay 
cussion of the matter in the executive session next week 
Thanking vou for your courtesies in this matter, I am 


Very truly yours, 
AL. PHiLie KA 


Mr. JoseepH R, Bryson, 
Chairman. Subcommittee No. 3, Committee on 
House of Representatives, Washington, D. ¢ 
Dear Mr. Bryson: Thank vou fer your very courteot 
garding the status of that part of H. R. 5760 in which we are int rested 
that has been submitted to you and yo 
t 


In addition to any other material 
associates in relation to section 32, 1 would like to take a moment of your 
to incorporate in this letter the statement that as publisher of one of the large 


tf 


circulation magazines in the country (more than a million every month) of 
interest to inventors, we have, over the years, received a negligible number 
of complaints from inventors about the patent attorneys Using our columns 
In fact, our present editor tells me that since September 1948S we have had no 
complaints whatsoever from our readers about patent attorneys 


So I hope that whatever form the bill you are now working on takes | 
preserve the rights of patent attorneys to effectively tell inventive Americans 


t will 


that their services are available 
With best regards, I am, 
Cordially yours, 
Goprrey HAMM 


New ORLEANS 


Hon. JoserpH R. BRYSON, 
House of Repre weoprarhives, 
Washington, D. ¢ 


7 


Dear Sir: I have recently completed reading your bill H. R. 3760 th: 
revise and codify the laws relating to patents and the Patent Office 

I respectfully make the following comments and suggested amendment 
your bill after having had over 20 years’ p rsonal experience in patent matters, 
working for both patent atturneys and inventors 

I sincerely believe there is a large number of people like myself who are 
now doing a certain kind of patent work that will become illegal to perform 
should your bill as it is now written become a law . 

Il am speaking of those of us who are now employed by patent attorneys from 
time to time to write their specifications, Claims, and amendments, and then 
return the same to them for prosecution in the United States Patent Office 
I have been employed for this type of work when the local attorney is busy 
or when he desires the benefit of my years of experience as a mechanical eng 
neer with invention development experience. T am, of course, always paid by 
the job. Another hardship, your bill as it now stands will be on the engineer 
who assists the development of an invention for a person of very limited means 
and is then employed to make a patent drawing, write the specifications and 
Claims. The work is then given to the inventor for whatever disposal he sees fit 

No one wants to see the inventor protected and the legal profession preserved 
more than I do, but I feel that there is a certain type of worker, as described 
in the last paragraph, that is more and more being placed in an impossibl 
position Therefore, I suggest that the following be added te hi ‘r1. section 
31. of your bill: Patent Office; practice before Patent Office rulations fot 


agents and attorneys 
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Suggestion: “That the Commissioner of Patents shall issue a certificate of 
authority to write patent specifications, claims, and amendments to anyone 
who shall present written proof from a registered patent attorney or agent that 
the person making application for certificate has been employed by them con- 
tinually for 3 years or part time for 5 years; that the certificate shall state if 
the person is qualified just to write specifications, or the claims, or the amend- 
ments, or all three, and if they are qualified to write the same for chemical, 
electronic, or mechanical inventions; that a charge of $10 shall be made for 
each certificate.” 

The above-suggested addition does not in any way whatsoever suggest, approve 
or recommend that a person other than as now licensed be permitted to practice 
before the Patent Office. In fact, I would even make it a crime for the tele- 
phone directories to list people whose ads in the yellow section suggest they 
are patent attorneys. (Some people still do this in spite of all the laws and 
the Patent Office well knows of the fact.) 

Another thing sir, a large number of people are mislead about inventions 
and patents by the report they receive on searches, yet, anyone in Washing- 
ton, D. C., can advertise they make patent searches and send any kind of a 
report they see fit. They can work for an attorney and still only half do the 
job without being found out for months, and there is no restrictions put on this 
practice or are people required to show they are qualified to make a patent 
search before doing so. 

One other matter often overlooked is the fact there is practically no school 
in most parts of the country where one can go and take a course in patent law. 

I trust you will give serious consideration to the above matter and be able 
to make some form of amendment to your bill that will permit others like myself 
to continue to perform certain useful services to inventors and patent attorneys 
with limited funds. Services, I respectfully repeat, are not desired by us to be 
taken as the practice of patent law. I am sure that neither you or the Com- 
missioner of Patents have any desire to force me out of work, yet, what can 
one do should your bill be passed? Patent attorneys here in the South do not 
by themselves have enough work to keep one busy, and I for one cannot afford 
to move and try to make a connection with a patent attorney in another city. 
No course of instruction in patent law is given in this area. 

A letter as to my ability in patent work given by a registered patent attorney 
and former examiner in the Patent Office is not taken as proof enough under 
the present law for me to be granted an agent’s license, and I know from experi- 
ence that I cannot pass an examination for the same without first taking a 
course in patent law. This latter is not because I do not know everyday pro- 
cedure but because I am not up on the finer points of the subject. 

Trusting I may have the pleasure of hearing from you regarding this matter. 

Sincerely yours, 
J. OWEN EVANs. 


1821 TWENTY-FIRST AVENUE, Lona ISLAND City, N. Y. 
May 15, 1951. 
Hon. JoserH R. Bryson, 
Chairman; Subcommittee on Patents Trade-Marks, and Copyrights, 
House of Representatives, Washington 25, D. C. 

Dear Mr. Bryson: As a member of the patent bar for the past 9 years, pre- 
vious to which time I was an examiner in the United States Patent Office for 11 
years, I have been deeply interested in H. R. 38760 which you recently intro- 
duced. Thank you for sending me a copy of your bill. 

I have read over the provisions of your bill and believe that it will do much to 
clarify and strengthen the patent law. However, I should like to recommend’ 
that one additional clause be added in order to clarify the application of section 
4 of chapter 1. 

I believe that this section was not meant to apply to applications which were 
filed prior to the effective date of the act, nor to patents which have been or will 
be issued on such applications. Although section 4 of chapter 4 was probably 
designed to exempt such applications from the provisions of section 4 of chapter 
1, I believe that such exemption should be made more explicit, and several mem- 
bers of the patent bar with whom I have discussed this matter agree with me. 
I therefofe recommend that a section, somewhat as follows, be added to the bill: 

“Section 4 of title 35, as enacted by section 1 hereof, shall not apply to appli- 
cations filed prior to the date on which this Act shall take effect, nor to patents 
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issued or to be issued on such applications, but the law previously in effect, 
namely Revised Statutes 480 (U.S. C., title 35, sec. 4, 1946 ed.) shall apply to 
such patents and applications.” 

I should like to make another recommendation. All patent examiners are 
qualified as engineers. The provisions of the above section of the bill would 
greatly reduce their ability to get employment as research and development 
engineers, since their employers would be placed at a great disadvantage in 
respect to inventions which such employees might make within 1 year after 
they left the Patent Office. To give sufficient notice to examiners who are con 
templating employment as engineers, it is recommended that the provisions of 
the above section should not be made effective as to applications which are filed 
within 1 year after the date of enactment of the act. To incorporate such a 
provision, a section, such as the following, might be added, in place of the above 
proposed section : 

“Section 4 of title 35, as enacted by section 1 hereof, shall not apply to appli 
cations filed prior to one year from the date on which this Act shall take effect, 
nor to patents issued or to be issued on such applications, but the law previously 
in effect, namely Revised Statutes 480 (U. 8S. C., title 35, see. 4, 1946 ed.) shall 
apply to such patents and applications.” 

Thank you for your consideration of this matter. 

Respectfully yours, 
sENJAMIN Fox. 


NEWARK 2, N. J., May 24, 1951. 
In re H. R. 3760. 
COMMITTEE ON THE JUDICIARY, 
House of Representatives, 
Washington, D. C. 
(Attention: Mr. Bryson.) 

DEAR Mr. Bryson: I respectfully express the opinion that section 33 of the 
above entitled bill is not broad enough. The words, “holds himself out,” to me 
mean that for a person to fall within the condemnation of that section, there must 
be a direct active representation. It is my thought that this section should be 
expanded by the insertion before the word “holds” in line 2 thereof the following 
“renders services in the preparation or prosecution of applications for a patent 
before the Patent Office, or offers to render services in the preparation or prose 
cution of applications for a patent before the Patent Office,” 

Thus, if this amendment is added, without any “holding out,” or any represen 
tations of any kind, the mere fact of the rendition of these services without a 
representation of qualifications will constitute an offense. 

Would it not also be desirable to provide in this section some mechanism for 
enforcement of the penal provisions such as a statement where the complaint 
shall be made, i. e., where the acts were performed, and that the United States 
district attorney for the particular area shall be empowered to initiate the prose 
cution as well as any interested citizen. 

Very respectfully yours, 
NORMAN N. Popper 


Rapio PATENTS Corp., 
Vew York 16, N. Y., June 20, 1951. 
lion. Josern R. Bryson, 
Vember, Judiciary Committee, House of Representatives, 
Washington, D.C. 

DrEAR Sir: My attention has been called to your proposed bill, H. R. 5760, revising 
the patent laws. I believe there should be included therein a clause protecting 
inventors or inventions made abroad. We have a number of associates abroad, 
such as the General Electric Co., Ltd., and I might cite the following example : 

Scientists would be working in the laboratory on a new development—perhaps 
a very important contribution and invention. In the laboratory there may be 
two or three assistants. While they keep careful records of their experiments and 
developments, they do not file an application until they have completed their 
experiments and determined best results; or, if a provisional application is filed, 
it gives a general outline without details 
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If an assistant should leave the employ of the laboratory or should by chance 
mention to a friend something about this development and this information is 
published in England, this publication would be beyond the control of the inventor 
The inventor then proceeds as quickly as possible to file a provisional application 
to protect himself in England. Within the year he files in the United States, 
claiming the convention date. The uncontrolled publication of some of the infor 
mation would invalidate his American application and patent as far as the dis 
closure is concerned due to this publication. 

On the other hand, if his actual date of filing his application in the United 
States were allowed to be equivalent to or the same as the convention date, he 
he would get his desired protection. Therefore, I recommend that the actual date 
of filing in the United States under a convention date should be the convention 
date as far as publications are concerned describing work done by the inventor 
himself. The present law does not protect an inventor in such situations where 
publication is beyond his control. On the other hand, an American inventor is 
protected abroad under similar situations. Therefore, it is unfair and in due 
time Americans may lose valuable rights abroad if the foreign countries should 
retaliate against this unfair situation here, 

As outlined on page 9, paragraph 102, the present bill provides that the inven 
tion must not be published more than 12 months prior to the filing of the appli- 
cation in the United States. This should be limited to state that it must not be 
published by others or as the discovery of others, other than the inventor. The 
inventor should have the right to patent protection providing he files his applica 
tion within 12 months of his publication anywhere and then providing he files an 
American application equivalent to such foreign application under the convention 
date. 

I hope you will give this due consideration, as situations are constantly arising 
Which are very unfair to inventors, especially those residing abroad 

Very truly yours, 
Rapio Parents Corp., 
WILLIAM Duniiier, President. 


PATENT Equiry ASSOCIATION, INC., 
Vew York, N.Y., June 18, 1951. 


Hon. EMANUEL CELLER, 
House of Representatives, 
Washington, D.C. 

DeAR Sirk: As directed by the board of directors of the Patent Equity <As- 
sociation, IT am sending you herewith 10 copies of a resolution of the board in 
reference to H. R. 3760, Eighty-second Congress, first session, for the use of 
the members of your committee. 

Very truly yours, 
T. IRvING Porter, President. 


RESOLUTION 


Referring to H. R. 3760, Eighty-second Congress, first session, a bill to revise 
and codify the laws relating to patents, and so forth, the board of directors of 
Patent Equity Association, Inc., hereby resolves as follows: 

1. The bill evidences much careful thought. 

2. The provisions of the bill are, for the most part, sound and constructive 

3. The bill is endorsed, except for section 102 (e), which should be eliminat- 
ed, and section 212, which should be clarified if retained. 

4. Section 102 (e) would perpetuate various anomalous results that have 
developed under court decisions, e. g., the following results: 

(1) An inventor invents a new window screen and sells a few to trv 
out the market. An early customer then invents a lock particularly adapt- 
ed for that screen—and hurries to the Patent Office with an application 
which necessarily discloses the screen in order to show how the lock works. 
This second inventor is honest, and his application claims only the lock, 
not the screen. The first inventor then files an application on his screen 
within the vear permitted by section 102 (b), and obtains his patent. Later 
the second inventor’s patent issues on the lock. Years later, after both 
inventors are dead, the first inventor’s screen patent is invalidated by the 
subsequently issued lock patent which made no claim whatever to the 
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screen. Thus, the first inventor’s screen patent is invalidated on the first in- 

ventor’s own invention, even though the first inventor filed within the 

year permitted by section 102 (b), and even though no one other than the 
first inventor ever even claimed to have invented the screen! This re 

markable doctrine stems from Alexander Milburn vy. Davis-Bournonville (270 

U. 8. 390). In that case, the two applications were filed only 5 weeks apart, 

and only one of the applicants claimed to be the inventor of the invention 

which the court struck down. 

(IL) Under section 102 (e) information which is not available to the public 
When an inventor files his application becomes prior art against his patent 
ex post facto—through an earlier filed application subsequently issuing as a 
patent. And in view of section 103, the earlier filed application does not even 
have to disclose the invention; instead, it is added, ex post facto, to other 
things to synthesize the invention—and by hindsight at that 

5. Section 212 is new to the law, and it probably will make things worse instead 
of better. If retained, it should be clarified. As worded, it is not at all clear 
whether a joint inventor who grants a license has to both obtain the consent of 
the other inventor and account to him or only either (a) obtain consent or (b) 
account. 

6. The president of Patent Equity Association, Ine., i «ted to forward 
10 copies of this resolution to the Committee on the Judiciary, House Repre 
sentitives 

Boarp or DirkecTorRs, PATENT Eq 


COUNSEL, JUDICIARY COMMITTEE, SUBCOMMITTE! 
House oT Repre sentatives, Washington, D 

Srks: I have been informed of the work of th ating committee spon 
sored by the Council of Patent Law Associations ! iewil lrafts of the 
proposals for recodification of the patent laws, and in particulsa 1 proposing 
corrections in the bill H. R. 3760, on which hearings : l 
on June 13. 

I approve of the proposals made by the coordinating 
that they may not have gone as far as is desirable i 
important of all the sections of the tich Is section 102 
section, defining what is patentable, si from some 
including use of words without ante use of diffe 
the same thing, use of special words of art withou 
illogical and confusing arrangement 

Il am sure that you are as de piy concer! ed as any 
directly interested in the patent laws in having tl 
With the greatest clarity, and I consequently invite you 
tion of the following additions and changes, which are 
believed to be codification of existing law, with no changes 
was intended in section 102, and the immediately adjacent 
before the Congress: 

100. Definitions Add the following subparagraph : 

“(e) The word ‘applicant’ includes not only an inventor but al 
ventors, and personal representatives and assignees when entitled to take 
in connection With applications for patent 

101. IJnventions patentadie.—In line 1, after “any” insert “inventi: 
as”: 

101—-A. Date of invention (new section to be inserted between 101 and 102) 
“An invention shall be deemed to be made when conceived by and actually re 
duced to practice by or on behalf of the inventor or constructively reduced to 
practice by the filing of an application for patent, provided that an asserted 
prior invention or prior knowledge, use, or publication, may be overcome by 
proof of reasonable diligence in adapting and perfecting the invention from a 
time just before the earliest activity of the rival inventor or the earliest date 
of knowledge use or publication, and continuing until the reduction to pract ; 

102. Conditions for patentability: novelty and loss of right to patent. 
write the section as follows: “An applicant shall not be entitled to a paten 


an invention if the inventor or inventors named in the application for 


REGSS D1 ser. 9 13 








1SS PATENT LAW CODIFICATION AND REVISION 


did not themselves invent it, nor if the invention has been abandoned, nor if 
any of the following prior art exists: 

(a) the invention was known or used by others in this country, or pat- 
ented or described in any printed publication in this or any foreign country, 
before the invention was made by the named inventors ; or 

(>) the invention was patented or described in any printed publication 
in this er any foreign country or in public use or on sale in this country, 
more than 1 year before the date of the application for patent in the 
United States; or 

(c) the invention was described by another in an application for patent 
filed in the United States before the invention was made by the named ‘in 
ventors, and issued as a patent; or 

(d7@) the invention was first patented or caused to be patented by the 
applicant or his legal representatives or assigns in a foreign country before 
the date of the application for patent in this country on an application filed 
more than 6 months in design cases or 12 months in other cases before the 
filing of the application in the United States; or 

(e) the invention was, in fact, made in this country by another, who had 
not abandoned it, before it Was made by the named inventors. 

In addition to the foregoing, I would like to comment on proposals to amend 
the bill by replacing the word “abandoned” by the phrase “abandoned, sup- 
pressed or concealed.” IT would like to urge most emphatically that this not be 
done, since the words “suppressed or concealed” have been used by judges to 
characterize certain acts as being tantamount to abandonment, but, if imported 
into the statute, would have far greater and entirely unintended effects in 
penalizing inventors whe follow the normal practice of developing their inven- 
tions in secrecy, 

In conclusion, I wish to commend those who have devoted so many hours to 
work on this bill, for the excellent results, and to urge that it be approved with 
such corrections as may be needed to make it say exactly what it is intended 
to say. 

Very truly yours, 

HaAroLtp S. MEYER, 
Patent Counsel. 


JENNINGS & CARTER, 
Birmingham, Ala., May 8, 1951. 
Hon. JosepH R. Bryson, 
Vember of Congre NS, 
Washington, D.C. 

Drar Mr. Bryson: I am writing to you to give you my wholehearted support 
of bill H. R. 8760, a bill to codify the patent laws of the United States. 

I have carefully studied this bill, and I sincerely believe that it is far better 
than the existing statutes. I note with particular interest section 108 in which the 
obviousness of subject matter is made the test of patentability, and I believe that 
this definitely improves the situation. In my opinion, the Supreme Court has by 
its recent decisions taken a long step toward ruining our patent system, and I 
believe that this bill, if enacted into law, will aid in curing some of the judicial 
misconceptions about the purpose, scope, and beneficial results of our patent 
System 

While I do not know if it would be practical, it occurs to me if the bill could 
contain as a sort of preamble a statement of the sense of Congress to set forth 
the intent of the act that this might have some beneficial effect on its construction 
by the Supreme Court. It is amazing indeed to all who are familiar with the 
subject, as I know you are, that patents are treated so differently from copy- 
rights when both stem from the same clause of the Constitution. The only answer 
I can think of is that while judges do not invent they do write books. It must 
be a subconscious reaction which prompts them to treat the two classes of prop 
erty so differently. 

I call your attention to the obvious error in the use of the word “of” instead 
of “or”, section 242 (4). Other than this formal change, I have no suggestions 
to make and certainly wish to congratulate you on a fine job. Let us hope that the 
bill will pass because I for one sincerely believe that it will be to the best interest 
of the country for this to become law. 

Respectfully, 


JENNINGS & CARTER, 
By HucGu -P. Carrer. 
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GRAND Rapips, MICH., 
Hon. J. R. Bryson, 
House of Representatives, Washington, D.C 

Dear Sik: I have a copy of the bill H. R. 3760, which was introduc 
and referred to Committee on Judiciary. 

At the present time the last sentence of section 103 that “Patentability shall 
not be negatived by the manner in which the invention was made” is an impor 
tant matter which unquestionably should be in the bill In addition, and per 
haps supplementing it, it is believed that the matter of looking at or considering 
invention and patentability should be done objectively and not subjectively 
When considered objectively, the test is, What did the invention do? When con 
sidered subjectively, which is the way most theorists and impractical men want 
to do the job, it is based upon the mental attitude of the individual, the judge, 
or the Patent Office examiner. Even the best-qualified cannot d istice when 
affirming or denying patentability subjectively. 

Some years ago, | believe in the first term of President Roosevelt, a commiuttes 
Was appointed which made a report recommending the objective method. 

I do not know where it could be introduced into the statute, but additionally 
I believe that it should be put into the statute appropriately the thought that 
a Valid patent is property and not a monopoly. A valid patent must have as a 
basis creation of something new which did not exist before Analogous to the 
building up of valuable property by hydraulic dredging, for example, to fill in 
swampland along a river, lake, bay, or the like, such property when created 
should belong to the creator. There is no question ever raised as to monopoly 
when real estate is created. But somehow through false propaganda it is the 
belief of many—and in the many are several of the judges who pass upon pat- 
ents—that an owner of a patent is to be treated as any other monopolist. This 
is based upon the fact that the owner of a patent has a right to exclude others 
from practice of his invention. Seemingly this right to exclude in the case of 
patent property is considered a monopoly, with all the odium which goes with 
the name; but right of all other property, either real or personal, to exclude 
others—in other words, to monopolize it—is perfectly right and justified but 
not in the case of one who creates through invention valuable patent property, 
which is no more an odious monopoly than a farmer who owns SO acres of land 
is, to all people except Communists and their helpers, a monopolist because of 
his right of exclusion, lasting forever to exclude others from his farm 

Yours very truly, 
FRANK E. LIVERANCE, Jr 
Lessor iated Wit Laurence, i eodl Tis, WV Us af P) 


ToLepo, On10, May 9 1951 


In re H. R. 3760, a bill to recodify the patent laws, April 18, 1951, referred to the 
Committee on the Judiciary. 


Hon. JoserpH R. Bryson, 
Chairman of the House Committee on Patents, 
Washington, D.C. 

Str: There is appreciated the supply of copy of the above, which forwarding is 
understood as submitted for comment from here 

Page 9, section 102 (a), line 1. before “known” it is suggested there be inserted 
“publicly”; otherwise, it would seem that one baving the know-how could keep 
such indefinitely from the public and thereby failing to promote the useful arts 
purpose of the patent laws. Unless “publicly” be inserted as above proposed, the 
secret operator who does not choose to let the public have the know-how after 
17 years, or at any time, is thus enabled to stand in the way of protecting the 
one who is willing to take out a patent for the property-right term, thereafter 
leaving such open to ail. 

Under this section, is it not proper to identify Patent Cffice-published Abstracts 
of Applications of no anticipation standing prior to such publication, regardless 
of how long prior thereto filing may have occurred. 

Section 103, delete all but the last sentence. This term “Obvious” opens the 
door for destroying all patent-invention property. The requirements of a patent 
applicant are that the disclosure made shall be “Obvious”; i. e., in such explicit 
detail that anyone who is skilled in the art, by perusing thereof, may carry 
through the invention at the time. The obvious support required to obtain the 
property right is by this proposed enactment blasted into a nullity, 
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Page 10, section 202, second paragraph, line 3, change “grant” to “filing.” 

Of course, the new claim developed for the reissue should have property right 
attach thereto only from the grant of the reissue deed, to which date the infringer 
is clear of liability. Quite frequently a patentee notes that a later-issued patent 
te someone else contains claims which the earlier patentee may rightly make as 
a prior inventor. Surely it is not the purpose of Congress to reward the second 
to operate clear of the property-right award in the reissue. Filing date of orig- 
inal should have like status as continuation (sec. 120) and divisional (sec. 121), 
and not give interferant and all others, active prior to reissue new claim grant, 
a noninfringement status, 

Otherwise, this H. R. 3760 is approved as desirable, and more so than Highty- 
first Congress’ H. R. 9133. a 

Respectfully, 
GrorGe E. Kirk. 


SHEPHERD & CAMPBELL, 
Washington, May 15, 1951. 
COMMITTEE ON THE JUDICIARY, 
House of Representatives, Washington, D.C. 

GENTLEMEN: This is in reference to H. R. 3760, a bill to revise and codify the 
laws relating to patents. 

I wish to suggest the following modification be made in the bill by adding 
sections 108a and 103b to read as follows : 

“103a. A cause of patentability shall be deemed to have been established when 
the device of the application achieves a new and useful result, Which no single 
prior device is capable of producing and which result goes beyond mere in- 
creased excellence of workmanship. 

“103b. A case of patentability shall also be deemed to have been established 
where a new assembly and relationship of parts accomplishes an old result in 
a markedly more facile economical and efficient way and especially where a 
marked saving in time or labor by the user results.” 

My reasons for urging this modification are as follows: 

Section 108, as proposed in the bill, leaves the grant or refusal of a patent 
too much to the whim of the Patent Office examiners. What one eXaminer would 
deem to be “obvious” another might deem to rise to the dignity of invention, 
It is highly desirable to lay down some positive rule rather than a negative one, 
if possible. 

Just as no one would plant an orchard and prune and spray and cultivate the 
sume through the early years of growth if Tom, Dick, and Harry could appro- 
priate the fruit waoen the orchard came into bearing, so no creator of a new 
device will go to the very great initial expense of putting a new device on the 
market and building up a demand for it if the business pirate can then step in, 
have dies made from his device, and cut his market to pieces. 

This Nation has grown great largely because of the hundreds of thousands 
of small businesses built up through the activities of the American inventor, and 
all doubts should be resolved in his favor. 

If the old and known devices are just as good as his, then let the infringer stick 
to them. If they are not as good, to the extent that the purchasing public con- 
sistently demands the new article, then that should be sufficient to show that 
a nonobvious thing has been done 

It must be borne in mind that the patent examiner looks at patent applications 
with eyes instructed by the applicant’s work, and the tendency is strong to dis- 
miss with the wave of the hand that which might represent many days of work 
and experimentation and the expenditure of large sums of money. 

That such tendency exists has repeatedly been recognized by the courts, and 
the more learned and experienced the judge, the more likely is he to recognize 
that fact. 

See Furies Mfg. Co. v. Brown & Co, (121 Fed. 547) : 

“The eve that sees a thing already embodied in mechanical forin gives little 
credit to the eye that first saw it in imagination, but the difference is just the 
difference between what is Common observation and what constitutes the act of 
erention. The one is the eve of inventive genius; the other of the looker on aiter 
the fact”; and 

International Tooth Crown Co. vy. Richmond (30 Fed. 775): 

“It is not difficult, after the fact, to show by argument how simple the accom 
plishment was, and by aggregating all the failures of others to point out the 
plain and easy road to success. This is the wisdom after the event that often 
forfeits invention, and levels it to the plane of mere mechanical skill.” 
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New York, N. Y., June 21, 1951. 
Re patent bill H. R. 3760. 
Hon. Joseru R. Bryson, 
House Office Building, Washington 25, D. C. 

Dear Mr. Bryson: This bill contains some very troublesome clauses which 
ought to be well considered in their implications before the bill is enacted. In 
its present form, the bill represents the complete destruction of the patent system, 
if I understand the implications of the bill correctly. 

In order to make this clear to you I will explain it very briefly: 

1. The harsh attitude of the courts toward patents threatens to destroy the 
rewards of research by giving developed inventions, by court action, to the first 
person who is willing to seize them for profit. 

2. This unfortunate severity has driven research organizations to contemplate 
the abandonment of the patent system and the institution of a policy of secrecy. 
This is simple self-defense. 

3. Paragraph 102G of the patent bill goes beyond this right of secrecy, permits 
every research organization to keep its inventions secret and then makes those 
secret inventions an anticipation for any similar patent granted to an inventor 
who is willing to publish his invention under the provisions of the patent law. 

4. At present, inventions kept secret do not anticipate those which are made 
public under the patent system. This paragraph adds to the prior art every 
invention which has been secreted in all the research organizations and will 
destroy the patent system by making the patents of such precarious nature as 
to be worthless. 

5. The research organizations which contribute their funds to the development 
and well-being of the Nation are entitled to protection, but that protection should 
come from a just enforcement of patents against infringers 

Very truly yours, 
Joun L. SEYMOUR. 


Cuicaao, May 18, 1951. 


Re H. R. 3760 (Bryson) Patents. 


House Jupicrary COMMITTEE, 
House Office Building, Washington, D. C. 

GENTLEMEN : Section 108 (p. 9) is considered OMectionable as tending further 
to confuse the question of what constitutes patentable invention 

It is recommended that the section be (a) deleted; (¥) amended to read as 
follows: 

“Sec. 103. CONDITIONS OF PATENTABILITY.—A patent may be obtained provided 
the invention is not identically described or disclosed in the prior art set forth 
in section 102 of this title, and provided that the differences between the subject 
matter sought to be patented and said prior art are such that the subject matter 
as a whole could not be reproduced without modification of the prior art as it 
existed at the time the invention was made.” 

Proposed section 103 purports to codify (without clarifying) a theory of case 
law which is responsible for a great deal of confusion in the administration of 
the patent law, i. e., What is mechanical skill? 

What constitutes “mechanical skill’ is a purely subjective question, and like 
“invention” is practically indeterminate and not susceptable of ultimate 
definition. 

Section 105 as printed would perpetrate a source of confusion 

Respectfully, 
CALLARD LIVINGSTON, 


JUNE 25, 1951. 


Hon. Josern R. Bryson, 
Chairman and Members of House Judiciary Subcommittee No. 3, 
Old House Office Building, Washington, D. C. 


Dear Sirs: This is written to answer certain questions which have arisen rela- 
Parenthetically let it be noted while witness 
(now comprising sec. 103) to contrast same with 
also would include 


tive the testimony of the witness. i 
criticizes the subjective test 
objective test, yet witness would let subjective test remain but 
objective test. 
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INDEX OF SUPPLI 


I. Exact reading of full text of section 102 urge ; itr s. No change in 
wording of first paragraph now constituting sect 

If. Objective test and meaning of an application to exam “Objective” 
definition from Webster 

Ill. Advantages of objective test to following 
solicitors, judges, Federal court, and public 

IV. Objections to subjective test: Indefinitene 
imaging. 

V. Assurance courts will follow objective or 
Congress 

VI. “Independently of and apart from 

VII. Answer to two contentions disapproving objective test 

VIII. The Supreme Court in decision prior to writ of certiorari never held 
patent claim void for lack of patentable invention except where no new fune- 
tional relationship was established. * * * Objective test harmonizes the 


~*~ * * 


Cases, 

IX. Rebuttal of allegation that courts have not applied the objective 
a... On contrary courts have applied same and spoken in terms of 
functions and specifically approved George L. Roberts statement of the objective 
test. 

X. Conclusion 


I. EXACT READING OF FULL TEXT OF SECTION 05 P 


Witness desires section 108 of H. R. 3760 to read: 

“Sec, 103, CONDITIONS FOR PATENTABILITY ; NONOBVIOUS SUBJECT-MATTER AND NEW 
FUNCTIONAL RELATIONSHIP.—A patent may not be obtained though the invention 
is not indentically disclosed or described in the prior art set forth in section 102 
of this title, if the differences between the subject-matter sought to be patented 
and that prior art are such that the subject-matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in 
the art to which said subject-natter pertains. Patentability shall not be nega- 
tived by the manner in which the invention was made. 

“Independently of and apart from the above, a patent may be obtained for 
an invention and patentable novelty shall be found therefor, whenever there is 
established a new functional relationship between any of the factors which are 
required for rendering an invention in the industrial art practically operative.” 

With the section thus worded, not a single change has been made in the first 
paragraph now constituting section 103 The added second paragraph consti 
tutes the objective test (new functional relation) which witness requests to be 
added to the t The first paragraph allows to the applicant the obvious 

al Yhe second paragraph allows to the appli 


or nonobyik« t P patentability 


] 7 


cant the objective or new functional relationship test and renders more certain 


the patent grant when if is established that there are new functional relations 


existing between the cooperating factors and such establishing shall render pat 
entable novelty finding mandatory 


Il. OBJ! rivi rt I \ NING ! AND APPLICATION 


“Objective”: (Webster's New International Dictionary ) 

Noun: “That which is objective or external to the mind.” 

Adjective: “Emphasizing or expressing the nature of reality as it is apart from 
self-consciousness; treating events or phenomena as external rather than as 
affected by one’s reflections or feelings; expressing facts without distortion from 
one’s personal feelings or prejudice.’ 

Witness gave exampie of an invention comprising a screw-driver tool being 
inserted in the chuck of a brace and bit type which enabled the operators to 
work with much greater efficiency. Is the functional relationship of the 
screw-driver tool to the chuck of the brace old? This is a dairect question of 
fact external to “feelings” of examiner or judge. It is not a question of whether 
it appeals to him as obvious or not—obviousness is addressed to his “feelings” and 
is essentially subjective. The answer to the question is that the same functional 
relationship is found between the chuck of the brace and the bit as between the 
chuck and the screw-driver tool. The chuck of the brace gives rotary motion 
and pressure downward just as it does when the screw-driver tool is substituted 
for the bit. Therefore, patentability should be denied. 
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The barb wire gives the affirmative of the : ation of the objective test 
The functional relation of holding the barb at 90 degrees to the carrier wire by a 
bearing formed by two wraps of the wire of the barb was nev And the Su 
preme Court held the patent valid. 


[il ADVANTAGES OF OBJECTIVI rES1 


(1) Inventor: May know with far greater certainty whether his contribution 
is one to be awarded a patent and if a patent is allowed whether it probably will 
be sustainable in court, and this before he spends years of his life and great 
Suis OF Toney ith its development and marketing At » He Thay be met 
with a court decision stating with no greater ric ¥ han “We think the 
invention is obvious to those skilled in the art 

(2) Patent Office: The objective test affords , { ‘iterion 
precise definition of a pat able invention that burden. of nt Office 
great! ghtened 


(Oo) Solicitor: Serves as a measure or criterion in advising as to pa 


novelty and also in his constructive work of prepa “ej t wid claims 


t 


patent applications 
t) Judges of Federal courts: Supplies a criterion de (| from judicial 
authority to aid them to sound and consistent judgme 1 patent cases 
9) Public: Public in adopting machines or it tion an know whether 
s infringing or not with far greater certaint ! is less litigation 
Application of the objective test has advantage of a o-volu x llustra 
mn, derivation, and application to adjudicated cases 


PIONS TO SUBJECTIVE rEST, I Ek... OBVIOUSNESS W iil 


SECTION 108 AS PRESENTLY SET FORTH 


Indefiniteness: What is obvious to one man is not obvious to another. After 
being taught how to solve a problem, of course it is “obvious.’ Surely, such is 
not a reliable criterion to test whether a contribution is patentable Yet this is 
what the committee is asked to enact into law as the only measure of patentability 
Note well witness would let section 103 remain as is but would add the objective 
test 

Example: Inventor files patent application. Examiner replies rejecting claims 
thereof, stating “In view of prior art cited references, it i mbvious to those 
skilled in the art to do what applicant proposes How the Solicitor to an 
swer on rational basis snch contention which amounts » nothing more than 
“we think anyone skilled in the art could overcome { » problem vou faced,” 
How can examiner know that-—it is only opinion l ; ntitled to opinions 
Solicitor may reply “Patents you have cited are ld ar no ohe member has 
solved the problem—same has awaited solution | ant an t could 
not be obvious after so many years.” 

Assuming finally patent is allowed: 

Applicant is happy and with it in 
opine! ‘ n . After say 
making g i and he infringes, and ;: ‘Yo expensi 

we believe the invention 
. iii , | 
inventio r Is nly mechanical s 4 nil 1 “wTiVe ¢ We : ively one 
who thus has been led into losing ye: of his life own money and that 
of his friends, cannot find much went >in: te 3\ mm based upon a test 
so lacking in logical basis 

Speculation: In applying “obviousness” test, one speculates upon whether the 
relationship is obvious or not obvious to those | the a1 a double men 
tal assumption or imagining 

First, one must imagine one possessed of the skill of th na prior art, and 
then second, he must imugine hether such a one would deem the invention 
obvious He must reach the conelusion in his feelings eing a subjective 
process) about obviousness after he has been tau ht the solution vy the inventor 
whose contribution he is judging—meantime trying to keep such instruction out 
of his mind Surely this adds up to a real mental gymnastic trick 

All such indefiniteness and speculation is : l by the objective test. 
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WILL FOLLOW OBJECTI\ Or 


BY CONGEKESS 


No one can give such assurance, it is respectfully submitted 
To escape the utter confusion depicted by Justice Jackson when he states 
. that the only patent that is valid is one which this court has not 

been able to get its hands on” (SO U.S. P. p. 36 It is to be devoutly expected 
hat the courts wil velcome a reliable te ounded on lk ‘ id derived from 
judicial authority 

Also, we may still trust that stare decisis will contri 
judicial determination when a criterion is presented wl 


Supreme Court decisions prior to requirment for writ of certi 


‘ INDEPENDENTLY OF, AND APART FROM 


ke objective test separate Trom subject 

invention which does not have a new 
may 1] adjudged patentable if deemed nonobyious An 
has new functional relationship as set forth in second paragraph cam 
nonpatentable because deemed »> be obvious, since it fulfills the requiremen 


the restrictive object Li is “independent of and apart 


»y TWO CON NTIONS DISAPPROVIN( 


tix 


First, in substance, “not sure that objective 


test Was sugvested deemed to be bette! It is submitted 


ff , t 
i 


ers a great improvement over the subje 


objective test o 
only one proposed derived from judicial authorit nd is the o i 
published text book fully setting forth and applying the test, then such objection 


is outweighed 

Second, in substance, “The proposal would require the atent Office 
a patent and presumably the Courts to sustain it if it involved any new ful 
be No exampl 


relationship however minor or insignificant it might 
arb wire 


such minor or insignificant invention was given. Would the 
such “minor” or “insignificant” character? Here we have a subjective 
in the question of what is “minor” or “insignificant Assuming there 
It is submitted that any new functional relationship which such objector 1 
be fearing would be one which would produce a result which could readily 


obtained by a nonequivalent de vice However, this may be the nereased 


vantages of the objective over the subjective test, it 
its inclusion us suggested herein 
Moreover, it is submitted, it is precisely here the chanwe 
barb wire case that the inventor needs the approximation 
| 
precise definition of a patentable invention as afforded by 
proposed, and thus inventions of the inherent order of the bi 


be protec ted 


VIII. THE SUPREME COURT 
PATENT CLAIM VOID FOR 
FUNCTIONAT RELATIONS 
NIZES THE CASES 
The following paragraph supplies an assu . rawn fre the history of the 

Supreme Court patent determinations whiecl ut ul mE tibiigue endorse 

ment of said test, 

In view of the fact that not a century has elapsed since the Federal courts 

begun to consider questions arising under { ! t} 

every branch of law much time and tong exper 


the determination of principles which are ‘ 


mav be reza “as markable, no 
has ne la patent clair 
in its sub { tf xcept here 
by ol ret 


assigned for deny 


131 cases 








196 PATENT LAW CODIFICATION AND REVISION 


from careful analysis that the entire series of such cases may be satisfactoril] 
explained and harmonized by the application of such a test. They were all d 
cided within a period of 75 years, 1850-1925; and they serve to show how si 
cessful the conservative attitude of the Supreme Court has been in preservin 
the rights to genuine inventors, notwithstanding the difficulties attending th: 
discrimination of the new from the old. * * *” (Patentability and Paten 
Interpretation, page 170.) 


IX. REBUTTAL OF ALLEGATION THAT COURTS HAVE NOT APPLIED THE OBJECTIVE TES1 
ON CONTRATY COURTS HAVE APPLIED SAME AND SPOKEN IN TERMS OF FUNCTIONS 
AND SPECIFICALLY APPROVED GEORGE L. ROBERTS’ STATEMENT OF THE OBJECTIV! 
TEST 


N. B.—How Court in these cases look at “duty” or “office” or “function 
which the elements or factors perform in an invention and compares them wit} 
functions of factors of prior devices rather than ask, Is this “obvious”? (Italics 
are ours unless otherwise indicated. ) 

The Supreme Court in cases cited and extracted below has expressly analyzed 
the differences between elements of prior art and invention before the Court 
and has used the term “functions” in so doing. 

Moreover, the District Court in Submarine Signal Corp. v. General Radio Cr 
et al. (D. C. Mass. July 20, 1926) states that the test of invention is objective 
criticizes the subjective test as impractical and states (citing with approval) 
that the court has considered the unpublished notes of George L. Roberts, Esq 
of the Suffolk bar. It is interesting to note parenthetically that, in this case 
the winning plaintiff was represented by the eminent law firm of which thre« 
distinguished members on the coordinating committee formulating the present 
bill are members or associates. The objective test was good law then and it 
is submitted it is good law now and should be included in the present bill. 

This Submarine Signal Corp. case will be quoted first, since it is so directly 
in point. 

Submarine Signal Corp. vy. General Radio Co. et al. (D. C. Mass., July 20 
1926. 14 F. 2d 178) (courts and other tribunals have adopted and cited this 
case with approval in many cases) : 

“The defendants rely principally upon the Berggraf device as showing an 
anticipation of the plaintiff’s invention. They adopt the conventional method of 
testing an invention, by contending that a person skilled in the art, having this 
device at hand, could produce the plaintiff's apparatus by certain changes 
(That is it would be ‘obvious’ insert ours). This contention shows the unsatis 
factory nature of the ‘skilled mechanic’ criterion of invention 

“A test of invention may be either subjective or objective. We may deter 
mine either the novelty of an idea or the novelty of the result of this idea. The 
first test is impractical. Psychology is not yet so exact a science as to allow 
us to classify and arrange in order of importance the ideas of the human brain 
Nor does it assist us to substitute for the brain of the patentee, whose idea we 
are criticizing, the brain of that imaginary person of the patent law, the skilled 
mechanic. The test is still that of the relative importance of ideas 

“George L. Roberts, Esq., of the Suffolk bar, has considered this subject in an 
unpublished treatise which I have been privileged to study. He shows that the 
true test of invention is the novelty of the result, and that this result must be 
criticized by comparing it with the machines, processes or methods known be 
fore. The test is an objective one. If the result of an idea is a machine or pro 
ess involving a new function or an old function arrived at by new means, the 
embodiment of the idea is patentable. In an erhaustive survey of all the cases 
relating to the question of patentable novelty in the Supreme Court of the United 
States, from the earliest times down to 1915, Mr. Roberts has shown that the 
test above suggested is consistent with them all, with three exceptions, which he 
regards as anomalous.” 

The above speaks most clearly and positively in favor of the objective test 
Since the objective test has thus been made a part of the law by judicial deci 
sion, why should it not now be embodied in the statutory law? 

Justice Clifford. Union Paper Bag Machine Co. vy. Murphy (97 U. S. 120, 125 
(24th ed. 935)): 

“In determining the question of infringement, the Court or jury, as the cass 
may be, are not to judge about similarities or differences by the names of things 
but are to look at the machines or their several devices or elements in the light 
of what they do, or what office or function they perform, and how they perform 


of 


in 
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if, and to find that one thing is substantially the same as anothe t performs 
substantial \ the same function ih substantially the Sil llie Vil to obtain the 
same result, always bearing in mind that devices in a patented machine re 
different in the sense of the patent law when they perform different 

or in a different way, or produce a substantially different result 

(How well these words fit the analysis given relative the barb wire fer d 
the brace and bit-screw driver illustration given by witness.) 

The above language of Supreme Court in testing Da ! 
determining infringement was applied in Hiler Audio Co poration Gj j 
Radio Co, (26 F. (2d) 475, 479 D. C. 1928) 

“Notwithstanding the slight mechanical difference ij S e two 
devices perform the same function in the same i Dp - ~ ! 
identical results rhe two cores in the defendant's iy ip ce coupler ( hie 
mechanical equivalents of the single core in plaintiff's unit 

The estimony shows that the nh peor no of the es f 
between the co of the defendant's uni finction i y e F 
N. B How Court is comparing function of element by « ent, is not ‘ 
ulating whether it is “obvious or Whethe t 1s ol mech cal sk Wi 
knows the oundaries of these s byect e terns No re ee ‘ 
Judge Brewster endorsed the obective test explaing ib | ge | ‘ 
in this manne} 
‘I also derive assistance from the learned opinio f Judge Lowe S 
marine Signal Corp. v. General Radio Co D.C.) 14 F. 2d 178, 181 ‘ 
he points out that the “true test of invention is the Velty of the result. ar | 
this result must be criticized by comparing it with the hine | . ! 
methods known before The test is an objective one If the result of an idk 
is a machine or process involving a ne mn Or P net _ d 
by wei MCANS, the embodiment ol the ak i - ] ent rif 
The court proceeds comparing and using term “functions 
Wright vo Yue phiy (1 I 8. 57, 5 
Wright's « vy inver hie S ! ‘ 
With the trough sl I he j ! | ‘ 1) ! } 
Valu me resu quite possib Chiat | ‘ thereto. vl ‘ ~ 
tained, bi e do not find this to be the ens rhe nd i , 
the S(T die ‘} Ouvs as il the prior pate I 1Z h ( ‘ u 
rod works in the Fay r patent, is practically the same | Wright ent 
and the combina his a mere aggregat of their res) f 
combination of the trough and g le « \ v 
freater lightness and streneth to the aime tl ‘ ! f 
and the flat guides of the Farrar patent. it is a mere matt of gre “4 
for ard of i! old en i Tesi prMeerryseyys cvrnre ha " T¢ 
theretofore bee ittained, but not risi to the ghity of 
Reckendorfer v. Fabe 92 U. S. 347, 358) 
After comparing duty of lead and e 4 rof a pe hie ‘ 
: There is 1 ! n | ‘ the instru 
of thelr seve 0? ind no recipros i nm. . 

Ricl ( se Kleva f (158 U.S, 299, 302. 30 S4 

‘ 7? Seacn ele Lt iM s il ‘ 

thie esu l het i el! ‘ ( ) I ih ‘ ‘ 
Tie . 

N 1 new tion on esul S suggt Ll b he ¢ n ques 
tion 

(; j ( VW s/ r Wael e ¢ ] f 17 YT S 476 1O17 

I Specialt ] f / nto Wet ( J ( 174 T ~ He }OysS he 
rule was again tersely stated: 

“Where a combination of old devices produces a new result. s 1] oml 
tion is doubtle patentable rut vhere the combina I SA ‘ 
elem ~ f esults, and ( f eve ! ’ 
tion, it f s wit] he rulings of this C n // v. J W 
32, 268 ! es 

Applying lle thus anthorita ‘ St ed by tl ( we I ! 

invention is shown in assem ing these ld elements for ft] purposes de« red 
No? functor evolved from this combination’: the ne es S ‘ 
is achieved, is only that which arises from the well-known operation 
one of the elements.’ 

Lincoln Ene ering Co. v. Sterwart-V r Corp. (808 U.S. 545, 549 (19387 

' Phi f iggreg n of a er of old y s ‘ nts ! 
in the agereg ert Lor produce eV liffere py ! 
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than that theretofore performed or produced by them is not patentable inven 
tion. And the improvement of one part of an old combination gives no right 
to claim that improvement in combination with other old parts which perform no 
new function in the combination. Though the respondent so concedes, it urges 
that in the combination of the Butler patent, the headed nipple performs a new 
and different function from that which it has heretofore performed, in other 
combinations, in that, when the coupler is withdrawn from the nipple, at the 
end of the greasing operation, the rounded head of the nipple “cocks” the jaws 
of the coupler for the next operation. * * * Moreover, the argument is un 
sound since the old art includes instances where the head of a nipple or fitting 
performs a similar function when the chuck is disengaged from it.” 

69 Corpus Juris Secundum, section 55, p. 275, Copyright 1951, states that: 

“A test sometimes resorted to in distinguishing between inventiveness and 
mere mechanical skill is whether some new result is brought about by new 
means or by a new arrangement of old ones (40). The latter is an objective 
test (41). Measured by it, invention is involved if the result of an idea is a 
method or thing involving a new function (42) or an old function arrived at by 
new means.” 

The above exemplifies the use of the objective test in dealing with the functions 
of the elements even to 1937. The referring to functions shows that the Court 
is not thinking sul jectively. 

Surely this committee would not knowingly take away what basis we have 
for the applying of the objective test. By not including the proposed paragraph, 
the committee, in effect, it is submitted, would be taking away from inventors 
the protection they now have in applying the subjective test. Even when new 
functional relationships are established at present, the courts are under no 
obligation to hold patentable novelty exists. This is why the proposal includes 
the mandatory feature so that, after an inventor has spent years developing and 
marketing his patented invention, he will not have his rights lost to an infringer 
with the Court simply stating “we think the invention is within the skill of the 
art” or its equivalent. 

X. CONCLUSION 


With all humility and with all earnestness, the witness most sincerely petitions 
this committee to include the objective test as set forth herein. It is the key to 
overcoming the confusion which now besets the patent system 

The National Patent Planning Commission, Charles F. Kettering, chairman, in 
its 1945 report reconimended “that patentability shall be determined objectively 
* * *" That committee was referred to the text of Mr. Roberts by the witness 
so that it was the test of Mr. Roberts’ text which was recommended 

This Judiciary Committee is the real national-defense committee, because you 
have it in your power to recommend the test for patentable novelty which is a 
criterion derived from judicial authority, the only test proposed that has been 
so derived formally. Our workmen need the best of machines to enable them 
to turn out a thousandfold more goods than rivals abroad to maintain our eco 
nomic life: our soldiers need equipment to make them the equal of a thousandfold 
of the enemy to preserve our liberties. Our very existence as a nation is in large 
measure dependent upon a sound patent system 

Including the objective test in section 103 (H. R. 3760), it is submitted, will 
help restore the wholesome incentive to the patent system and thereby help main 
tain our American way of life economically and militarily. 

is a matter of irrefutable logic, it is submitted that the objective test should 
be included in the present bill, 

If any question relative to the above arises which the committee or any member 
of the committee desires to have answered, the witness will appreciate the oppor- 
tunity of seeking the answer. 

Most sincerely and respectfully submitted. 

G. Wricit ARNOLD, 


WASHINGTON, D. C., June 18, 1951. 
Hon. JosePH R. BRYSON, 
Chairman, Subcommittee on Patents, House Judicia uv Committee, 
Washington, D.C. 

Srr: You will probably recall that I appeared before your committee last week 
as chairman of the patent committee of the Bar Association of the District of 
Columbia to express the approval of said association with respect to H. R. 3760, 
as amended, particularly by the proposed amendments of the coordinating com 
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mittee of the National Council of Patent Law Ass 
been presented to your staff and dated May 22, 1951 
Having attended these hearings, 1 would 


0 
my own responsibility, as a member of the bar of the 


{ wo 
S] eS 
i 


Distri 


as a practicing patent lawyer, four further amendments 
desirable and which probably may compose the differen 
language of the bill and some points urged by several of 
proposed amendments are as follows: 

1. In section 100 of the bill, subsection (a), I would rev 

(a) The term ‘invention s, but is not limited 

» useful ; 

after “discovers 
arts, . 
My contribution it above-revised sentences resides 
’ Lint INnVeHnrions a | I ovel 
inse S of the Cr tuto Tt the 

"nvenhtio an | overies, accor 
tion of the ¢ ition, 1 imited to 
the implementing law ld recite this fa accordance wit his b: 
writing, science or mneral knowledge ) i ! ver in ended to be s iby je tT 
of patel but the subject matter of copyrights, and no previous 
aw passed by the Congress has ever included science as patentable subject 
It should, therefore, as said above, be definitely stated in the present bi 
inventions and discoveries are those made in the useful arts 

2. I am in agreement with the statement made or given to your comn 
Mr. G. Wright Arnold of Seattle, Wash.; and, therefore, suggest that at 
of section 103 of the pending bill that the following paragraph be added 
reasons that he has urged: 

Whenever there is est: hed a new functional relationship betwee 
of the factors which are required for rendet an invention in the use 
practi ally operative, patentable novelty shal » found.” 

3 With ct I dl ussion before Ir committee 
I have the } 
ences wh 
Mr. Fugate 
gest that subse 

(c) Whoeve 
bination, or co lil 
patented process 
or especially 
artic le or « 
and who hi: 
apparatus 
such ] 

t+. My 
and consists 
of suid subsecti: { Withesses 
of the three acts | ‘ ute owner, a8 me 
would constitute a misuse the patent, 
present, or an : f them, and cx nsequel 
should there be any gui f misuse or of 
Thus, the inclusion of the word “solely” 
and the rewriting of subsection (¢), as 
jections raised by Mr. Fugate. 

I know that your correspondence on tl ; and I 
hope that the above does not overburden yor fer the above sug- 
gestions with the recommendation that they rporate the present bill 

Respectfully submitted. 

R. Warton, Jr. 


S698S—51 
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PHILADELPHIA, Pa., June 18, 1951. 
Re H. R. 3760 
Hon. JosepH R. Bryson, 
Chairman, Subcommittee No. 8, 
United States House of Representatives, 
Washington, D.C. 

Dear Sir: I appreciate the opportunity you have given me during the hearings 
on H. R. 3760 to file a statement. I have been a student of the patent system 
for over 25 years, having been an examiner in the Patent Office from 1923 to 
1935 and in private practice as a patent attorney since 1935, representing large 
and small corporations as well as individual inventors. I have thus had an 
opportunity to observe the workings of our patent system inside the Patent 
Office as well as in industry. 

I should like to state that I am heartily in favor of the enactment of H. R 
3760 and urge your committee to give it favorable action and also to take into 
serious consideration the suggestions presented by the coordinating committee 
of the Patent Law Association. I attended all the hearings and have been im 
pressed by the remarkable unanimity of agreement of representatives and in 
dustry from all over the country in favor of this bill. 

There is just one matter | should like to mention which is not in H. R. 3760, 
but it has been suggested during the hearings to insert a provision for permitting 
the Patent Office to publish patent applications which would merely serve as 
publications or disclosures of technical information without having the status 
of a patent. However, it was proposed to make such published applications 
effective as of their filing date. I regard this suggestion as being highly unde 
sirable because it may be very harmful to inventors. It would be possible to file 
applications in the Patent Office containing a great deal of speculative technical 
miuterial which might vaguely refer to possible desired improvements or resulrs 
without having any technical or factual basis. Such applications could be kept 
pending for several years and then finally published so as to prevent a bona fide 
inventor from getting a patent because such publication would be effective not 
from its publication date but from its filing date in the Patent Office During all 
the time the application was pending. it would not be available to the public 
since the Patent Office processes all applications in secrecy Such hidden dis 
closures secretly slumbering in the Patent Office for years would bring panic 
and disaster upon bona fide inventors working on their own who might spend 
all their time and money in developing an invention without any inkling of such 
hidden data and then suddenly find themselves cut off from any chance of 
getting a patent by a published application suddenly issued by the Patent Office 
having a date going back perhaps 4 or 5 years. Accordingly such proposal would 
be very detrimental to inventors, 

Furthermore, such proposal would pervert the function of the Patent Office 
which is established to grant patents and not to function as : blication agency 
of what may be unreliable or questionable technical information which may be 
vague, unchecked, hizhly speculative, and never examined rigorously for its tech 
nical competency and reliability. Under the proposal the Patent Office would 
publish a great mass of technical data which has not been subjected to any 
critical evaluation and would thus give additional imprimatur to technical infor- 
mation which may be incorrect, misleading, and worthless. Certainly industry 
and the public welfare will not be promoted by such proposal which at best would 
operate as a vicious secret technical booby trap to be sprung upon bona fide honest 
inventors by those who would deprive them of their hard-won inventions, 

I am convinced H. R. 3760 as a whole is a much-needed step in the right direc- 
tion. We are badly in need of codification and clarification of our patent laws 
since no complete overhauling has been done since 1870. Our patent system 
operates equally and ¢ffectively for the little inventor as well as the big corpora- 
tions in offering a powerful incentive to the inventor to make inventions and to 
the businessman to invest capital in new enterprises. From these joint incentives 
the public has obtained tremendous benefits which it would otherwise never get. 
As a result, we have achieved during the past century a remarkable technical 
advance never made previously in all of human history Our patent system has 
thus been the mainspring of our entire industrial development It has spurred 
on the individual inventor and the businessman to apply their brains, energy, 
and resources to give us our technology and standard of living which are foremost 
in the whole world 

In recent years, however, there has been a serious decline in the number of 
inventions made in our country, although our population and economy has 
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been steadily growing. In spite of the greatly increased expenditures by 
ernment and industry on research work the number of inventions made annually 
as measured by the patents granted each year has steadily declined at an 
alarming rate. I believe one of the causes of this decline can be attributed 
to the confusion and uncertainty of our patent laws as shown by tl 
of the courts in patent cases. As a result the incentive to invent h: 
greatly diminished. 
The number of individual inventors working on their own has ste 


¢ 


clined so that as a result today most of the research and inventing is done only by 


e& decisions 


t 


corporations and large research organizations. The businessman today hesitates 


very much in backing an inventor because of the state of uncertainty of ou 
patents and the very unfavorable attitude of the courts, especially the Supreme 
Court, in enforcing patents. Today our Federal judges look for every possib 
technicality and excuse to invalidate a patent and they seem to overlook the 
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methods. ‘Therefore, as theory developed in physics and chem stry and pene- 
trated into practice, as the degree of empiricism was reduced in one area after 
another, the inventor was bound to disappear. Today the typical lone inventor 
of the eighteenth and nineteenth centuries has all but lisappeared. In his place 
in the midtwentieth century came the industrial research laboratory and de- 
partments of development engineering 

“The second point is that the revolutionary advances in theoretical science 
were miude very largely by amateurs. And clearly almost all the great advances 
in industry until this century were made by the independent inventor. These 
men have passed Phey have no intellectual descendants. Will their twentieth 
century equivalents—the professional scientist, the applied-science laboratory, 
the engineering group—be able to carry on? Some of you may be inclined to 
laugh at this question. Why, of course, you will say. Look at what has happened 
in the past 30 years. You yourself have just spoken of the startling advances 
in applied chemistry. Look at the electrical industry ; the new way of advancing 
science, pure and applied, is far better than the old. Perhaps; but I submit it 
IS too soon to draw de ‘nite conelusions There is such a thing as momentum 
n human affairs as well as in physics. And I submit that we of the mid- 
twentieth century have been moving forward to a considerable degree because 
of the momentum accumulated in the days of the amateur and the lone inventor. 
At all events, there is sufficient doubt about the ability of the new ways to be 
substituted for the old for us to examine the problem with some care.” 

I believe that one of the best ways to insure the continued and increased 
production of inventions is to make sure our patent system is in a healthy state. 
H. R. 3760 will help toward that end, but we need more action and I urge 
you, Mr. Bryson, to have your committee investigate other phases of our patent 
system with a view to possible legislation so as to make sure inventions will be 
produced at an adequate rate to maintain our technological superiority to in- 
sure our survival over communism. 

1 therefore suggest that your committee hold hearings to investigate dhe 
following subjects which I believe urgently need legislative action: 


1. REFORM OF PATENT OFFICE PROCEDURE 


The Patent Office is one of the most efficient and oldest administrative agencies 
in our Government. It has done a remarkably fine job under the present statutes 
and with insufficient personnel and facilities. The present Rules of Procedure 
were completely revised in 1949 and are a tremendous improvement over the old 
rules However, the Patent Office necessarily must operate within the confines 
of the present patent statutes and accordingly has not been able to make much 
needed reforms in procedure. We have today a highly complex and involved 
procedure in the Patent Office full of hazards and pitfalls for the inventor. Our 
whole patent-claim structure has grown to a gigantic monstrosity, full of 
metaphysical and semantic absurdities This is costing inventors endless grief, 
expense, and loss of patent rights. The prosecution should be simplified to 
reduce present-day high cost of prosecuting patent applications. The Patent 
Office also needs better facilities for literature and prior-art searches 

The present interference procedure in the Patent Office involving conflicting 
claims to the same invention is extremely technical, complex, and expensive. 
This procedure should be thoroughly overhauled. 


2. PATENT LITIGATION REFORM 


Patent litigation has become extremely expensive and hazardous in the Federal 
courts. Most Federal judges frankly don’t like to handle patent cases because 
they lack the necessary technical background Justice Frankfurter has said, 
for example, “Judges must overcome their scientific incompetence as best they 
ean.” (Marconi vy. U. S. (320 U. 8S. 1).) Your committee should give consid 
eration to the establishment of special patent courts for adjudicating patents. 


3. STIMULATING INVENTIONS 


Congress should study the question of stimulating and fostering new inventions 
and how to best accomplish this through the patent system or perhaps through 
additional means such as through grants-in-aid of inventors to help inventors 
develop inventions, to patent them and to enforce them so as to get their due 


reward. 
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in a newspaper in a small town in the South which was more or less isolated 


in the hill country. In this way it obtained publications which were quite effec- 
tively hidden, but which could be used to anticipate any patents which a com 
petitor might obtain in fields which the company wished to hold open for its 
own possible entry at a later date 

As you know, no research program is ever capable of even beginning to exhaust 
all of the possibilities in a field. The way to hold open that portion of the field 
which cannot be immediately explored is to make all manner of suggestions 
therein, whether responsible or irresponsible, and obtain publication thereot 
in the hope that this will anticipate the other fellow’s patent 

The diftliculty, of course, is in obtaining publication, particularly of material 
not supported by factual data. One method is that referred to above. Anothet 
method which has been resorted to is the taking out of a patent in a foreign 
country which employs the registration system, such as France. In both in 
stances, however, many patents have nevertheless issued because it was always 
difficult to get such publication under the nose of the examine Then too, both 
systems of publication had a very serious drawback in that they provided a 
competitor with the current thinking of the company making the publication, 
if the competitor got wise to what was going on So we come along with the 
second paragraph of section 121 which is really made to order. There will no 
longer be any difficulty in getting the publication under the nose of the examiner 
for he will have been examining the very application being published, and 
there will no longer be any danger of providing one’s competitor with one’s 
eurrent thinking, for the whole subject matter may be kept in secret for from 
three to five or more years by merely keeping the application pending in the 
Patent Office No idea that doesn’t click is worth much after this period, so 
that the public will gain nothing from its publication 

Then too, we must not overlook the fact that this provides a very effective 
tool in breaking a competitor’s morale in the development of new ideas, and in 
keeping new competitors from entering the field. In warfare it is well recognized 
that the greatest morale breaker for the enemy is to let him complete a vast 
project before you blow it to pieces for him. He, of course, has been operating 
with the mistaken idea that his activities would not be noticed by the other side, 
the same as a competitor (or a potential competitor) operates in developing a 
new idea, So after a competitor spends large sums of money in developing a new 
process, or in bringing out a new product, with the belief that he has the field 
preempted by way of patents, all that need be done is to expose the proper card, 
namely, the proper patent application, to effectively anticipate everything which 
he has done. If the timing is right, the application may be published before the 
competitor’s patents issue, thus preventing their grant. The interference pro 
cedure should help in ascertaining what applications a competitor has pending. 

As you know, any publication is effective as a reference, irrespective of the 
amount of irresponsible material it may contain. Furthermore, in accordance 
with recent decisions, a mere suggestion is sufficient to anticipate. So we have 


everything very nicely set up for those companies who, while paying lip service, 
in fact find the patent system to be a disconcertingly restrictive nuisance. Many 
companies are so large that they do not need a patent system for purposes of 
doing business. Some have arrangements whereby they exchange new ideas 
freely among themselves. Their patent departments are maintained largely for 
defensive purposes and for the purposes of attracting competent research men 
who somehow have a preference for seeing their contributions reach the public 


in the form of patents. On the whole, however, such companies would be far 
better off if the whole patent system were abolished, or in lieu thereof, the 
number of patents very creatly restricted so as to make the patent system in- 
effective. In widespread business operations, the dangers of patent infringement 
are quite troublesome, particularly when a company wishes to expand even 
further. 

It follows that if the second paragraph of section 121 is enacted into law, it 
will mark the beginning of the end of our patent system as a vitalizing force 
in our economy. I will not question its constitutionality, but it certainly nullifies 
that which the fathers of the Constitution had in mind, 

As you no doubt know, the present practice in many foreign countries is 
such that before a patent issues the specification must be conformed to the 
claims, eliminating all excess matter. My foreign associates have just given 
me a sampling of such countries and they are England, Switzerland, Germany, 
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C. E. Nreworr & Co., AvTOMOTIVE PRODUCTS 


Subject bill H. R. 3760 
Hon. CHAUNCEY W. REeEp, 
Hlouse of Representatives, 
Congress of the United States Washington, D. C. 

Dear CONGRESSMAN Reep: May I direct your attention to the above bill, H. R 
8760, page 22, section 231, parts B, C, and D referring to infringement of patents 

In my opinion this brings up a controversial matter which has been previous- 
ly objected to and we are again objecting to it, as we did in the original bill, H. R 
5OS8, of the Eightieth Congress, and also in the bill H. R. 3866, of the Eighty-first 
Congress; both of which were discussed with your Judicial Committee in 
prey ious yvears 

Actually section 251, parts B, C, and D, headed “Infringement of patents,” 
brings up an issue Which looms as a very serious factor to us. We are engaged 
in the manufacture of replacement parts for the maintenance of automobiles, 
trucks, busses, tractors, and so forth, and it is only a relatively few years ago 
when we had to defend successfully a number of suits brought by General 
Motors which were carried to the court of appeals, in which the same issue of 
supplying unpatented parts for replacement to a distributor, such as used on 
automobiles of today, was determined. 

The Supreme Court refused General Motors a hearing, thus sustaining a 
successful appeal. If General Motors had succeeded in their appeal, it may have 
resulted in giving the car manufacturers a complete monopoly on replacement 
parts or such unpatented parts, resulting therefore in an unreasonable level of 
prices to the motoring public. 

We said at that time, that it was emphatically demonstrated through the 
World War II »oriod, that these large concerns were unable to supply the needed 
parts for cars, trucks, busses, farm implements, and so forth, and it was the 
smaller manufacturer that helped to supply their needs Actually, this bill 
might affect our business very seriously for the future 

We believe the comments made by J. Carter Fort, of the Association of American 
Railroads, emphatically set forth the seriousness of f1 ll, se on 251, parts B, 
C, and Din the maintenance of railroad transportation, in objecting to bill H. R. 


Is I} 


59SS and as shown on pages S2 and 83 under Serial No. 21, subcommittee hearings 
of the Eightieth Congress It is our belief. therefore that this Ss a contro 
versial matter which has been previously objected to and we are, therefore, 
submitting this to you as a member of the Judicial Committee for vour considera 
tion of the Same matter which is now appearing in the ne bill 

Thanking you for your kind attention that you may give this problem, we 


remain, 
Sincerely yours, 


C. E. NIEHOFF. 


DEPARTMENT OF JUSTICE, 
OFFICE OF THE Det y ATTORNEY GENERAL, 


Hon. EMANUEL CELLER, 
Chairman, Committee on the Judiciary. 
Hlouse of Repre sentatives, VW ashinaton, Dn. oO 


Fugate, of this Department, relative to H. R. 3760, a bill to revise and eodify the 
patent laws. 

Mr. Fugate testified before Subcommittee No. 3 of your committee on June 15, 
1951, but time did not permit a completion of his statement. Mr. Bryson, chair 
man of Subcommittee No. 3, stated at the conclusion of the oral hearings that 


the record would remain open for additional statements 


My Dear Mr. CHATRMAN: I enclose an extension of the testimony of Mr. Wilbur 


The Department as stated in our letter to you of June 15, 1951, is particularly 
concerned as to the possible effect of section 231 of the proposed bill in limiting 
the application of the patent misuse doctrine. The rule that a patentee who has 
misused his patents may not recover in a suit for direct or contributory infring 
ment is, in the opinion of the Department, a salutary principle which is important 
in the enforcement of the antitrust laws. 


Yours sincerely, 
Peyton Forp. 


Deputy Attorney General. 
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Mercoid Corporation v. Mid-Continent Investment Co. (320 U. S. 661, 669), was: 
“The result of this decision, together with those which have preceded it, is to 
limit substantially the doctrine of contributory infringement. What residuum 
may be left we need not stop to consider.” 

Our own yiews on that subject were very clearly expressed by Chief Judge 
Parker, in Florence Mayo Nuway Co. v. Hardy (168 F. 2d 788, 785): “There is 
nothing to the contrary in the decision in Mercoid Corporation v. Mid-Continent 
Investment Co. (320 U.S. 661, 64 S. Ct. 268, 8S L. Ed. 376). That case merely 
applies the salutary rule that a combination patent may not be used to protect an 
unpatented part from competition. Nothing of that sort is involved here. What 
the defendants are doing is manufacturing and selling machinery with the 
knowledge, purpose and intent that it shall be used in a combination which will 
infringe. The case is one where plantiff is using his patent not to monopolize the 
sale of what is not patented but to prevent defendants from aiding others to 
infringe what is patented. A clearer case of contributory infringement could not 
well be imagined than that presented by this record.” 

Gray Tool Co. v. Humble Oil & Refining Co. (186 F. 2d 365, B68 (C. A. 5, 1951)), 
Judge Hutchison : 

(5) The principle applied in all of these cases is that no patentee can license or 
refuse to license upon a condition that the licensee will, in the use of the un- 
patented materials, use only such material as it purchased from the patentee, nor 
can he accomplish or endeavor to accomplish this end by a course of business 
without the issuance of licenses. 

This principle was first stated in its simplest form in a contributory infringe- 
ment suit in connection with the granting of a restricted license, and it was fora 
time supposed to be applicable only to cases of contributory infringement. It was 
in Leitch Mfg. Co. v. Barber (302 U. 8S. 458), that methods of obtaining a monopoly 
other than by a license upon condition, were first recognized. There, in a suit 
against a contributory infringer, the court held that the patent could be abused 
just as effectively when, by a deliberate plan or scheme, the patentee withholds 
licenses in order to bring about the same results, as to competition, which he could 
obtain by granting a written license with a condition, that the patented method 
may be used only with materials purchased from the patentee. 

As a result of that case and the line of cases following, declaring that the 
effort by suit to stop contributory infringement is evidence of misuse, including 
partcularly the Mercoid Corp v. Mid-Continent Investment Co. (320 U. S. 661), the 
doctrine of contributory infringement has been greatly narrowed, if not completely 
abolished in all cases where the holder of a combination or process patent is also 
a seller of standard or unpatented material. 

2. Cases involving misuse of patents, trade-marks, and copyrights, in which the 
Mercoid cases are cited. 

Automatic Radio Co. vy. Hazeltine Research, Inc. (339 U. S. 827, 832 (June 5, 
1950) ), Justice Minton: 

That which is condemned as against public policy by the “tie-in” Cases is the 
extension of the monopoly of the patent to create another monopoly or restraint 
of competition, a restraint not countenanced by the patent grant. See, e. g., 
Mercoid Corp. v. Mid-Continent Investment Co. (320 U.S. 661, 665-666); * * * 

Burt v. Bilofsky (9 F. R. D. 299, 81 U. S. P. Q. 442 (D. C. N. J., 1949). 

Silvray Lighting, Inc. v. Versen (10 F. R. D. 507, 87 U.S. P. Q. 204 (D.C. N. J., 
1950) ). 


GENERAL SERVICES ADMINISTRATION, 
Washington, June 25, 1951. 
Hon. JoserH R. BRYSON, 
Chairman, Subcommittee No. 3, Committee on the Judiciary, 
House of Representatives, Washington, D.C. 

Dear Mr. Bryson: This is in reply to your letter of April 80, 1951, which re- 
quested the comments of this Administration on H. R. 3760, entitled “A bill to 
revise and codify the laws relating to patents and the Patent Office, and to enact 
into law title 35 of the United States Code entitled ‘Patents’.” 

This bill has been studied carefully to determine whether it might affect the 
many special interests of this Administration. Since it appears that none of 
the functions of this Administration are directly affected by this bill we have 
no comments to make at this time 
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We have been advised by the Bureau of the Budget that there is ne objection 
to the submission of this report to your committee. 
Sincerely yours, 


Jess LARSoO Ldministrate 


MINNEAPOLIS, MINN., May 14, 1951 
Hon. JoserpH R IRYSON, 
House Office Building, 
Washington, D.C 

Deak Mr Bryson: I have read and studied with great interest the bill to 
revise and codify the law relating to patents and the Patent Office. I have been 
connected with patents and patent procedure since 1905, for some 7 years as an 
assistant examiner in the Patent Office, and since that time as a practicing 
lawyer. I think, therefore, I know something about some of the weaknesses 
which all patent lawyers recognize in the patent laws as they exist at the present 
time. 

I am happy to be able to advise you that I consider that vou have done a 
distinctly outstanding job in drawing up and presenting this measure, If it can 
be passed with very little, if any, amendments, it will, I believe, do a great deal 
to stem the tide of opposition both judicial, and in industry, to our patent 
System. 

I don’t believe one has to be a patent lawyer to recognize the value to this 
country of its patent system. Just to illustrate, back in 1895 a patent was 
secured for a means of regulating hot-air furnaces, which, through operation 
of a thermostat, turned on and off the drafts of a coal-burning furnace. Certain 
brave souls who owned that patent and had $1,000 in capital organized and 
began doing business as Minneapolis Heat Regulator Co. That organization 
with that small beginning, which unquestionably grew out of the procurement 
of the above-named patent, has grown into the great Minneapolis Honeywell 
Co., one of the large and very useful manufacturing corporations of this coun- 
try. In my own experience I could name quite a few other advances in our 
industry which were made possible through the procuring of United States 
patents, 

To me the patent system has always seemed one of the most democratic 
features of a free society. It amounts to a system in which the little man may 
conceivably think up something upon which he will secure a very substantial 
reward. 

It has been true, by judicial interpretation permitted by the patent law as 
it now exists, that the patent system has become so circumscribed that first a 
patent lawyer must hesitate to advise a client that anything has possibility of 
being patented, and second that where patents have been obtained there is 
extreme likelihood that they will be found invalid and worthless. So I want 
to express my personal appreciation of the effort being made through your bill 
above identified to get an improved and more satisfactory patent law which will 
still hold out to the inventor the possibility of his obtaining a reward through 
securing a patent. 

It is to be hoped that your bill, either as it is or with very small amendments, 
may be speedily passed into law. I realize that there may be opposition to the 
bill and there may be delay, but I am firm in the conviction that if this bill 
can become law, it will advance the entire American economy. 

Yours truly, 


F. A. WHITELEY. 


CLEVELAND, June 12, 1951. 
Re H. R. 3760. 
Mr. JOSEPH R. BRYSON, 
House Office Building, Washington, D. C 

Drak Mr. Bryson: Thank vou for your letter of May 24 telling me that hear- 
ings on H. R. 3706 will be held on June 13. I should like very much to be there, 
but this will be impossible and so I will write iy impressions, and ask that you 
incinde them in the record of the hearings for whatever they may be worth. 

Much of the act makes no substantial changes in existing law, and therefore 
requires no comment other than the rather general proposal that it might cause 
less confusion to let the present law stand in such respects, so that whatever 
judicial interpretation has already been made of these sections w continue 
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tion that Congress, by repealing a section 


fferent effec 


to apply without raising any sus 
and substituting another, had meant to give a slightly a 

I think this applies prety generally to sections 1 to 42, 104. 111, 113, 114, 117, 
119. 120. 121. 122. 121, 132, 133, 141 to 146, 151 to 154, as far as 201 to 205, 





221, 249-250, 252, 301 to 304, 311 to 314 

Starting with section 100, there is a definite atteinpt to clear me of the most 
annoying and confusing aspects of patent law, namely: To provide some guide- 
posts for determining what is patentable invention 

The difficulty in the past seems to have arisen from the fact that the Constitu- 
tion, as well as subsequent legislation, has always used broad and vague words 
in referring to invention and has left its specifi pplication up to the judgment 
of the Patent Office and the courts. These worked out various formulas, some 
of the wilder being the “flash of genius” proposition and Thurman Arnold's 


I 


attempts to say that what would be an invention if worked out by an in lividual 


working in a irret, would not if worked out in the research laboratory of a 
corporation 

Iam afraid that some parts of sections 100 et sequif ire subject to the 
same criticism, for example: Section 100 (a) provide that “invention” shail 
include “discovery.” Now, discovery is nearly as broad and vague a word as 


invention, including as it does, geographical discovery and it would seem likely 
that its use in this connection would lead, on the one hand, to claims that use 
of old machines or equipment in new environments, Where it has not theretofore 
been recognized that it could be used, or changes or material, amount to dis- 
covery : and, on the other hand, to a series of decisions by the courts that this, 
that, and the other thing is not a “discovery 

Section 100 (b) that “process” includes “method” does not help alleviate the 
difficulty which now is experienced with “process” and “method” claims, be 
cause the practical interchangeability of these two words has been recognized for 
some time, while the main difficulty arises from two forms of attack on process or 
method of claims: (1) that they amount merely to reciting the function of an 
apparatus and (2) that they amount merely to selecting steps from several old 
processes. 

Che reference to a new use of a known process, etc., it is believed, is somewhat 
erroneously included in this clause.. Certainly process does not necessarily (or 
even properly) include machines or compositions of matter Also the words, 
“machine manufacture” probably were meant to be separated by a comma, or 
was it meant to imply that a thing made on a machine is “manufactured” by way 








of explaining away the etymology of the word “manufacture,” namely ; made by 
hand Surely there is something wrong in the way this clause is written. 
Section 100 (d): Merely a grammatical error, in that no one has “title to the 


patentee 


Section 101: Again merely grammatical The first complete word in the 
third line should be “thereor a not “thereof.” 

Section 102 seems to be merely restatement of R. S. 4886, but broken down 
into six subheads 

Section 1083: The st sentence of this section is very good and it was much 
neeced S il obviate one of the types of wild de sions al e-mentioned 
The first sentences wwever, opens the door to all the type of rejections in which 
the examiner takes an old patent which has some re ote resemblance to an 
nvention of an application and insists it would have been obvious to anybody 
to make the changes whit ! 1p nt has made 

After many years ¢ experience with patents, I have reached the conclusion 
that you cannot \ len onl ( a ine! roany indyge 1 determine how 
much change one Cnn 1 ke without getting a rom what somebody ean 
eall “obvious.” 


You can look at any of the now admittedly mportant inventions and vou 
i ® 


ean co back of any of the ind f patent ind disel res of some par of the 
same, and a thing always ooks so much easier after you know how it s done 
tha it does before Hence, anv invitation to the examining corps to stand 


on their own opinion of what is “obvious” is going to perpetuate the uncertainty 
which has so long characterized patent practice 

While I agree that an invention should not be predicated on something 
which is really obvious, I feel that any attempt to write into the law a pro- 
vision of this kind must somehow, to be effective, exclude the determination of 
the obviousness of a change by someone who already has the benefit of the 


inventor's disclosure 
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How effective would Columbus’ egg trick have beet f he had first stood 
it on end and then asked the people whether it could be done? I would suggest 
some limitation, such as a provision to the effect that where a patent or other 


disclosure has been in existence for a substantial period of time without having 
made any recorded impression upon the field to which it applies, it shall not 
be available as a reference against a new invention merely by saying tl 
make changes in it would be obvious 

Section 112: The last paragraph should be very useful in obviating pure 


technical arguments on whether or not a claim is functiona 


Section 115 apparently does not permit an applicant to affirm instead of swear 
to tacts Possibly there is some general provision, but it strikes me as la ng 
There is one other point which occasionally arises which might well be included 
in this section. In Ohio, the law permits the attorney preparing and filing certain 
papers in court to take the oath or acknowledgment of the party he represents 


This, of course, varies from the general rule that the attorney should not act 


as hotary in a cuse Where he appears as counse 





It would seem, however, that little is gained in a patent application by sistil 
on another person acting as notary. The applicant generally reads his specifia 
tions, looks at the claims and says, “These are too technical for me and sound like 
the same thing over again. Ul take your word for it.’ and signs it In tl 
situation, the presence of a third person makes little difference If the notary 
is an outsider, he doesn’t understand the specifications or cl: Ss any bette 
than the applicant, and if he is the attorney’s secretary, it is practically the 
Sume as if the attorney, himself, acted as hotary, So the het result of following 
the conventional practice is merely that every once in a while it is a nuisances 
to find a notary when and where vou want him 

It would seem like a very opportune time and place to provide tl the at 
torney may act as notary on papers to be filed in the Patent Office, at least 
those States which permit him to act in swearing his clients in conjunction with 
litigation 

Sections 116 and 118, T 1 eve, are a distinct step f Val Ss there e beer 
instances in which inventions have been lost by arb efusa sign } 
people getting out of contact, particular just at the et of 1 wil 


raises a statutory bar 


Section 121: In general, this seems to be a useful section, but the refé 
to the use of a parent or divisional case, against another is a } mbigu 
particulariy in the mention of section 105 Wouk if neo vi ette { agif 


clearly that neither a ] ent nor divisional case could be used as a refe 


I 
against the other for any purpose? 


As to section 154, it seems at the present time that anneal to the Pk d of 
Appeals has ceased to have any utility, as the Board of Appeals, ippare 
hus ndopted the pol cy of never reversing th examine Thus, a pe: ti thie 
Board has degenerated merely into an expen e forma before appealing 
the Court of Customs or the Patent Appeals or to action under R. S. 4917 It 
is even Worse than that, in that it gives the Patent Office Solicitor an oy 
to tell the court that there have been two concurring decisions in the Pate 
Office against the applicant, and particularly with some of the newer judge 
this argument seems to be somewhat impressive 

Of course, if the judge would stop and think, he would r¢ e that m =e 
can come before him unless the Patent Office has concurred throughout deny 
ing the applicant a patent; but quite obviously, some of the dges do not reason 
this fai 

In other words, the Board of Appeals, while going through the motions of 
holding a hearing, is, in effect, refusing to hear, and thus harms every annli 
cant whose case goes up on appeal by costing time and money and by providing 


a plausible-sounding, yet prejudicial argument against him 

As to section 135, the sentence providing that a judgment adverse to a patentee 
shall constitute a cancellation of his claims involved in the interference, may, 
fic cases, work out to absolute injustice, particularly where the Patent 
Office dissolves the interference on some technical ground from which there is 


some sper 


no appeal to the courts, as for instance, on inability to make the counts In 
such situations, the patentee would have no basis for an equity suit against the 
Commissioner because he already has what claims are in his patent. On the 


other hand, these claims would be negatived by this provision for automati 
cancellation 
Section 206 would in a few instances, be beneficial. 
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Section 211: The first sentence seems to imply that in some degree, patents 
are not personal property. This is certainly contrary to the general conception 
und to the holdings of the courts up to this point. 

Of course, if they are not to be considered property, that fact should be clearly 
stated as it would ‘furnish a basis for the refusal to return them on personal 
property tax returns. On the other hand, if we follow the presently accepted 
theory, this sentence should be revised so as not to cast any doubt upon the fact 
that they are property. 

I think that section 212 would be a distinct advantage where two joint owners 
of a patent or application decide that they have come to the parting of the ways. 

As to section 222, this seems calculated to create a new kind of long-pending 
application evil. If the Government wants to keep something secret as a mat- 
ter of defense, of course that should be allowed ; but it should not be able to drag 
out applications by extending the time for action to 3 years—that is six times 
What the individual would be allowed on the same identical article—solely be- 
cause the application belongs to the Government. 

It is noted that this section requires no showing that there is any need for 
keeping an application secret, but merely that it is owned by the Government 
and has something to do with defense or armament. 

As a specific example of what I mean, I understand that the present .30-caliber 
carbine was designed by Winchester Repeating Arms Co. Had it been designed 
by the Ordnance Department of the Army, patent applications on it could be 
drawn out for possibly 15 or 20 years under the provision of section 222; while, 
as it is, the corporation does not get this advantage but must answer every 6 
months and so will get whatever patents it gets within a matter of 3 or 4 vears. 

There is nothing secret about the carbine in that a great many men handled 
it, and every good gunsmith, gunner’s mate, or anybody else having to do with 
firearms, understands the mechanism thoroughly anyway So, had it been de- 
vised by the Army, why should its patent protection be drawn out as this section 
of the bill would permit? 

I like the provisions of section 231, indicating clearly that contributory in- 
fringement is infringement, and certainly there is nothing out of the Way about 
section 2382. 

Sections 241 and 242 would seem to ent down on purely technical defenses, 
but I question whether they will be effective for this purpose. Sections 243 to 
216 seem to be reasonable. 

As to section 247, I think the second to last sentence should he revised to 
make it clear that this would apply only to a patentee manufacturing and not 
marking his product. As it reads now, I believe it might be applied to a patentee 
who has been unable to manufacture and thus has failed to mark any product 
with a notice and might be used in such an instance to let an infringer escape 
from responsibility for part of his infringement. 

Section 248 does not distinguish between a claim of which the patentee had 
notice as to invalidity and one to which he did not, but which may subsequently 
be held invalid. In other words, it penalizes him for bringing suit for the first 
time on any claims which may be held invalid, and there certainly are plenty 
of doubtful claims 

Section 251: It is refreshing to see some attempt to bring any violation of the 
patent law into the criminal category Certainly, one who steals another’s 
intellectual property is as much a thief as one who steals his tangible property, 
and it hecomes somewhat sickening at times, to see how often he gets away with 
it or gets off with insignificant damages. While this little fine does not apply to 
infringement, it might, at least, be an entering wedge toward providing some 
real punishment for larceny of ideas 

{ have gone to some length in discussing details of the bill, not with the in- 
tention of boring you to death, but because T feel it really has much of merit 
in it, but needs a little tinkering up in spots and I rather hope that it will get it 
and then be favorably considered. 

There certainly is need for something that will inspire people with confidence 
that their inventions are really going to be protected, as they surely do not feel 
that way now. z 

The number of patented inventions is still a long way below what it was 20 
vears ago, (53.473 in 1932—only 20,140 so far in 151) and at least a million 
patented ideas short of what should he available if we had maintained the 
constantly increasing rate of development which had existed for nearly a hun 
dred years prior to the early thirties. 
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It is impossible, of course, to guess what the missing million inventions would 
have meant in increased wealth and convenience had they been made, but you 
can be sure that it really would have been something 

Sincerely yours, 
Harvey R. Hawcoon. 


SOANS, GLATSTER & ANDERSON, 
Chicago, June 25, 1951. 
Mr. Rosertr C. WATSON, 
Watson, Cole, Grindle & Watson, 
Washington, D.C 
Dear Bor: Thanks very much for your letter of June 21, 1951 I have not 
time to express my appreciation at this time the way | would like to do so as I 
am just leaving for New York. However, I am sending you with this letter 
two copies of the material, which will be more convenient for you than to refer 
to my previous correspondence, 
Sincerely yours, 
C. A. SOANS 
(Mr. Soans’ letter and the following material enclosed therewith is published 
at the request of Mr. Watson.) 


SecTION 102 (G) (AS NOW WoRDED oR AS PrRoposepD To BE AMENDED BY THE 
LAWS AND RULES COMMITTEE OF THE APLA) 


This paragraph, as compared with paragraph 102 (c), creates a different 
standard of diligence as between the applicant and the defendant. The de 
fendant’s prior invention as a reference to an issued patent is not available as a 
defense, either if he had abandoned the invention or suppressed it or concealed it. 
Also, he must have exercised diligence in putting it into use (presumably 
public use) or in otherwise making knowledge thereof available to the public. 

This is quite in accord with my ideas on the subject. In fact, I think that it 
includes some of my original language. However, when we come to the patentee, 


we find that an entirely different standard of conduct is used All he has to 
do is to show that he has not abandoned the invention In fact, the burden of 
proof is upon the defendant to show that the patentee has abandoned the 


invention, an impossible task in most cases, if the patentee has been sufficiently 
shrewd 

Under this section, if the patentee has the status of first inventor, there is no 
way that he can lose that status, unless abandonment is proved. It makes no 
difference whether he has neglected or delayed to inform the pub ic of the inven 
tion after his reduction to practice. It makes no difference if he has concealed 
the invention or suppressed it. He can do either of those things without 
abandoning it. Furthermore, it changes the law in that a defense under the 
Metallizing case is no longer available. He can use the invention in secret for 
profit commercially for years, and under this section 102, as now written, he 
can get his patent, provided that there is no public use or sale more than 12 
months prior to his filing date. Do we want this? 

Then again, under the Gillman v. Stern, doctrine, there is nothing to prevent 
that patentee from suing a concern which, believing that the invention was 
unpatentable, or for any other reason, decided not to apply for a patent, but 
adopted the invention for commercial use in secret. I wish someone would tell 
me how I am to advise my clients when they ask me whether it is safe for them 
to keep the process secret while they are using it in commercial production 

Under this section as it stands, a person could reinvent the secret Coco-Cola 
process, assuming that they have such a process, obtain a patent on it and on 
the face of it, they could enjoin the Coco-Cola Co. from using the process which 
they have used commercially in secret for 50 years or more. Of course, I agree 
with you that no court in the land would so enjoin the Coco-Cola Co., but 
under the bill as written, they could be enjoined. 

In connection with my criticism of section 102 (g), as now worded, I would 
like to throw into the hopper a proposed draft which, so far as I can see now, 
would remove my fear about advising my clients that they have the right to 
continue the commercial use of a secret process which later may be reinvented 
and patented by another person. The APLA amendment to 102 (g) does not 
restore this common-law right. 
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I feel justified in sending you this proposed redraft because I have spent a 
creat deal of time on this particular section, and several other persons have 
worked on it with me. 


SECTION 115 


As pointed out at the March meeting at the Shoreham, section 115 does not cor 
respond with section 102, and the way it is written, it merely encourages false 
swearing, in the case of an applicant who, a few days before he files his applica 
tion, discovers that somebody in a foreign country made the invention before 
the applicant did. 


SECTION 151 


This section fails to establish any ground for the 1-year extension of the 
payment of the final fee. Under this section, it is not necessury to show any 
inadvertence or mistake. It seems to arbitrarily extend the G-month payment 
period to a period of 18 months. That is one way of lengthening the patent term 
to 18 years, if that is what is wanted. 


SECTION 801 


It is my understanding that the old 2-year limitation for broadening a patent 
wis based upon the 2-vear publication rule, and that when the statute was 


changed from 2 years to 1 year, there was an inferential change in the 2-year 
period for broadening by reissue, This paragraph of the bill, therefore, is not in 
accord with the existing law as I understand it 

Furthermore, if the unwritten 1-year rule is changed to a statutory 
limit, there may be an inference that diligence in applying for reissue is no 
longer necessary. The statute should be made clear, in my opinion, that whether 
the patent is to be narrowed or broadened by reissue, diligence should be 


-year 


required. 


The second paragraph seems to me is entirely too broad in that it says “the 
specific thing.” It seems to me that the intervening user should have the right 
to make such changes in “the specific thing’ as in the normal ¢ irse of business 
would occur to a person skilled in the art 


In this section there is far too much emphasis placed upon the necessity of 
correction of the patent by the Commissionet! 


As brovght out at the Shoreham meeting, 95) percent of the Cases arising 


under this section would he eases of misjoinder, i. e., where the patent con 
tained more names than those of the actual inventor or inventors, or where 
some of the claims of the patent were joint inventions and othe laims were 
sole inventions 

What is the objection to permitting a court to ignore the extra name or names 
in the patent? What harm is done to any one so long as all of the patent is 
owned by a single interest, which is the case in 95 percent of our practice. Under 
this section, as I and others construe it, a court cannot merely ignore the 1 
joinder but must send it back to the Patent Office o it any rate, some positive 


action must be taken by the owner of the patent in order to enable him to 
sustain his patent But suppose the trial is suspended, the patent goes back to 
the Patent Office to be corrected, and when the trial is resumed the court sus 
tains the patent as corrected What happens then if the court of appeols says 
that the district court made a mistake, because as they construe the claims 
and the evidence, in view of the prior art, if was a joint invention Where does 
that leave the patentee? It seems to me that this procedure of having to go back 
to the Patent Office in a case like this is useless, cumbersome, and dangerous, 

I have no particular feeling on the question of nonjoinder because that, I 


think, is a very different situation which justifies a much more elaborate and 


formal procedure particularly in view of the fact that an oath is reauired 


SECTION 212 


The last two lines of this section are susceptible of two interpretations. Under 
one interpretation, a license or assignment can be made with an accounting, 
regardless of the consent of the other coowner. Under the other interpretation 


uw license or other grant may hot be made unless he two conditious exist, i. e., 
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the consent of the other coowner must be 


I given, and also the grantor is required 
to account to the other coowner Hlowever, except for this a ivuit of il 


guage, | would be willing to accept either interpretation, 
consent should not be required provided that we have an accounting i 
the same as in the case of any other property owned by partnersh 

My real objection to this paragraph is that it makes no attempt to correct 
the terrible injustice which may be perpetrated upon an uninformed patenter 


l refer to the notorious practice of inducing a patentee to sell say l percent of 





his interest in the patent, which enables the owner of the interest to man 
facture to any extent without accounting to the patentee for the profits made 
out of the invention The proposed bill does nothing to correct this situation, 
but, | believe, makes it worse in that the patentee, after having sold a tiny frac 
tion of his patent to the nonaccounting manufacturer, could not thereatter sell 
any other part of his patent or license anyone else to use the patent without 
the consent of the 1l-percent owner, or without accounting to the l-percent owner 
I car ot see the slightest reasor why ad patent « ned Wo persons shoul 
not be subject to prec ist L\ the sume rules us anv other propert owned by two 
persons jointly or in partnership. When one member of a partnership dea in 
the partnership property, he has to account to the othe ownel partner 
fo perpetuate a different rule in the case of a patent rig st is me tends 
to intensify the belief that a patent is not property, wherea is the conte 
of patent lawyers generally that a patent is property 
SECTION 251 
Paragraph (b) of this title says that one who actively induces fringement 
is liable as an infringer, whereas paragraph (c) of this e specifies a Le 
which renders the doer liable as a contributory infringer 
The liability for contributory infringement not defined ‘ a) ‘ 
in section 241, nor does section 244 deal with contributory infring ent Is 
there any distinction intended , 
] the intention st 21 Sa hole hat the f ‘ " 
to ! ! r, ors we he supplic h " ‘ I feas 
d, hen I he ¢ e recovel W ( ‘ ‘ ed | t¢ ‘ 
nder section 244. Some of us who have given thought to this ¢ Stik re of 
the opinion tha l images recoverable from a cont F ufrinver s 
be prorated or limited in some way in accordance with the heat ‘ his 
eontri il hi, or poss y fT ey lit ( he 1 iKe« | tie 
cilities which he supplies to the dire« nfringer 
Also it is felt by some of us that there should be no re ‘ f ie! 
except in respect of facilities supplied after actual notice received f1 { 
patentee 
Paragra) (c) is believed to be inaptly draw: As it is written, the word 
“knowingly” qualifies the word “sells.” Of course, whe ‘ y 
he knows that he sells it. Obviously, the word “knowing intende 
quality something else later in the paragraph he ques whethe ‘ 
word “knowlinglyv” is intended to apply to the words “shall be made or sl , 
adapted for use in an infringement of such patent I wil eat the pai p 
with that interpretation 
liere again the scales are heavily weighted against the s veling i! i 
turer who has invested his entire small capital in a small business of manufactur- 
ing a single item Let us assume that the item is a machine which includes 
a casting made of a metal chromium alloy, which castings are produced only by 
one or two foundries in the United States Obviously, those castings are made 


ina rdance with special patterns or blueprints furnished by the little manufac- 
turer to the foundry. 

Let us assume that this small manufacturer has made a prudent investigatior 
of the prior art, and his counsel has advised him either that a cert: 
invalid or that it is not infringed by his machine. However, the owner of tl 

P 


patent, when he realizes that the small manufacturer is com 


forthwith notities these two foundries that if they furnish t 
to the alleged direct infringer, the foundry will be he ij ghile for 


f 
/ 
f 


foundry thereupon calls upon the little manufacturer to furnish a cash bond to 


indemnify the foundry against all damages which may be ssessed against ‘ 
foundry for their contributory infringement The little manufacturer 1 y 
invested all of his capital in his business, which is just about beginning to break 
even, is unable to furnish the bond, as a result of which the foundry refuses to fil 
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his orders for the castings. And the same thing happens with the only other 
foundry which is in a position to make these castings for the little manufacturer. 

The result is that without the expenditure of 1 cent for litigation, the owner 
of the patent has, in effect, obtained an injunction against the little manufac- 
turer, who is thus put out of business because of the patent which he was advised 
was not infringed by his machine. Perhaps you will say that the little manu- 
facturer can file a declaratory-judgment suit against the patentee. That may 
be true, but remember that he is out of business, he cannot make any machines, 
he has no source of income to pay his lawyers and to keep his business running 
during the pendency of the litigation which may run along for 3 or 4 years, 
And the fact that he has filed a declaratory-judgment suit does not require the 
foundries to supply him with castings. Why should they run the chance of 
being subjected to heavy damages, especially if they have other customers clamor- 
ing for castings? 

For the reasons stated, I am against paragraph (c). It seems to me that 
paragraph (b) is all we need. I think that it will take care of 95 percent of 
those cases in which there is a real need for a right of action against the sup- 
plier, and of the remaining 5 percent of the cases, the patentee ought to be satis- 
fied with his right to sue the direct infringer. 

As to paragraph (d), however, desirable it may be from the standpoint of 
a patentee, its inclusion amounts to a request to Congress for a law which will 
have the effect of spanking the Supreme Court of the United States for its attitude 
in respect of misuse of patents. And, in this connection, we must not forget that 
the Supreme Court in deciding these cases has ostensibly reformulated or reex- 
pressed the principles of equity jurisprudence which have been well established 
in the law for many years, but, according to the Supreme Court, have not been 
followed in connection with patent rights. The wisdom of asking for such legis- 
lation at this time it seems to me is open to grave question. It is, in fact, a 
declaration of war concerning a very delicate question. It is a change in the 
law as it now stands, which is controversial in the sense that the patent bar 
is on one side of the question and the Supreme Court is on the other side of 
the question, and I cannot see any reason why Congress would want to stick its 
neck out on this issue at this time. 

“Sec. 102. Any invention shall be patentable unless : 


* * * * * * * 


“(g) Another person is entitled to a date of invention prior to that of appli- 
cant. The date of invention upon which any person is entitled to rely shall be 
the date upon which such person, having a full conception of the invention, 
began work upon said invention in the United States and, with such diligence 
aS was reasonable under all the circumstances of his case, continued such work 
until he reduced the invention to practice in the United States or filed an applica- 
tion for United States patent disclosing said invention: Provided, That any 
person shall be entitled to the benefit of another person’s activities in working 
upon an invention the conception of which was derived from the former person : 
Provided, That a person who is shown to have failed to take steps to inform the 
public of said invention until a date which is an unreasonably long time after 
his reduction to practice or filing of his application, shall not be entitled to a 
date of invention prior to the date when such steps were taken by him. Such 
steps, by way of example, may be taken by reasonably presenting and prosecut- 
ing a claim for said invention in said application, or putting the invention into 
public use or on sale in the United States, or publishing the same in a printed 
publication in the United States: Provided, nevertheless, That no patent shall 
he enforceable in respect of any use of the patented invention by another person 
or his suecessors in business, if such other person used said invention in the 
United States for profit before the date of invention of the applicant.” 

Notre.—This last proviso is to protect anyone who commenced an unpublished 
commercial use of the invention if he were to be sued for infringement of a 
patent validly obtained under the rule stated in Gillman y. Stern (114 F. 2d 28). 

Add the following new paragraph : 

(h) Applicant or anyone with his consent at any time, more than 12 months 
prior to the filing of the application for patent in the United States, had secretly 
used the invention for profit and not primarily for experimental purposes 

Nore.—This new paragraph recognizes Metallizing Engineering Co. v. Kenyon 
Bearing (158 F. 2d 516), and is set up in a new paragraph because paragraph 
(zg) is directed solely to priority of invention by another person and does not 
apply to applicant’s own use for profit. 
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150 Doawoop LAN: 
Plandome, N. Y., June 1, 1991 
Josepu R. Bryson, M. C 
Chairman, Subcommittee 4, Committee on the Judiciary, 
House of Re presentatives, Washinoton, D.C. 

Dear Str: Thank you very much for sending me a copy of H. R. 5760 

I have reviewed this bill and find it an improvement over its predecessors 
There are several points, however, to which I would like to direct your attention 

Section 4, restricting the rights of employees of the Patent Office upon termina- 
tion of employment: I have never encountered a case of abuse of position by 
Patent Office employees leaving the Office and am unable to see a basis justifying 
deprivation of their right to establish a date of invention in the year following 
termination of their employment 

Section 121: The language of this section, which prevents use of a parent 
application as a reference against a divisional application, appears to be too 
broad and I believe might hamper proper functioning of the Patent Office 
According to the language of the section, the parent application or patent issuing 
thereon may not be used against the divisional application regardless of what 
type of claims are presented in each. It would appear to me that the restriction 
should apply only against the claims subjected to a requirement for division o1 
their equivalents. Further, reference to section 103 seems ill-advised. Section 
103 relates to improvements which would have been obvious at the time the 
invention was made. Since the divisional or parent case could not go back of 
the invention date in any event, it could not be used ‘for the purposes of section 
103.” T would suggest the section be amended as follows: 

Line 10, after the word “against,” insert: “the claims snbjected to the re 
quirement, when presented.” 

Line 11, change the word “against” to “in.” 

Line 12, delete “for the purposes of section 103 of this title.” 


Section 242, subsection (2), line 1: [I believe the expression “any claim’ 
should be “the infringed claims,” 

In the line following subsection 4, the word “of” (first occurrence) should 
be “or.” 

Section 314: While this section seems to follow the present law, there is 
serious doubt in my mind that a minimum recovery is proper There is no 
minimum specified for ordinary patent infringement. The minimum liability 


provision is like the copyright provision in form but not in substance. Liability 
in a copyright case depends upon proof of copying but in a design patent case 
i second inventor entirely innocent of copying would be forced to pay at least 
$250 even though no real damage were found. 

Page 28: I find the appearance of sections 2, 3, 4, and 5 on this page very 
puzzling. Where is section 1? Of what chapter are they sections? 

Very truly yours, 
GEORGE B. CAMPBELI 


CHicago, ILL., June 13, 1951 
Re H. R. 3760, especially section 108 
SUBCOMMITTEE ON PATENTS, COMMITTEE ON THE JUDICIARY, 
House of Representatives, Washington, D.C 

GENTLEMEN: There is a tremendous need for the bill H. R. 3760 is intended 
to be. For the sake of inventive progress and justice, let us not muff the opper 
tunity by passing the bill before it is in the best condition reasonably possible 
for revitalizing the patent system 

Most of all, this necessitates for section 103, the definition of “patentable in 
vention,” a wording which is neither too liberal to patents (lest it be ignored) 
nor too weak (lest it fail to help even if followed). The phrase “would have 
been” is too weak. Its intention may be good but the words alone invite deciding 
what “would have been” obvious after the prior-art references had been put 
side by side Almost any inventive idea could be induced into the mind of a 
vood mechanie by carefully selecting the right prior patents, placing them in 
front of him and saying, “What do these two patents together suggest to you?” 
The test should be: Would the invention have occurred to him without such 
direction of his thoughts? 

Accordingly, if the phrase “would have been” is retained, I urge that the 
qualification doubtless intended be added. The inserted phrase could be, for 
example, “without guidance by preselection and juxtaposition of the prior art.” 
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“Obvious”: On the other hand, “obvious” is so generous to patents that it is 
likely not to be followed literally. In that event, it will lose all strength by 
the sheer necessity of departing from it and the consequent lack of statutory 
determination of where the line should be drawn. For example of excessive 
generosity, suppose a prior patent indicates that a certain ingredient should be 
added when a batch is at a temperature at which rapid precipitation will occur, 
between 150° and 200°, depending on degree of acidity. It is not obvious from 
this description that with one particular acidity the temperature should be 178 
Yet surely there is no intention to grant a second patent limited to this tempera 
ture which any chemist could easily determine by experiment 

“Skill in the art’: This phrase does not say what is meant If a prior patent 
in the printing industry controls ink supply by a photocell and an amplifier, 
building the amplitier would not be within the skill of the ordinary printer, but 
this should not justify granting a patent. Some skill of other arts must also 
be available and surpassed before invention is present 

The best wording I can think of at present is the following: 

* * the subject matter as a whole would have naturally occurred at 
about the time the invention was made to a person baving only ordinary skill 
in the field to which said subject matter relates if he had knowledge of said 
prior art (all prior art readily available to persons in that field) [words in 
but had no guidance by its preselection, and said subjoct 


parentheses preferred 
worked out by such person with such ordinary technical 


matter could have been 
ussistance as he would have been exper ted to call upon *4 
Some other comments are enclosed, separately written up for different sections. 


In general, I urge that before reporting the bill, efforts be made to overcome 


all criticism that is or may be sound. 
Yours very truly, 
Lovis RoserTson. 


CONTRIBUTORY INFRINGEMENT—SECTION 231 


It is expected that an article I have prepared will appear in the July issue 
of the Journal of the Patent Oflice Society It is too long to justify inclusion 
here, especially since a copy has already been sent to Mr. Federico 
In the meantime, I will merely say that subsections (b) to (d) of section 


231 should be greatly improved before passage. 
MiIsJOINDER—SECTIONS 116 ANpD 206 

The inclusion as applicant of an extra person, i. e., one in addition to the 
true inventor, seems to be entirely harmless in all instances except when he 
himself would improperly gain by it, and in these instances the possible in- 
validity of the patent is often no discouragement to him but only penalizes the 
real owner who is innocent. 

It would be far better to provide simply: “The naming of an extra person 
as applheant or patentee shall be disregurded, except that courts may refuse 
to enforce on behalf of such person his apparent rights as copatentee and, if he 
dishonestly permitted himself to be named, his rights by assignment The 
Commissioner may strike his name, if satisfied that no claim would be 
jeopardized.” 


JOINT OWNERS—SECTION 212 


The rule that a 1-percent owner need not account to a 99-percent owner is 
intolerable. There is no adequate excuse for writing into the statute an unjust 
rule, especially one not necessarily the law in all States. There is no excuse 
for having the patent system blamed for unjustness, even if it is to be the law 
by State determination. The alleged but falacious purpose of warning the ig- 
norant could be accomplished by an express denial of a change, such as: 

' * * and the duty or absence of duty to account to the other owners 
is not determined by this act.” 

My preference would be to legislate away the old doctrine completely, but 
sive power to the courts to render justice. For example: “with a duty to 
account to the other owners on such basis and subject to such exceptions as the 
courts may deem just.” 
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Two-Year Reiss it Speer 201 

The 2-year limit on broadened reissues is unjust Che more basie an inven- 
tion, the less likely an inventor is to learn within 2 years that his patent 
cheats him of the protection to whi he is entitled | such éxt the 
time limit is justified on any fallacious theory of unfairness in le ne e inventor 
Covel ter inventions he had not thought of, the time it ould « ef hi 
original patent and should apply in al plications long pending I} 
additional equities against reissus s ‘ ‘ ge rig 

Nevertheless, if the theory mui ective Ly reis a oe 
can be done in a less unfair way by ‘ling th resent st paragi ! ec- 
tion 201 and instead adding to the fs 2) he f W : 

In the case of any reissue p scope of ‘ i the 
original patent, especially if applied for more th: 2 rs after the grant 
the original patent, the principles of intervening rights set fort) this para- 
graph iy be extended to protect investments of time or resources ! I n, 
patenting, or development, even without the prep py er n this 
paragcrap! 

\ \ Ny. ¥ 1057 
Re H. R. S760 
JOSE! R. Bryson, M. C 
Touse Office Building, Was} ston, Dd. ¢ 

Sir: In answer to your letter of some hile gy cing for « nents on 
this bill I suggest the following amend ! 

(1) Section 42, after aw” at end . ! r 7 SO 1 ‘ t 
rendered.” This is particularly aimed at the return of a Be ad of Apr : fee 
when an examiner gets cold feet and does not transmit an appeal 

(2) Section 102, end of first sentence, insert “A ipplicant's own statement 
n his application may not be used against him in interpreting prior ZZ. 
within a composition or machine, applicant states le ( ( t A 
or B, and previously A has been similarly used, prior art rather thar nts 
application should be relied on to teach the equivalet of A and I he ed 
person does not already know it 

(3) Section 112. nite. parag iph hse! I rhe S| he 
declared invalid for lack ctness or for undue ( hen the d 
tion clearly discloses the natter of the clair l ale : 
is is reasonably possible irbitrary mitations 

This is in line with the recognition in plant pate = mI) I the patent 
system need not rest on mere words Justices Burton and J hold this 
position in a dissent, Funk Bro. vy. Kalo (333 1 S IT) It sh 
bered that the broad claim always expires and tl! fr! 
| ublic the lIN¢ of ndependent ic ate ! ~ i 
perpetual disclosure of the invention 

(4) Se ‘ 132 in next to the t ne insert t ‘ Ihe ) 
shall | ‘ e right ) nd ! iin ‘ en as re ‘ f I 
ire presented rh u el he v gh 
ierions the tS hut f the Pater () ‘ vice , 
cant can be ssured of an opportu ‘ ! claim w need fe a 
I) rhe i! ew with the exn her is i ~ ‘ nea | ut 
now tna Listil pj en . i j ‘ 

Broad v: ! claims help no the \ ! ! ‘ . ‘ ] Y 
patent i challenge to a subsequen 1 ! ‘ e broad _ he 
av ded, the 0 hie neo 1 

\s ormer ] aU of om obs was on dad} ‘ 

Che 1 row ¢ l | ‘ nnea l } 

At presen re illy i! (ile t l el ls i-7 quel ( t 

» keep his hve! nm sec I ( I nris hie ‘ | ~ ! n 
of new process that possihly b ostly a lee ! t 
who may have greater facilities for further study I] e le fee hb 
advice but I have gained the contidence of many chien 

I personally intend to w I mh Utne ! Len el ‘ he ‘ i 
keepil the invention secret are good Of course there re 7 Ss, but: ng 
seemns to be more risky than t ng to predict how a « tay 
claim under the present statutes ven when the ‘ 
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patentee the Supreme Court is capable of reasoning in a manner I simply cannot 
follow (see Justice Douglas’ dissent in Graver Tank vy. Linde Air (636 QO. G. 1}, 
decided May 20, 1950). 
Yours very truly, 
F. R. JENKINS. 


—— 


UNITED States Court, EASTERN District oF NEW YORK, 
Brooklun, N. Y., June 20, 1951. 
In re H. R. 3760 
Hon. EMANUEL CELLER, 
Old House Office Building, 
Washington, D. C. 

DEAR MANNIE: Some thoughts concerning this bill have occurred to me which 
I should like to pass on to you if I may. 

I am concerned mainly with the plight into which patents have fallen when 
the owners run the hazard of litigation. Fundamentally the difficulty in the 
courts stems from the fact that the term “invention” is not defined in the statute, 
nor has there been any affirmative legal definition 

More generally, in respect to patent litigation and the difficulties encountered 
by judges in wrestling with the problem of invention, let me refer to the opinion 
of Justice Frankfurter in Marconi vy. United States (320 U. 8. 61), and to the 
opinion of Judge Learned Hand in Parke-Davis Co. v. Mulford Co. (189 Fed, 95, 
115). The difficulty apparently was very carefully considered by the National 
Patent Planning Commission which was appointed by President Roosevelt on 
December 12, 1941. In its report tiled in 19438, it is said: 

“The Commission, therefore, reconnmuends the enactment of a declaration of 
policy that patentability shall be determined objectively by the nature of the con- 
tribution to the advancement of the art, and not subjectively by the nature of 
the process by which the invention nay have been accomplished.” 

In a lecture that I was invited to deliver before the American Chemical So 
ciety, New York section, I took the position that the most satisfactory test of 
invention is just that suggested in the foregoing report. The contribution that 
an inventor makes to the art, which is presently in need of improvement or de- 
velopment, affords effective and definite evidence: no satisfactory subjective 
measurement can be employed as a rule of decision. One cannot take an X-ray 
of the mind. 

Now another matter: Courts have lightly treated the so-called presumption 
of validity which is supposed to attach to the grant of a patent. Such a pre- 
sumption could b> made real and not mereiy figmentary if in the proposed 
legislation provision were made for adversary proceedings. Such proceedings 
could take the form, either before issuance of the patent but after publication of 
allowed claims in the Patent Office Gazette, of opposition, or of cancellation 
proceedings after the patent issued. The effect of such a provision would be 
that when the patent reaches the court for adjudication it could no longer be 
regarded as the result of merely ex parte consideration. 

Another thought is in reference to the misuse of patents. Under present 
practice the courts, following a direction of the Supreme Court, will refuse to 
grant relief to one who has misused his patent unless he can show desistance 
from such misuse prior to the creation of issues in the case. But there is no 
power in the courts to void a patent for such misuse. That might well be the sub- 
ject for congressional consideration. 

I was glad to find in section 231, subdivision (d), the provision relating to cun- 
tributory infringement. This provision if adopted will meet the hiatus in the 
statute pointed out by Mr. Justice Black in Mercoid Corp. v. Mid-Continent In- 
vestment Co. et al. (3820 U.S. 661). 

With kind personal regards, I am 

Sincerely yours, 
CLARENCE G. GALSTON,. 


CINCINNATI. OuH10, June 13, 1951 
Re H. R. 3760. 
Hon. Jos. R. Bryson, 
Washington, D. C. 
Dear Mr. Bryson: I take this occasion to express my disapproval of the above- 
identified bill, together with various proposed amendments and suggestions 
adduced by various meetings of patent law associations and the like. Essen- 
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tially my objection is directed to the attempt to accomplish, incident to codifica- 
tion, the inclusion of controversial aspects into the fundamental law of patents 
It is my personal opinion, that patent laws should be codified without any change 
in substance or subject matter. Thereafter, any additions or deletions that may 
be proposed by any person or group of persons, nay be considered seriatim, Any 
other handling of the matter will necessarily result in delay in codification, 
since it is my personal observation that there is no unanimity amongst patent 
lawyers as to the desirability of the proposed changes in the patent laws. 

In making the foregoing observation as to the lack of unanimity, my impression 
is that there are more patent lawyers who are opposed to the indicated changes 
in patent law than there are those who approve thereof. I am not unmindful of 
the fact that the apparent approval of H. R. 3760 by various patent law associa- 
tions and the like, would appear to indicate the converse of my observation, 
My observation is predicated upon the fact that at a meeting of the Cincinnati 
Patent Law Association on June 12, 1951, we considered the referred to H. R 
3760, together with the proposed changes and amendments referred to. After 
discussion, consideration was given to the question of whether the Cincinnati 
Patent Law Association should pass a resolution endorsing H. R. 3760, together 
With the proposed amendments. A motion was made and carried that the entire 
matter be tabled. The vote was overwhelmingly for tabling the matter. Con- 
sequently, I consider that as indicative of disapproval by the majority of the 
group of patent lawyers there assembled, of inclusion of such proposed changes 
of patent law in the codification of the current patent laws 

In voicing my objections to the proposed changes in patent law as incorporated 
in H. R. 3760, I do so as an individual and my reference to the action by the 
Cincinnati Patent Law Association must be understood as reflecting the back- 
ground upon which I express my foregoing impressions. Incidentally, the Cin- 
cinnati Patent Law Association at that meeting, specifically desired to avoid 
going on record as an organization opposing H. R. 3760, inasmuch as by so doing 
it would be opposing the more or less concerted effort on the part of other patent 
law associations, to further the amendment of patent laws incident to codification 
thereof. 

In view of all of the foregoing, I sincerely recommend that the effort of your 
committee undertake solely, codification of the current laws on patents and that 
there be excluded from the product of your committee any changes that any 
person, group of persons or interests, may now wish to incorporate in the 
codification of patent laws 

Very truly yours, 
FRANK ZUGELTER. 





BAR ASSOCIATION OF THE CITY OF NEW YORK——REPORT OF PATENT LAW COMMITTEE 
ON Bryson Britt, H. R. 3760, CopiricaATION AND Revision or Patent LAws 
This committee has studied the Bryson bill, H. R. 3760, and believes that if 

passed by the Congress, the patent laws will be materially improved 

This committee recognizes the difficulty of getting entire agreement among 
lawyers not only as to the contents of such legislation but also as to its form 
It believes that if no changes were made in the proposed bill it would still be 
a substantial improvement over the existing law. Nevertheless the committee 
feels that the bill could be improved if the following changes were made: 

Chapter 2, section 103, page 9: In line 2, substitute “as” for “in the prior art 
and change the word “that” which is the third word in the fourth line to “the 
The purpose of this is to make it clear that all prior art is here meant and not 
merely the prior art referred to in section 102 which is limited to anticipatory 
art. 

{n the fifth line substitute “was” for “would have been.” 

The reason for this is to ayoid the subjunctive form and to emphasize 
that the criterion of obviousness is to be determined as of the time the inven 
tion Was made 

Chapter 2, section 121, page 13: In the third line substitute a period for the 
semicolon, and the word “If” for “and.’ 


In the fourth line substitute “are” for “may be’; strike out the period and 
insert “directed solely to subject matter described and Claimed in the original 
application as filed’: in the same line substitute “they” for “A divisional 


In line 5 strike out “application.” 
In line 6 substitute “they comply” for “it complies.’ 
In line 12 insert a period after “title” and strike out “if.” 


Strike out all of lines 13 and 14 
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the same line substitute “The” and “the.” 

In line 16, after “execution” insert “of such divisional applications.” 

lhe committee finds the thirteenth line of the section ambiguous This see- 
tion was intended to prevent the citation of a patent as eference where division 
was required by the Commissioner and there was copenden ith the applica 
tion for the issued patent. This particular situ: n requires cd nm, which 
the proposed language accomplishes 

Chapter 2, section 155, second paragraph, page 1 In line 1 bstitute (ny 
tor “so.” 

In line 2 insert “‘ne after “may 

Strike ut line 3 and substitute the followin poiae nie a m 
for substantially the same subject matter w; 1 | . relic n prior 
to the issuance of said patent or within 1 yea he date on which said 
patent was granted 

The purpose of this provision is to make sure ft] the l-vyear period will not 
prevent someone who had previously had claims to substantially the same 
subject matter, making those claims even after such period. No such limitation 
was intended by the paragraph as originally drafted 

Chapter 3, section 202, page 19: Starting in the fifth line of the second para- 
graph substitut nless” for “if,” and at the f the insert “would 
have infringed.’ 

In line 6 strike out “does not infringe a valid « n of the ssued itent 
which was in.” 

This is for clarification and to get rid of double negative 

In the second line of the third paragraph substitute “like things” for “such 
thing.” 

This is to make it clear that the court may allow replicas to be made of the 


specific things referred to in the second paragraph. 
section 211, page 21 


the first and second lines strike out “appli- 


and substitute “attributes.” 

Chapter 8, section 212, page 22: Strike out entire paragraph and substitute 
the following: 

“Whenever two or more persons own a patent jointly, either by the issuing of 
the patent to them jointly or by reason of the assignment of an undivided 
interest in the patent or by reason of succession title to such interest, each 
of the joint owners, in the absence of any agreement to the contra shall be 
entitled to make, use r sell the patented invent or license others so to do, 
or assign or encumber his interest without accounting he other joint owners.” 

The committee believes that the existing law should be eodified and not 
ch inged 

Chapter 3%, sectio 1. page 23: In the second ne of page 23 strike out 
‘a contributorv” and substitute in.” 

In the third and fourth lines strike out for ingeme ‘ tributory 
infringement of a pate and substitute Inder ] t : { ind (¢) 
tbove.”’ 

In lines Sand 10 ke out “contributory.” 

In line 12 strike out “or contributory infringement 

Sin contributor infringement is a for of in ngement and the use of 
this term does not pear anvwhere else in. the bil s<PemMs preferable to 
refer ill of the acts entioned in this section a nfringement 

Chapter 3, section 252, page 26: The nmitter not | l ient time to 
consider the law as to whet] jnrisdiction could properly be obtained of a non 
resident patentee served by pub itior It believe that it would be preferable 
to add at the end of the paragraph the follow 

\eceptance of the grant of ent hereafter sl onst te an irrevocable 
consent to be sued as provided in this section and appointment of the Commis 
sioner of Patents as agent of the patentee fo rece service of process under 
this section 

The eichtl ne should be changed by striking na mons s | be 
served by publication or otherwise as the” and the words “court directs” should 
ilso be stricken out in the ninth line 

Respectfully submitted 

Asher Blum, Dean S. Edmonds, Jar M. Heilman, Giles S. Rich, 
Ralph M. Watson, John C. Blair, Cyrus S. Hapgood, Wilfren D. 
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Keith, James 


I 
B. L 
Francis X. Fall 
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May 18, 1951. 
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With nar ! ! eferen we on 2@OG f | } ] ey, reference 
to sections 116 and 118, it is believed that the present tutorv requirement 
iS to the true inventor or inventors bei ted tior hie 
igi! 4 now ‘ ‘ j one nad | he ¢ " I 
Ou SO pplication, or the remov: r dition of ar 
nan allegation of inadvertence, should not be pert 


If in fact an invention has been made, it should be possible with reasonabl 


effort and within a reasonable length of time to determine who is the true 
nventor it the me the nite! applicat s orig prepal ! file 

I perience ote SI n that whet i compara r roe r re 
hs I y { te inve! rs, the fact s tl ) ( n | I \ 
een vale If each ha pin ide a small individu St rate « bu ! 

ai bn his } ledge of the there not Jo nventi« 

There is noth ne he nh tiie proposal ol section POG a the pre hi if 
has been submitted to Congress on a number of occasio In the hearings 
before the House Committee on Patents, May 9-10, 1940, o H. R. 9886 (76tl 
Cong., 5d sess.), as to ] al applicants, I pointed ou number of consicde 
tions Which should receive attention on this problem 

If an application in which there are half a dozen or more joint applicants 
becomes involved in interference proceedings in the Patent Othe Vhen the 
ypposing party prepares to cross-examine the various joint applicants, he will, 

this proposal becomes law, be faced with the possibilit that only one of 
the plurality of joint applicants will eventually be brought forth as the true 
sole inventor, which considerably complicates and increases the ork required 
to prepare for the interference testimony 

Similarly, in an equity suit in court between Interfering patents, or even 10 
an ordinary infringement suit, uncertainty as to who will eventually be brought 
forth as the true inventor, materially increases the difficulty f preparing 
for trial 

If a provision of this kind of section 206 is to be enacted at all, it should specify 
a maximum number of joint inventors who would be entitled t ts benefit, say 
Six joint ») ntsasa iXimun 

If the prop sed Se* 20 become law ma le | | ed i ppl 
tions filed on behalf of large organizations, private or governmet! : be 
filed in the names of a multiplicity of alleged joint applicants, s e of whom 


have in fact engaged in only administrative activities and cannot be con 


sidered to be joint inventors even by creat charity and ji trait It has 
heen only the exaction of the existing requirement to state correctly in the 
original applicatio when filed the name of the true hnventor hieh Das in 
the past discouraced the addition of the names of alleged int ay lahts wit 
ere known in fact not to be joint inventors, but who Cesire for person 
laudatory purposes To have the record show that the yere 1 entors 
Probably the most serious practical objection to the present proposal to 
allow the joining as applicant of persons who are in truth not inventors, 1s 
the discouragement and loss of interest in the making of inventions which 
Will inevitably be experienced by inventors, with resultant decreased inventive 
contributions Unless a person has had personal contacts in a research or 


a development organization, or group, he is likely to have little realization of 
the sense of fundamental injustice with which creative workers regard every 
effort to recognize as coauthor or coinventor a person who in fact contributes 
but the routine efforts of the timekeeper and slave driver 

The Constitution anthorizes the grant of patents to inventors for their re- 
spective discoveries. There is no constitutional provision for granting a patent 
which sets forth as inventor, the employer, the financial backer, or the boss, of 
the true inventor This concept of inventorship was inherent in the particular 
ippreciation of intellectual and spiritual values, and the right of the creative 





worker in his creation, Which was inherent in the genesis of American institu 
tions and Government, and is part of our heritage. It provided for recognizing 
ng the ntellectual creative worker as an originator for his creati 
Oo society 
power conferred by the Constitution on any one to declare that a 
iventor, who in fact is not the inventor 
eginning of the Am can patent syste ene ed Ss have 
hee! ‘ ted on 1 concept of e status of the ‘ e cre ve 
worker, f ppre The creative worl ya 
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very small percentage in any population group, and the large majority who are | 
not thus gifted are continually casting an appraising and nonunderstanding | 


eye at such rewards as the creative worker may obtain. The entrepreneur has 
at all times sought to be vicariously recognized as an inventor when he was not, 
thinking perhaps that his chance of lasting fame would be thereby materially 
increased, The workman who has simply sawed and bolted as directed, has also 
sought recognition as the inventor. It is commonplace in patent practice to find 
that the backer who is to put up a few dollars to finance development of a com- 
pleted invention, wants to be considered the inventor and to be a joint applicant, 
and is stopped only when told that no valid patent can be so issued. The essen 
tial democratic character of the American patent system is the recognition of 
the true inventor as such regardless of his financial position Entrepreneur 
ability is entitled to its own kind of recognition. 

A further objection to the proposed provision of section 206 is that it is likely 
to prove to be simply an entering wedge to entirely destroy the American con- 
cept of inventorship, and to permit the filing of patent applications in the first 
instance by an alleged employer, or assignee, thus converting the patent system 
entirely into a system of property rights. There have always been those who 
have advocated this kind of a patent system. In some foreign Countries, as in 
Great Britain, this view has been approximated, and they have a wholly different 
concept of who should be the applicant; the person or corporation who has 
acquired title to an invention or even the returning traveler from foreign lands 
who brings home another man’s idea, old in a foreign land, but new in Great 
Britain, may apply for an original patent. It is not believed that the record 
will show that the British system has been as prolific in worth-while inventions 
as the American system. Corporations as such are certainly incapable of cre- 
ative work; inventorship is a personal activity. 

The concept that a man's brain children are his own in a very real sense, May 
be said to be a fundamental concept among most peoples, and a part of natural 
law. 

lor every reason, the public is entitled to know who is the trne inventor, and not 
simply who is the person that claims the title to the invention. 

If a provision such as section 206 becomes law, the determination of the num- 
ber of applicants for a patent may be expected to become a fishing expedition, 
using a rule to resolve all doubts in favor of putting in every one who might in 
some way be considered to be an inventor, instead of trying to ascertain the real 
facts as to how the invention was made. 

There has been testimony before committees of Congress over a period of years, 
that in a large industrial corporation it is not unusual to get 50 research workers 
together in a room, all of whom had had something to do with a project, one of 
whose products was to be covered by a patent application, for the purpose of 
determining who should be set forth in the application as the applicant and in- 
ventor. If it were decided that all 50 were joint inventors and should be joint 
applicants, the presumption would be that a true invention had not been made. 

Particularly in Government research laboratories the effect of including as 
joint patent applicants the names of persons who are not true inventors often 
has harmful effects on the morale of the research personnel out of all propor- 
tion to the importance to the Government of getting a patent application on the 
invention on file or even issued. When an individual workers has on his own 
initiative conceived and completed a meritorious invention, the tendency in such 
a laboratory often is for the group chief, the section chief, and the division chief 
to all want to be joint applicants with the trne inventor. Government patent 
counsel may be able to keep this down to including only one boss, or even naming 
only the true inventor alone, as long as he is fortified by the present requirement 
of law. If the proposed provision of section 206 is enacted, he will no longer 
be so fortified, and the addition of a plurality of administrators as applicants 
can be expected to become the usual thing, regardless of what may be the true 
facts as to inventorship. 

This is one aspect of what in research organizations is called the conflict 
between the creative mind and the administrative mind, which conflict must be 
kept under control. 

In the past, when a Government section chief has insisted that his name should 
be added as joint applicant to an application for patent on an invention which, 
in fact, was made by one sole inventor in his section, the result has often been 
that this one inventor becume absolutely sterile, did not try to make further 
inventions, and if he did make an invention refrained from reporting it to patent 
counsel. 
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In an extreme case, a Government section chief, upon return from an extended 
European trip, found that entirely during his absence a man in his section had 
conceived and completed a meritorious invention. The section chief insisted 
that his name should appear in the patent application as a joint applicant Under 
administrative duress, the true inventor felt himself forced to comp!y lt hever 
ugain during a subsequent long tenure of office made ; ngle inventiol this 
instance is not unusual, 

The following comments are submitted as to specific sections of the b 

Section S—Library: In the Department of Commerce appropriation there 
should be a separate item for the purchase of scientific and legal books and 
periodicals for the Patent Office Library, as there always was prior to 1932. 


Under the present practice of lumping such purchases for the library in w 
many other contingent expenses, tae funds actually available for the purchase 





of books and periodicals are insufficient. ‘This and various other points regard- 
ing the Scientific Library of the Patent Office have been covered my statement 
before the House Committee on Patents, hearings on general revision of the patent 
laws, January 25-28, February 16, 17, 1982, Seventy-second Congress, fil Session, 


pages 262-277, and in statements in subsequent hearings Most of the comments 
contained in that statement are still applicable. 

Section )—Classilication : Referense is made to my statement before the House 
Committee on Patents, May 23, 1939, on H. R. 3605, Seventy-sixth Congress, first 
session; to the statement by Richard Spencer on February 17, 1932, before that 
committee, Seventy-second Congress, first session : and to the report of the Ho r 
Committee on Patent Office Procedure, April 15, 1926, mentioned at page SS of 
the January—February 1932 hearings before the House Committee on Patents. 
Most of these comments are still applicable At the end of section 9 it would 
be well to add a provision somewhat as follows: “and arrange to call to the 
attention of examiners by the preparation of bibliographical reference lists and 
otherwise references to books and articles in current periodicals of interest to 
the staff of the Patent Office in the performance of their duties.” 

The calling to the attention of examiners of current literature pertinent to 
their respective technical fields, is a necessary part of the duty of examining 
applications, imposed on the Commissioner by section 4803, Revised Statutes 


(U. S. C., title 35, sec. 36), section 131 of this bill It is probable that the 
Classification Division is as a practical matter the only part of the Patent Office 
capable of doing this work From approximately 1900 to 1912, this kind of 


work was done by the Classification Division. Particularly at the present time, 
examiners do not have available 4 or 5 hours a week to i -z 

in their field as it appears, and unless someone else brings it to their attention, 
they lose touch with the progress of the art 

Section 11 Publications: The following items are suggested for addition to 
the list of publications of the Patent Office 

“It shall be the duty of the Commissioner to cause to be compiled and printed 
periodically, compilations of brief illustrated abstracts of all United States 
patents issued during a given period, in readily understandable language 

The publication of such abstracts or digests would do much to increase the 
usefulness of the patent system to promote the progress of science and the use- 
ful arts, and to make patent literature a much more accessible and assimilable 
part of technical literature in general. The British Patent Office has for many 
years prepared and published volumes of such abstracts, and they have been 
very useful It is understood that the procedure in the British Patent Office 
was for the assistant examiner in charge of an application, at the time he made 
his final review of an application before allowance, and when the interference 
search was made, to dictate the abstract to a stenographer, while he had the 
invention clearly in mind anyway, so that very little additional work has been 
involved. Compilations of such abstracts over a given period constitute a good 
review of the progress of a given art during that period In many technical 
fields in recent years, there has been an increased tendency to publish annual 
reviews of the progress in that field, but in general such reviews do not attempt 
to cover the patents in the field. 

“It shall be the duty of the Commissioner to keep in print and on sale at the 
regular price for patents, the specifications and drawings of patent applications 
which have been hertofore printed by the Alien Property Custodian.” 

During the last war, the Alien Property Custodian printed the specifications 
and drawings of some thousands of patent applications which had been vested 
by him and had not matured into patents, to make them accessible to the publi 
The procedural details of printing and distributing such printed APC speciti- 


f ew literature 
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cations were taken care of by the Patent Office, which was reimbursed by APC 
These printed specifications are now orphans, and not usually kept in print, 
although they constitute references. The Patent Office should assume responsi- 
bility for keeping them available. The expense involved would be comparatively 
small. 

“Pending applications for patents may be printed and published by the Com- 
missioner, at the request and at the expense of the applicant or ownet Such 
publication shall have the same effect as an issued patent for the purposes of 
section 102 (e) of this title.” 

This provision was the second paragraph of section 121 of HT. R. 9135 (Sist 
Cong.) and has met with considerable approval. It is understood that it was 
eliminated from the redrafts of the coordinating committee meeting in December 
1950 by a close vote, and its advantages are believed to be apparent, and to have 
been heretofore amply discussed by others. 

12. Exchange of copies of patents with foreign countries Attention is called 
to the fact that no printed copies of Russian patents have been received by 
the United States Patent Office since 1927. It would probably be cheaper to 
purchase these Russian patents, which are far less numerous than United States 
patents, than to exchange. It is understood that the Russian Government has 
a standing purchase order for quite a number of copies of every United States 
patent as it is issued. 

13. Copies of patents for public libraries. It is suggested that consideration 
be given to inserting in line 2, after “in the United States’, the words “and 
Canada”. It is believed that if any library in Toronto or Montreal, or other 
large city of Canada other than Ottawa, desires to have a set of United States 
patents on file, thev should be extended the same privileges as are extended to 
a library in the United States. Such United States patents in Montreal or 
Toronto, would be used by many United States citizens and corporations who 
are industrially active in those Canadian cities, and the very close industrial 
relations between Canada and the United States will justify this courtesy. There 
is, of course, a set of United States patents in the Canadian Patent Office at 
Ottawa, although it has a gap in 1911-12. 

As to the present language of section 13 and related section 41—a—9, it appears 
to be the legislative intent that a public library may obtain the patents issued 
in 1 year at the rate of $50 a year for previous vears as well as the current 
year, and that the authority of the Commissioner to so supply patents to public 
libraries is directory rather than permissive. If the authority is not directory, 
presumably some provision should be made for review of a refusal by the Com- 
missioner to furnish patents to public libraries at this rate. Attention is called 
to the repeal by this present bill of the act of June 15, 1950, Public Law 549, 
chapter 249, as to libraries securing at the special rate, patents for preceding 
years. It appears that the report on the present bill should bring out that the 
intent is that section 13 shall include the furnishing to libraries of patents for 
previous years. 

102 (d) It is believed that the requirement of the present law should be re 
tained, that no valid United States patent can issue on a United States appli- 
cation based on a foreign patent application, if the United States application is 
filed outside the convention, that is more than 12 months after the first foreign 
application, if the foreign application matures into a foreign patent before the 
United States patent issues. This has had a salutary effect in getting foreigners 
to file in the United States promptly if they are going to file at all, if this 
requirement is repealed many foreigners are so dilatory that they will file in the 
United States long after the convention period has expired, and will impose on 
the United States Patent Office an increased search burden including search 
to see whether the corresponding foreign patent has issued. Foreign applicants 
already impose a sufficiently difficult burden on the United States Patent Office, 
without increasing that burden 

Section 104—Invention made abroad: The last sentence of this section appears 


to be too broad, and somewhat indefinite as to just what classes of persons are 
entitled to the benefits It seems probable that this second sentence should be 
limited to citizens of the United States who are serving in he Armed Forces of 


the United States abroad. Most any citizen of any country can claim domicile in 
the United States and can claim that he has been serving in a foreign country 
with operations on behalf of the United States, and a difficult question is pre- 
sented 


Section 115-——Oath of applicant: The following is suggested to be added at 


the end of the section 
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“In Canada, the oath may be made under his seal of office before a notary 
public authorized by the laws of the Dominion of Canada or any Province 
or governmental division thereof to administer oaths as if such notary publie 


were acting within the United States, without diplomatic or consular certificate 
of authority being necessary.” 


Experience shows that the official functions of Canad » notaries are arried 
out With as great decorum and rigor and dependability = those of notaries 
within the United States Canadian inventors file many applications in the 
United States, and an appreciable number of United States tizens living in 
Canada execute United States patent applications Canada It is believed 
that the official seal of a Canadian notary is sufficient attestation of his ithor 
ity. The legal system of Canada is mu more Closely Sssimilated to that of 
the United States than is true for any other countr The suggested provision 
would relieve applicants executing applications in Canada from an unnecessary 
burden. 

Section 116—Joint inventors, section 118, filing by other than inventor: These 
have been discussed in detail at the beginning of this statement 

The following section is submitted for consideration, probably to be inserted 


following section 119 

“Any patent application claiming the priority of a foreign application which 
has become abandoned, or upon which a United States patent has not issued 
within 4+ years from the date of the earliest foreign application on which priority 
is claimed, shall become open to public inspection, and in the discretion of the 
Commissioner may be printed in form similar to the form of a regular patent 

A provision of this kind was in force in Great Britain for many years. It 
is the intent of the patent laws that the disclosures filed in the Patent Office and 
the applications upon which examiners expend much time and energy, shal 
become available to the public. Foreign applicants often impose upon and 
abuse the United States Patent Office and the American taxpayer, by filing ap- 
plications in the United States, not with good faith and intent to prosecute 
the application in good faith in the effort to have a patent issued, but just to get 
the benefit of the official search of the United States examiner which is much 
better than that of the Patent Office of his own country, or just to have an appl 
cation pending in case of a possible interference, and with the intention of prob- 
ably abandoning the application if he does not get just the claims he wants, 
or the interference does not develop, and with no real intent that a United 
States patent shall ever issue. Some foreigners file applications in the United 
States and execute the application oath after they have received an action by 
the Patent Office in their own country citing a knock-out reference which they 
hope the United States examiner will not find, and consider the oath a mean- 
ingless formality If a foreign inventor imposes his application on the United 
States Patent Office, it is only a fair bargain that he shall give the United States 
public the benefit of access to his disclosure after 4 years, or after abandonment 
and if the disclosure has particular value it should be printed. The present prac 
tice of permitting foreigner applicants to file and prosecute applications and 
then abandon them without making them public, is unfair to the American tax 
payer and contrary to the spirit of the patent system 

Section 120—Benefit of earlier filing date in the United States The phrase 
“termination of proceedings on” in line 6 is believed to be vague and likely to 
cause difficulty in interpretation. This phrase is probably unnecessary to ac- 
complish the desired intent. 

It is believed that the broad provisions of this section make it apparent that, 
as commented under section 154, the term of a patent should not extend longer 
than 20 years from the earliest United States filing date whose benefit is claimed. 
If this limitation is not imposed, an endless chain of continuing applications can 
be created, carrying effective filing date far back, which has been one of the 
criticisms of the United States patent system heard for years, particularly be- 
fore the Temporary National Economic Committee. Also, the practice of filing 
a carelessly prepared application, getting criticism and references thereon, re 
filing, and perhaps re-refiling, trying to make the examiner do the work of 
properly preparing the application, should be discouraged by limiting the term 
of a patent so obtained. 

A proposed new section, as to provisional caveats, probably to follow section 
122, is suggested for consideration 

Section 122a—Provisional caveat: Any person who has invented or dis- 
covered any new and useful art, machinery, manufacture or composition of mat- 
ter, or any new and useful improvements thereof, and desires further time to 
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mature the same, may, on payment of the fees required by law, file in the Patent 
Office a provisional caveat setting forth a written description of the same and of 
its distinguishing characteristics and the manner and process of making, con- 
structing, compounding and using it, and praying protection until he shall have 
matured his invention. Such person may within 2 years of the date of filing 
such provisional caveat, file in the Patent Office a complete application for patent 
as provided for in section 111 of this title, and the application so filed shall have 
the benefit of the date of filing such provisional caveat for all subject matter 
actually disclosed in such provisional caveat. Such provisional caveat shall 
be executed under oath in the same manner as is provided for an application 
under section 111 by section 115. 

There is nothing new about caveats, or provisional patent applications. They 

were provided for in the United States in the Patent Act of July 4, 1836, section 

2 the act of July 8, 1870, section 40, and in section 4902 of the Revised Statutes 
(1874), and the act of March 3, 19083. They were abolished by the act of June 25, 
1910, for reasons which are not clear, but probably involved the difficulty of 
making interference searches among caveats. <A provisional caveat can be 
useful without requiring that the person filing the caveat be notified by the 
Patent Office if a regular application to conflicting subject matter is filed. The 
provision above suggested omits such interference searches. 

It appears that at present there is a well-defined demand for a secret Govern- 
ment repository where, for a nominal fee, inventors may simply provisionally 
file disclosures of their inventions, without having any plan that the disclosure 
in that form should be examined for patentable novelty, or ever become a 
patent. Certain attorneys have for years held themselves ready to receive and 
preserve in their files, disclosures of inventions sent in by inventors, and it 
has been understood that a considerable number of such disclosures have been 
sent in for such filing. It is believed to be apparent that if such a repository is 
to be maintained, it should be under Government control. The Government in 
1940 instituted the National Inventors Council, one of whose functions was to 
provide a repository to which inventors could send disclosures of inventions 
thought to be useful in the national defense. Various bills relating to the Office 
of Technical Services of the Department of Commerce have provided for ex- 
tending the scope of such a Government repository for disclosures of inventions. 

It would seem that if any repository for filing such disclosures is to be provided 
in the Department of Commerce, it should be in the Patent Office. 

The British patent law has for a long time provided for the filing of provi- 
sional applications, the benefit of whose filing date could be used in the later 
filed complete application, as to matter actually disclosed in the provisional ap- 
plication. Caveats have been in effect in Canada for a long time. 

Section 122—Confidential status of applications: It is believed that the pres- 
ent imposition of secrecy by the Rules of Practice is sufficient, and that in his 
discretion it should be possible for the Commissioner in suitable cases and with 
proper procedure, to make applications accessible to persons outside the Patent 
Office. The phrase at the end of section 122 as now drafted “‘or in such special 
circumstances as may be determined by the Commissioner,” begs the whole ques- 
tion. If the Commissioner is to exercise discretion, this provision of law is not 
necessary and the existing rule is sufficient. One of the proposals to combat 
long-pending applications, before the House Committee on Patents, particularly 
at the hearings in January, February, March, 1932, has been to open to public 
inspection all applications which have been on file for 3 years, or other term. 
It was then said by the chairman of the Patents Committee that he believed 
that the Commissioner already had that power without specific legislation, but 
it was nevertheless urged that specific authority of law was desirable as to such 
3-year cases. Arguments particularly as to the probability of stirring ap inter- 
ferences were submitted against the proposal. However, if there is to be statu- 
tory negation of the power of the Commissioner in this matter, it should be en- 
acted only after consideration of these 1932 and later proposals to use opening 
of applications to public inspection as a means to combat dilatory prosecution. 

In section 131, it is believed that in line 3, following “law”, the words “and 
that the same is sufficiently useful and important” which appear in the present 
law (R. S. 4898, 35 U.S. C. 36) and have been there for a long while, should 
be retained. Patents cannot avoid a de minimis rule, wholly separate from all 
other fields of the law. 

Section 154—Contents and term of patent: It is suggested that consideration 
be given to adding in line 2 after “seventeen years,” the words “or twenty years 
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from the date of the earliest United States application the benefit of whose 
filing date is claimed, whichever term is shorter”, 

This has been discussed above under section 120. Some controls must be 
imposed against a chain of continuing applications, carrying the effective filing 
date way back. This practice has long been a serious criticism of the patent 
system, frequently expressed. 

A new section is submitted for consideration as to citing references in files 
of issued patents, probably to follow section 154, as follows: (154—-(a)) 
“Whenever after the issue of a patent, an officer or employee of the Patent Office 
shall find a reference to a patent or publication which he considers would have 
been a pertinent reference for the Patent Office to cite during the prosecution of 
the application resulting in such patent, he shall prepare and place in the 


erence and 


patented application file of such patent a statement citing such re 
pointing out how it is applicable to such issued patent 

“Whenever after the issue of a patent, any person other than an officer or 
employee of the Patent Office shall find a reference to a patent or publication 
which he considers would have been a pertinent reference for the Patent Office 
to cite during the prosecution of the application resulting in such patent, such 
person may execute and file in the Patent Office an affidavit citing such refer 
ence and pointing out how it is applicable to such issued patent The Com 
missioner shall cause such affidavit to be placed in the patented application 
file of such patent, unless he considers that the so-cited reference is wholly 


f 
i 


impertinent to the subject matter of the patent.” 

This is a much simplified way of approaching the problem which has been in 
view in bills proposed in the past to publish patents for opposition. It is prob 
able that the Commissioner already has power to do this without legislation, 
but he has never done so and it is doubtful if he will do so without statutory 
direction. After a patent issues, the public, in appraising the position which 
it occup es in the art, is entitled to the benefit of all pertinent references, includ 
ing those previously existing but not found until after the patent issues. Cer- 
tainly the public should be informed of every pertinent reference found by the 
staif of the Patent Office after a patent issues, to keep from the publi for 


tion in the possession of the Patent Office which affects the scope o ilidityv of 
an issue@ patent, is contrary to the orderly administration of justic« It not 
infrequently happens, not long after an assistant examiner has ed an 


application and it has issued, that he find a reference which he would have 


cited if previously found, and he may note such reference on his own copy of 
such patent, but it is not in the patented file in the record room rh pro 
vision does not have in view any specific search for such references t ssued 
patents, by the Patent Office, but simply the references found incidentally in the 
course of regular work If a person outside the Patent Office finds a pert nent 


reference, and wishes it to appear in the patented file, the public is certainly 
entitled to that information 

Section 206—Misjoinder of inventor: This has been discussed in some detail 
at the beginning of this statement 

Section 249—Notice of patent suits: The following changes are suggested: 

Line 5 after “patent” insert “or application.’ 

In line &, after “judgment” insert “or the action or proceeding is stricken from 
the calendar.” 

At the end of the section, add: 

“The clerk shall also include in such notice, a brief statement of the nature of 
the action or proceeding, and if the pleadings state one or more specific pro- 
visions of law under which such action or proceeding is brought, shall identify 
such provisions. Within cone month after notice of an appeal or other appellate 
procedure is filed in a court of original jurisdiction or in an appellate court, 
the clerk of each such court shall give notice thereof to the Commissioner.” 

Also add at the end: “This section shall apply to courts of appellate juris 
diction as well as to courts of original jurisdiction.” 

Experience over a period of years with the existing provision (the last se 
tence of R. S. 4921, 35 U. S. C. 70), has been that the notices sent to the Patent 
Office by clerks of United States courts are often insufficient to give a person 
exam ning the notice in the patented file of the patent in which he is interested, 
any intelligent idea of the nature of the action which has been commenced, or 
its status, or if there has been judgment; what the effect of the judgment is. The 
notice usually does not state, if there has been judgment, whether there was an 
opinion, or whether it was by consent. The person interested may find it neces 
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sary to correspond with the clerk of the court in the effort to obtain the most 
basie information as to what the case is all about. The notice does not usually 
state Whether the suit is for infringement, or for declaratory judgment of in- 
validity or noninfringement, or for interference. The original intent of this 
provision, which was drafted by Robert F. Whitehead after long experience 
indicated its necessity, is not met by many of the notices which the Patent 
Office receives from court clerks, and more specific provision is needed. 

The unsatisfactory experience with the way that court clerks prepare and 
send in these notices of suits, was discussed by Karl Fenning, former First 
Assistant Commissioner of Patents, at the hearings before the Houe Committee 
on Patents, May 9-10, 1940, on H. R. 9384 relating to disclaimers, at pages 21-22. 

In general, as to the more controversial points presented by this bill, including 
the definition of invention and patentability, the definition that a “process” in- 
cludes a new use, the provisions as to contributory infringement, and the limiting 
of pleadable defenses on infringement, it is believed that it would be better and 
make for more progress to take these provisions out of the present bill, and have 
individual separate bills and hearings on each of these controversial points, as 
Mr. Lanham has suggested. While in their present form, I am not in favor of 
these present controversial sections of this bill, | have refrained from detailed 
comments thereon, in the hope that they would be later taken up in individual 
hearings, and also because I feel that they are sufficiently controversial so that 
others will point out objections thereto. 





